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DISTINCTIVE PACKAGES AND SLOGANS ARE REGISTRABLE 
ON THE PRINCIPAL REGISTER 


By Julius R. Lunsford, Jr.* 


I. Introduction 


One of the declared purposes of the Lanham Act was “to 
modernize the trade-mark statutes so that they will conform to 
legitimate present-day business practice.”* The Principal Register 
established by the Act expanded the former register to include all 
marks which have become distinctive through use. Many of the 
prior limitations on registration were omitted from the statute. 
The objective of its proponents was to make all valid trademarks 
in lawful use in interstate and foreign commerce eligible for plac- 
ing on the Principal Register.’ 

Yet, there exists at the moment a situation in which a slogan 
ean be registered on the Principal Register, while a package can- 
not.? This incongruity is pointed up by the fact that the identical 
provisions of the Act govern the registrability of both slogans 
and packages. 

This patent inconsistency should be resolved by the registra- 
tion of distinctive packages which definitely perform the functions 
of trademarks. Such a result is in keeping with elementary prin- 
ciples of trademark law, and is believed to be in harmony with the 
Congressional intent as expressed by the 1946 Act. 


II. Slogans 


‘*No trade-mark by which the goods of the applicant may be 
distinguished from the goods of others shall be refused registration 


* Member of the Georgia bar; member of Editorial Board, U.S.T.A. 

1. H. R. Rep. No. 603, 78th Cong., 1st Sess.4 (1943), Sen. Rep. No. 1333, 79th 
Cong., 2nd Sess.5 (1946). 

2. Robert, “Commentary on the Lanham Act,” 15 U.S.C.A. (volume containing 
Sec. 81-1113), P. 265 (1946). 

3. Lunsford, The Protection of Trade Slogans, 42 TMR 409 (1952); American 
Enka Corporation v. Marzall, 92 USPQ 111, 42 TMR 106 (D.C. D.C. 1952). 
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on the Principal Register on account of its nature ... Except as 
expressly excluded in Paragraphs (a), (b), (c), and (d) of this 
section, nothing herein shall prevent the registration of a mark 
used by the applicant, which has become distinctive of the appli- 
cant’s goods in commerce.‘ The term ‘mark’ includes any trade- 
mark, service mark, collective mark, or certification mark entitled 
to registration under this Act whether registered or not.’” 

A slogan may be registered on the Principal Register of the 
Lanham Act if it serves as a means of identification of origin. The 
definition of marks registrable on the Supplemental Register also 
includes slogans.* The Patent Office, nevertheless, has until re- 
cently,’ been reluctant to register slogans on the Principal Regis- 
ter, though it had registered advertising slogans under the Act 
of 1905.° 

In the first case® concerning the registration of a slogan under 
the Lanham Act the Assistant Commissioner refused registration 
of 5 FULL GLASSES IN EVERY BOTTLE. The basis of his decision was 
that the phrase ‘‘merely indicates the quantity of merchandise in 
a container and cannot be considered one which serves to indicate 
the origin of applicant’s product.’ Likewise, LooK FOR THE NAME 
IN THE SELVAGE was found not to function as a trademark because 
the words ‘‘identify or distinguish nothing.’** Assistant Com- 
missioner Daniels reasoned that the registration of the slogan 
‘‘must be refused unless the words constitute a trade-mark and 
function as such to identify the goods of the applicant and to dis- 
tinguish them from those manufactured or sold by others .. . 
Section 2 of the Act is, however, one for the registration of trade- 
marks and unless the material submitted is a trademark and func- 
tions as such, it is not eligible for registration on the Principal 
Register.’”* The slogan was subsequently accepted for registra- 
tion on the Supplemental Register.** 


60 Stat. 428; 15 U.S.C.A. Sec. 1052 (1946). 

60 Stat. 443; 15 U.S.C.A. See. 1127 (1946). 

60 Stat. 435; 15 U.S.C.A. Sec. 1091 (1946). 

Ex Parte Robbins & Myers, Inc., 104 USPQ 403, 45TMR 477 (C.P. 1955); 
Ex Ports Mooresville Mills, Inc., 102 USPQ 440, 45 TMR 318 (C.P. 1954). 

8. Cash, Inc. v. Steinbook, 220 App. Div. ‘(N.Y.) 569, 222 N.Y.S. 61, Affd. 247 
N.Y. 531, 161 N.E. 170, 17 TMR 281 (1927). EVERY GOOD NUT THAT GROWS. 

9. Ha Parte Booth Bottling Co., Inc., 80 USPQ 78, 33 TMR 213 (C.P. 1949). 
The application was filed on July 5, 1947—the date on which the Lanham Act became 
effective. 

10. Ibid at 81. 

11. Ea Parte William Skinner § Sons, 82 USPQ 314, 39 TMR 866 (C.P. 1949). 

12. Ibid at 316-318. 

13. Official Gazette for January 31, 1950, Page 1153. 
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In the American Enka case** Mr. Daniels adhered to the 
policy of the Patent Office by holding that THE FATE oF A FABRIC 
HANGS BY A THREAD is not registrable on the Principal Register 
since it is a mere advertisement and does not indicate origin of 
goods. Moreover, he stated that ‘‘slogans as such cannot be con- 
sidered registrable on the Principal Register. Only in connection 
with the Supplemental Register and with service marks are slogans 
referred to in the Act as registrable.’’* 

Two years later in a R. S. 4915 proceeding the District Court 
of the District of Columbia held the slogan registrable on the 
Principal Register and directed the Commissioner of Patents to 
register the slogan.** While the court filed no opinion, Judge 
McGuire did state: ‘‘That certain combinations of words, albeit 
that they are also slogans, may properly function as trade- 
marks.’”’ Dr. Walter J. Derenberg had prophesied that the out- 
come of the American Enka litigation would determine the future 
policy of the Patent Office on this question.** The publication of 
the Morton Salt Company’s slogan WHEN IT RAINS IT PouRs in the 
Official Gazette apparently confirmed this prediction.*® However, 
when the owner of BEST IN THE LONG RUN petitioned for a rehearing, 
the Assistant Commissioner adhered to his previous ruling on 
the ground that the reversal of the Commissioner’s decision is not 
controlling since the marks are entirely different.”” Subsequently, 
A TRULY FINE BEER was ruled not registrable on the Supplemental 
Register on the stated ground it is incapable of distinguishing 
applicant’s goods.” This holding appears to be inconsistent with 
previous action by the Office in permitting applications to be 
amended to come under the Supplemental Register.” 


14. Ex Parte American Enka Corporation, 81 USPQ 476, 39 TMR 640 (C.P. 1949), 
petition for reconsideration denied 82 USPQ 41 (1949). 

15. Ibid at 479. 

16. American Enka Corporation v. Marzall, 92 USPQ 111, 42 TMR 106 (D.C. 
D.C. 1952). 

17. Ibid at 112. 

18. The Third Year of Administration of the Lanham Act of 1946, 40 TMR 914 
at 915 (1950). 

19. Official Gazette for February 19, 1952, at Page 631; Nehi’s slogan BEST BY 
TASTE TEST was published in the Official Gazette of March 3, 1953, at Page 33. Ex Parte 
The Pure Oil Company, 99 USPQ 19, 44 TMR 306 (C.P. 1953). 

20. Ez Parte The B. F. Goodrich Company, 92 USPQ 148, 42 TMR 267 (C.P. 1952). 

21. Ea Parte San Francisco Brewing Corporation, 92 USPQ 286, 43 TMR 412 
(C.P. 1952). 

22. See note 13 supra; Callmann, Unfair Competition and Trademarks, 2140 
(1951); Derenberg, The Sixth Year of Administration of the Lanham Trade-Mark Act 
of 1946, 43 TMR 779 at 782; Cf. Ex Parte Terre Haute Brewing Co., 101 USPQ 373, 
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The Examiner-in-Chief’s decision in the Robert Hall Clothes 
case** attempted to clarify the policy of the Patent Office. In that 
case applicant sought to register WHY PAY FOR OVERHEAD WHEN YOU 
CAN’T WEAR IT? on the Principal Register. In a comprehensive 
decision Examiner Federico endeavored to distinguish the Ameri- 
can Enka case on the ground that the slogan there involved 
appeared only in small letters as part of an otherwise registrable 
composite mark which had been previously registered under the 
Act of 1905, while in the present case no previous registration 
existed and the slogan was sought to be registered without being 
a part of a composite mark. The Examiner stated what he deemed 
to be the policy of the Patent Office in the following language: 

‘‘The omission of any reference to slogans in connection with 
the trade-marks for goods registrable on the Principal Register, 
and the specific inclusion of slogans in connection with marks 
registrable on the Supplemental Register, would seem to indicate 
an intention to confine the registration of slogans used on goods 
to the Supplemental Register.’’ (italics supplied)** 

This decision prompted Derenberg to reach the conclusion 
that ‘‘the recent trend in the Patent Office still is in the direction of 
not recognizing advertising slogans as registrable trade-marks on 
the Principal Register.’’” 

It was only in 1955 that the Patent Office gave full force and 
effect to the American Enka case as a precedent.”* Assistant Com- 
missioner Leeds held that there is nothing in the Lanham Act 
which prohibits the registration of a slogan on the Principal Regis- 
ter. The Assistant Commissioner reversed the Examiner of Trade- 
marks, who refused registration of MovING AIR IS OUR BUSINESS On 
the following ground: ‘‘The omission of any reference to slogans 
in connection with the trademarks for goods registrable on the 
Principal Register, and the specific inclusion of slogans in con- 
nection with marks registrable on the Supplemental Register would 


44 TMR 976 (P.O. Ch. Ex. 1954) where THE BEER WITH THE MILLION DOLLAR FLAVOR 
reflected “at least some degree of ingenuity in its phraseology” and, therefore, qualified 
for registration; See also Derenberg, The Seventh Year of Administration of the 
Lanham Trade-Mark Act of 1946, 44 TMR 991 at 1021; Ez Parte Mooresville Mills, Inc., 
102 USPQ 440, 45 TMR 318 (C.P. 1954). 

23. Ea Parte Robert Hall Clothes, Inc., 97 USPQ 462, 43 TMR 982 (P.O. Ex. Ch. 
1953). 

24. Ibid at 464. 

25. The Siath Year at Note 22 supra at 784. 

26. Ex Parte Robbins & Myers, Inc., 104 USPQ 403, 45 TMR 477 (C.P. 1955). 
Of course some slogans had been registered on the Principal Register, see references in 
supra Note 19 and Ex Parte Gulf States Paper Corporation, 101 USPQ 464, 44 TMR 
985 (C.P. 1954). 
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seem to indicate an intention to confine the registration of slogans 
used on goods to the Supplemental Register.’’ Thus the Examiner 
of Trademarks had relied upon the exact language of the Exam- 
iner-in-Chief in the Robert Hall Clothes case. Mrs. Leeds in 
cogent language pointed out that ‘‘such a legal conclusion was not 
necessary to a decision of that case, and the observation must have 
been dictum; but even if it were not, the quoted language is not 
conclusive. Such a narrow and restricted construction, if correct 
as a matter of law, would preclude registration on the Principal 
Register of phrases and numerals, and it could be argued that 
surnames and geographical names were also unregistrable on the 
Principal Register.’’ The decision, which is believed to be sound 
and in keeping with the intent of the Act, is based on Sections 2 
and 45 of the Statute, the American Enka case, and the absence 
of any statutory provision prohibiting the registration on the 
Principal Register. The following statement seems to express the 
policy of the Patent Office in certain and definite terms: 


‘‘The question in cases such as this is not whether the mark 
sought to be registered is or is not a slogan nor whether it is a 
primary mark or a secondary mark. The only question is: Does 
it, when applied to applicant’s goods, distinguish them from those 
of others? If it does, it is registrable on the Principal Register.’’ 


This decision should leave no doubt that if a slogan is dis- 
tinctive, it is entitled to registration on the Principal Register. 
There now exists uniformity of decisions in the Patent Office and 
the courts in the restricted field of registrability of slogans— 
though it took three years to attain this desirable result.?’ 


27. In a previous article, supra Note 3 at Page 411, et seq., this writer reviewed 
the adjudicated cases involving the protection of slogans in the equity cases. Derenberg 
in his Sixth Year supra Note 22 at 785 pointed out that the Court of Customs and 
Patent Appeals in considering the registrability of the slogan THE MUSIC YOU WANT 
WHEN YOU WANT IT (In re Radio Corporation of America, 98 USPQ 157, 43 TMR 1168) 
as a service mark, rejected the application on other grounds without commenting upon 
the registrability of the slogan as such. He also pointed out that Judge O’Connell in 
Lightnin Chemical Company v. Royal Home Products, 94 USPQ 178, 181, 42 TMR 743 
(1952) made the following comment: “Under the law, as this court has heretofore 
uniformly expressed it, advertising slogans such as we have here, and such as GooD TO 
THE LAST DROP, have been quarantined from appropriation and use by a subsequent user.” 
This article does not deal with slogans as service marks, but with slogans as trademarks. 
For articles on service marks see: Garner, “Service Marks Used by Sellers of Goods— 
Realism or Dictum, 44 TMR 233 (1954) and Isler, Service Mark Registration Require- 
ments, 37 Journal Pat. Off. Soc. 243 (1955). In passing, it might be wise to point out 
that the C.0.P.A. in Application of Duvernoy & Sons, 212 F. 2d 202, 101 USPQ 288, 289, 
44 TMR 831 (1954) affirmed the Patent Office in denying registration of CONSISTENTLY 
SUPERIOR because it was incapable of distinguishing. This case was distinguished by 
the Assistant Commissioner in Ex Parte Gulf States Paper Corporation, 101 USPQ 464, 
465, 44 TMR 985 (C.P. 1954). 
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THE TRADEMARK REPORTER 


III. Packages and Configuration of Goods 

‘‘It is of no consequence whether the identifying means is a 
name, a trademark, a label, a dress of package, or any other of the 
numberless things which enable a purchaser to pick out or select 
the merchandise he wants. This identifying means enables the 
producer of the preferred goods to benefit by the preference and 
perpetuate his business; it enables purchasers to be sure that suc- 
ceeding purchases are of the same make as the first.’ 

The caption quotation appeared in a text published over forty 
years ago. The author also wrote ‘‘It is no harder to advertise 
and popularize a name or package that is in all respects entirely 
characteristic than it is to popularize the descriptive, the personal, 
the geographical, or the conventional, and the result is that when 
a legally protectible name or package is at last established, the 
good will is not jeopardized, but belongs to the true owner and 
does not have to be shared with a swarm of parasites. The name 
being arbitrary as applied to the particular goods, no one else has 
excuse for using it in any way whatsoever. The package being 
distinctive and not conventional or common to the trade, there is 
no reason why anyone else should use a part of it.’ (italics 
supplied) 

The Patent Office has now adopted the rule that if the slogan 
is distinctive, non-descriptive, or possesses a secondary meaning, 
it is entitled to registration on the Principal Register. Why should 
not the same rationale apply to packages and configuration of 
goods? Bottles and packages have long been protected from copy- 
ing and imitation under the common law. Where it can be shown 
that there is something individual about a particular container, 
that a particular product or products are distinguished from others 
by the form of the package, then the form thereof is protected and 
use of it by others is restricted. This is in general the same doc- 
trine which is applied in place, personal, and descriptive name 
cases—that is, secondary meaning.* 

A good illustration of this rule involved the bottle used by 
the distillers of ‘‘Mount Vernon Whiskey.’’* They used a novel, 
28. Rogers, Goodwill, Trade-Marks and Unfair Competition, 19 (1914). 
29. Ibid at 84. 

30. The Lanham Act provides for the registration of secondary meaning marks 
31. Cook & Bernheimer Co. v. Ross, 73 F. 203 (S.D., N.Y. 1896). 

without the ten year limitation. See Robert, The New Trade-Mark Manual, 48, 53 
(1947); Lunsford, Are Our Courts Protecting Secondary Meaning Trade-Marks? 39 


TMR 767 (1949); Davids v. Davids, 233 U.S. 461 at 468, 471, 4 TMR 175 (1913); 
Pemberton, What is This Thing Called Secondary Meaning? 26 TM Bull. 257 (1931). 












Vol. 45 T. M. R. DISTINCTIVE PACKAGES AND SLOGANS 1137 


peculiar square-shaped container with a bulging neck. It appeared 
that the consumers of whiskey buying their beverage by the drink, 
relied upon the peculiar form and contour of the bottle as a means 
of identifying ‘‘ Mount Vernon Whiskey.’’ After the whiskey had 
obtained a wide reputation and had become associated with the 
square-shaped bottle, defendants changed their bottle to simulate 
plaintiff’s bottle. 

A similar situation existed with reference to the bottle used 
by The Hires Company for its root beer. Hires Root Beer was 
usually dispensed from ice boxes, and when the bottles contacted 
the ice, the labels would come off. The Hires Company selected 
a peculiar cylindrical bottle with high shoulders and a short neck. 
The Consumers Company changed the form if its root beer bottles 
only and adopted the same shape of bottle. The court below 
granted a partial injunction, not broad enough, however, to include 
the bottle. The Court of Appeals held that any restraint which 
did not include the bottle would be ineffective to prevent deception 
and an injunction was granted which included the form of the 
bottle.* 


Other cases to the same effect are scattered through the re- 
ports.** Only recently, in Ross-Whitney Corp. v. Smith, Kline & 
French Laboratories,™ the action of the trial court in preliminarily 
enjoining the defendant from simulating the arbitrary shape of the 


32. Chas. E. Hires Co v. Consumers Co., 100 F. 809 (C.C.A. 7, 1900). See also 
Gulden vy. Chance, 182 F. 303 (C.C.A. 1919). 

33. Nims, Unfair Competition and Trade-Marks 349 (1947); Rogers O.P. Cit. 
supra, Note 28 at 197, et seq.; Miller Brewing Company v. Blatz Brewing Company, 
90 USPQ 360, 41 TMR 1004 (Wisc. Cir. Ct. 1951) where the use of the Blatz Beer 
Bottle was enjoined on the ground that it was confusingly similar to the package used 
by Miller for its HIGH LIFE beer. The court held the Miller bottle to be distinctive and 
that it has become a “famous package.” Finding of Fact No. 9 reads as follows: 
“Plaintiff’s package in which its beer is sold has acquired a secondary meaning, as 
indicating origin in the plaintiff.” Cf. Lucien Lelong, Inc. v. Lenel, Inc., 181 F. 2d 3, 4, 
40 TMR 304 (C.A. 5, 1950) where the court held “there can be no trademark in a 
package, the shape of a bottle, or a letter of the alphabet.” Does the decision imply that 
GE, B-1, 3-M and RCA are not valid trademarks? See also Lucien Lelong, Inc. v. Lander 
Co., 164 F. 2d 395, 38 TMR 57 (C.A. 2, 1947) which denied relief because the bottle 
had not acquired a secondary meaning and there was no confusion; cf. Lucien Lelong, 
Inc. v. George W. Button Corp., 50 F. Supp. 708, 33 TMR 399 (D.C., 8.D. N.Y. 1943) 
where same plaintiff enjoined defendant from selling cologne in similar bottles because 
confusion had resulted; Greenberg, The Grouped Letter Type of Trade-Mark, 37 TMR 
515 (1947); Janssen, Can Bottles Be Trade-Marks? Glass Packer, March 1948 

34. 207 F. 2d 190, 44 TMR 274 (C.A. 9, 1953); Smith, Kline & French Labora- 
tories v. Heart Pharmaceutical Corp., 90 F. Supp. 976, 40 TMR 547 (S.D., N.Y. 1950) 
imitation of the similarly colored heart-shape of Benzedrine and Dexedrine tablets 
enjoined; Mastercrafters Clock §& Radio Co. v. Vacheron § Constantin-Le Coultre 
Watches, Inc., 105 USPQ 160, 45 TMR 702 (C.A. 2, 1955) clocks; The Haeger Potteries, 
Inc. v. Gilner Potteries, 102 USPQ 106 (S.D. Calif. 1954) ash trays. See also Law and 
Junkins, Registrability of Packages and Configuration of Goods on Supplemental Regis- 
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plaintiff’s medicinal tablets was sustained. The principle may be 
summed up in the following language: 


‘‘So important to the commercial world are marks which 
indicate the source of an article in trade that the common law has 
long afforded protection to them, and latterly statutory law has 
been enacted for that purpose.’ The attitude of the Patent 


Office towards the registration of packages and configuration of 
goods closely parallels its former attitude towards registration 
of slogans. Until recently, the decisions have been uniformly 
adverse to the applicant, and, consequently, adverse to those 
recommending broad registration.*® However, registration of 
packages and configuration of goods is provided for on the Sup- 
plemental Register,®*’ and this provision has been taken to mean 
that packages and configurations are not eligible for the Prin- 
cipal Register.** 

In Ex Parte Minnesota Mining & Mfg. Co.,°° Examiner-in- 
Chief Federico held that packages and configurations of goods can- 
not be registered on the Principal Register under the 1946 Act. 
His decision was based on two grounds: first that an article of 
this nature cannot, under the provisions of the statute, be regis- 
tered as a trademark on the Principal Register but is confined to 
the Supplemental Register; and secondly, the article is the subject 
of a design patent and for this added reason cannot be registered 


ter, 23 Geo. Wash. Law Review, 82 at 88-90 (1954), 45 TMR 22; Whitman, Preventing 
Design Piracy: A Copyright Law for Industrial Designs, 41 Amer. Bar Assn. Journal 
242 (1955). 

35. Mershon Company v. Pachmayr, 105 USPQ 4, 45 TMR 560 (C.A. 9, 1955). 
As authority for his statement Judge Stephens cited Title 15 U.S.C.A. 1114 (1) et seq. 
(The Lanham Act). 

36. Callmann, op. cit. supra, note 2, at 2137: “The new Act expressly states that 
the configuration of goods is to be treated as a mark ‘for the purpose of registration 
on the Supplemental Register’ and it should also be entitled to registration on the 
Principal Register under section 2(f) of the Act, after the configuration has obtained 
a secondary meaning.” Ladas, The Lanham Act and International Trade, 14 Law & 
Cont. Prob. 269 at 278 (1949): “The Act provides for registration on the supplemental 
register of such marks as labels, packages, slogans, numerals and combinations thereof. 
Our common law theory is that these marks were protected under the law of unfair 
competition wherever it could be shown that they had acquired a secondary meaning, 
i.e., had come to identify the claimants’ goods. The intention of the legislature was to 
place these marks on the register in advance of their having achieved the status of 
secondary meaning marks and with the expectation that if their use is continued they 
may achieve such status. It follows from the above that, if this status has in fact been 
reached, such marks may be placed on the principal register Section 2(f)”; contra: 
Derenberg, Second Year of Administration of The Lanham Act, 39 TMR 657 (1948); 
ef. Ladas, Trade-Marks and Foreign Trade, 38 TMR 278 at 286 (1948). 


37. Sec. 23, 60 Stat. 435 (1946); 15 U.S.C. See. 1091 (1952). 
38. Ex Parte Boye Needle Co., 100 USPQ, 44 TMR 603, 124 (P.O. Ch. Ex. 1953). 
39. 92 USPQ 74, 42 TMR 164 (1952). 
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as a trademark. The Examiner did not deal with the issue of dis- 
tinctiveness basing his conclusion on the identical reasoning of 
the Patent Office in the American Enka case. His opinion is in 
part as follows: 


‘‘The word ‘mark’ is defined in two places in the Act. The 
first place is in Section 23, relating to registration of ‘marks’ on 
the Supplemental Register, where the definition reads: 

‘¢ «Wor the purposes of registration on the supplemental regis- 
ter, a mark may consist of any trade-mark, symbol, label, package, 
configuration of goods, ete.’ 

‘‘This definition is by its terms limited to registration on the 
Supplemental Register and it is hence not proper to resort to this 
definition for the purposes of registration on the Principal Regis- 
ter. The second place in which the word ‘mark’ is defined is in 
Section 45, which Section contains a list of definitions of terms. 
There is nothing in this second definition relating to packages or 
configuration of goods, or which has the effect of eliminating the 
limitation in the first definition, it merely indicates that the word 
‘mark’ is sometimes used in the Act in place of trade-mark, serv- 
ice mark, etc. *° 

‘Only in connection with service marks are slogans referred 
to in the Act as registrable, and no statements or reports in con- 
nection with the Congressional Hearings have been pointed out 
to me, which appear to bear out applicant’s contention that ‘The 
Congressional Hearings indicate that there was an intent to grant 
the right of registration to all trade slogans used in commerce,’ 
except with respect to Service Marks and Supplemental Register 
registrations which need not be considered here.’’ 


He elaborated on the definition of a trademark and found there 
is no fundamental difference between the definition in the 1946 Act 
and the definition in the 1905 Act. As one authority he cites The 
New Trade-Mark Manual by Robert* dealing with the definition 
of a trademark. A subsequent passage from the same text reads, 
as follows: 

‘Packages and configuration of goods which have become dis- 
tinctive through use may be registrable on the Principal Register 
under Section 2(f). That section provides that nothing in the Act 
shall prevent the registration of ‘marks’ which have become dis- 
tinctive. ‘Marks’ are defined as trade-marks, service marks, collec- 


40. Ibid at 75. Compare Daniels’ language in Ex Parte American Enka Corpora- 
tion, Op. Cit. supra note 14. 
41. Op. Cit. supra note 30 at Pages 4 and 5. 
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tive marks and certification marks entitled to registration, whether 
registered or not. Since packages and configuration of goods are 
entitled to registration under the Act, it would seem to follow that 
if they have become distinctive, they are registrable on the prin- 
cipal register .. . Congress having made specific provision in the 
new Act for registration of packages and configuration of goods 
which are capable of distinguishing, the matter of their appropria- 
tion as marks should be definitely settled for the future.’’* 

In a R. S. 4915 proceeding,** District Judge Youngdahl ruled 
in terms that a package cannot be registered on the Principal 
Register. The plaintiff was seeking to register a design consisting 
of alternate dark and light stripes on batteries. The court con- 
cluded that the issue was res judicata since the Court of Customs 
and Patent Appeals had twice before refused registration.“* The 
court went on to say: 

‘‘Registration of a particular package or dress of goods on 
the Principal Register does not seem to be contemplated. This 
conclusion is fortified when one considers that Section 23, relating 
to the Supplemental Register, contains a special definition of 
marks which includes ‘label, package, configuration of goods, .. .’ 
The omission of reference to labels or dress of goods in connection 
with the Principal Register and the inclusion thereof on the Sup- 
lemental Register would seem to indicate an intention to confine 
such matters to the Supplemental Register. The text writers since 
the 1946 Act have confirmed this conclusion.’’* (italics supplied) 

The conclusion of the court is sweeping and its logic conflicts 
with his colleague’s opinion in the American Enka case. 

Daniels, in the American Enka case, relied on the same reason- 
ing Federico adopted in the M. & M. Scotch Tape case. He did 
advance the theory that the slogan did not distinguish or identify 
any particular thread. Federico did not comment on whether the 
Scotch Tape container was distinctive or not, but concluded that 
a package, no matter if it is unique or distinctive, is not registrable 
on the Principal Register. Daniels agreed with him that slogans 
as such cannot be registered on the Principal Register. In dis- 
cussing the definition of a trademark, he, too, refers to The New 










































42. Ibid at 67. 
* Burgess Battery Co. v. Marzall, 101 F. Supp. 812, 42 TMR 237 (D.C. D. C. 
1952). 

44. In re Burgess Battery Co. 112 F. 2d 820, 30 TMR 392 (C.C.P.A. 1940); 
Application of Burgess Battery Co., 142 F. 2d 466 (C.C.P.A. 1944). 
45. Op. Cit supra note 43 at 814. 
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Trade-Mark Manual, but sought to distinguish the author’s state- 
ment: 

‘‘The Congressional Hearings indicate that there was in intent 
to grant the right of registration to all trade slogans used in 
commerce’’ by pointing out that the quotation is taken from a 
section dealing with Service Marks.** But the Manual also con- 
tains this statement: 

‘‘The legislative history indicates a desire on the part of Con- 
gress to give the right of registration and protection to marks, 
names, symbols, designations, slogans, character names and dis- 
tinctive features of radio advertising.’’*’ 

A more liberal view, and believed to be the correct one, is ex- 
pressed by Assistant Commissioner Leeds’ decisions in Ex Parte 
Caron Corporation*® and its predecessor, Ex Parte Extraction and 
Chemical Company, Inc.*° The former involved the registrability 
of a perfume bottle on the Supplemental Register. The actual 
bottle sought to be registered had not been protected by a design 
patent, but a similar bottle had been so protected for a period of 
seven years ending fifty-five years prior to the filing of the regis- 
tration application. Since applicants’ alleged use antedated the 
patent, it was held that if it had involved an identical device, the 
patent would have been invalid as a result of applicants’ prior use. 
The bottle was held to be capable of distinguishing as a result of 
sixty years’ continuous use thereof by the applicant in its odd and 
unusual conformation. Mrs. Leeds stated at Page 314: 
~~ 6. it is believed that such a container is as capable of dis- 
tinguishing this applicant’s goods as does the word mark used on 
the container and is properly registrable on the Supplemental 
Register.’’ Immediately the question arises why the applicant 
sought registration on the Supplemental Register rather than the 
Principal Register. Applicant was represented by Rudolf Call- 
mann, an ardent advocate of the proposition that a distinctive 
package is registrable on the Principal Register.*° However, 
special circumstances in this case dictated the course that was 


. Op. Cit. supra note 14 at 478. 
. Op. Cit. supra note 30 at 41 and 67. 
. 100 USPQ 356, 44 TMR 336 (C.P. 1954). 
. 99 USPQ 313, 44 TMR 433 (C.P. 1953). 
50. Op. Cit. supra note 33. It is also puzzling why the owner of the Haig & Haig 
bottle did not seek registration on the Principal Register. See Registration No. 576,542. 
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The latter case is even more significant.** The bottle sought 
to be registered was identical with a bottle shown in a design 
patent which had issued in 1929 for a term of fourteen years. The 
Assistant Commissioner, in reversing the Examiner of Trade- 
marks, who denied registration because the design had been the 
subject of a patent which had expired, held that the bottle was 
entitled to registration on the Supplemental Register since the 
owner had exclusive use of the bottle for more than ten years after 
the expiration of the patent. She said: 

‘| |. it is my opinion that the design of an article which was 
once the subject of a design patent is in the public domain to the 
same extent and in the same manner as if it had not been patented 
or had not been patentable; and the rights of the public to use 
such an article are as great as, but no greater than, its rights in 
an unpatented or unpatentable design .. . Upon expiration of the 
patent, however, the conformation was in the public domain. For 
more than ten years since it entered the public domain, this appli- 
cant has used it exclusively, so far as the record shows... and 
such has been in the nature of use as a distinguishing mark. In 
arriving at a conclusion as to the capability of distinguishing, it 
may be desirable to ask a subsidiary question, namely: Is the shape 
of applicant’s bottle sufficiently distinctive that a court would 
under proper proofs, protect it from use by another for a com- 
petitive product? I believe that it is; and I believe that purchasers 
of perfume would recognize the photographic specimens and draw- 
ing submitted with the application as showing the bottle long used 
for applicants BeLLopG1a perfume.’’? 

This comprehensive and sound decision distinguished the 
‘*Scotch Tape’’ case*®* on the ground that there, registration for 
the sleigh device was sought on the Principal Register, based on 
secondary meaning and the paraphrasing of the court’s language 
in the Lucien Lelong case.** The latter case was distinguished on 





51. The United States Law Week for March 16, 1954, made the following comment 
at Page 1140 (22 L. W. 1140): “Although it is hornbook law that upon expiration of 
a design patent the conformation is in the public domain, the Commissioner of Patents 
nevertheless holds that a patentee’s exclusive trade-mark use of a design after expiration 
of his design patent entitles him to register the mark under Section 23 of the Trade- 
Mark Act. The Commissioner compares a design which is the subject of an expired 
patent to a design which is not patentable because it is not new. Both are in the public 
domain. Therefore, the design of an article which was once the subject of a patent can 
be appropriated by use to identify a given product. In the instant case, the patentee 
continued exclusively to use the design for more than ten years following expiration 
of the patent. Therefore, the design can be registered.” 

52. Op. Cit. supra note 48 at 360. 

53. Ea Parte Minnesota Mining and Manufacturing Co., 92 USPQ 74, 42 TMR 164 
(P.O. Ch. Ex. 1952). Discussed supra. 

54. Lucien Lelong, Inc. v. Lander Co., Inc., 164 F. 2d 395, 75 USPQ 302, 38 TMR 
57 (C.A. 2, 1947). 
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the ground that the court there had expressly failed to find that 
the plaintiff had established a secondary meaning for the involved 
bottle after the expiration of the design patent. In the Lelong 
case it was also held that if plaintiff had proved secondary mean- 
ing and had proved that confusion had been created by the defen- 
dant’s bottle, it might have prevailed. By similar analysis, if the 
applicant in the Scotch Tape case had fully proved secondary 
meaning in its configuration, it is not unlikely that it would be 
entitled to registration on the Principal Register. 


The decision is a landmark in that it indicates that a package 
or configuration which has acquired a secondary meaning and is 
entitled to protection in the courts should be registered on the 
Principal Register. The following reasoning should prove a step- 
ping stone toward the registration of distinctive packages and con- 
figurations on the Principal Register: 


‘‘The decision of the Court of Appeals in the Lelong case 
relied upon by the examiner seems to stand for the proposition 
that a bottle conformation which has acquired a secondary mean- 
ing will be protected from unfair competition, irrespective of the 
expiration of a design patent, if confusion is created by the 
entrance in the market of another who uses the same conformation. 
In the instant case we are not concerned with whether or not the 
conformation of bottle has actually acquired a secondary mean- 
ing, but only with whether or not it is capable of distinguishing 
applicant’s perfume. The issuance of a Supplemental Register 
registration to this applicant would not offer any protection to 
the design as such, but it would merely be a recognition that the 
design is capable of indicating origin; and if, in fact, it does so, 
then any use by another which results in confusion, mistake or 
deception of the public would, under the case law, be likely to be 
enjoined.’’®® 


While the rule in the Caron case has served as precedent,” 
it is apparent that it will not be analogously applied where the 
configuration sought to be protected had formed the subject of 


55. Op. Cit. supra note 48 at 359-360. See supra notes 33 and 41; Derenberg, 
The Seventh Year of Administration of the Lanham Trade-Mark Act of 1946, 44 TMR 
991 at 1035: “It might assure those who have introduced and made known distinctive 
containers, bottles, or similar devices, of continued statutory protection after expiration 
of the temporary design patent monopoly, at least in those cases in which the subject of 
the alleged invention on which the design patent was based is still exclusively used by the 
former patentee for purposes of distinguishing his particular product after expiration 
of the patent.” 

56. Ea Parte 8S. C. Clayton Co., 102 USPQ 256, 44 TMR 1244 (C.P. 1954) ef. 
Ea Parte Alan Wood Steel Co., 101 USPQ 209, 44 TMR 866 (P.O. Ch. Ex. 1954). 
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a mechanical patent, rather than a design patent. The Assistant 
Commissioner ruled that the owner of an unexpired patent cover- 
ing a machine designed to cut corrugated slices from vegetables 
cannot register the configuration as a trademark.” 


IV. Conclusion 


It would appear that the opinion in the Robbins®™ case is 
sufficient and ample authority and precedent for the registration 
of a distinctive package on the Principal Register. To paraphrase 
the decision—if applicant’s package distinguishes its goods from 
those of others, it is registrable on the Principal Register. 

There is nothing in the statute which prohibits registration 
of a package which distinguishes goods on the Principal Register. 
It has been shown herein that a distinctively shaped container 
associated with a particular product is entitled to protection at 
common law. Under the theory of secondary meaning (Section 2 
(f) of the Act) such marks should be entitled to the maximum 
registration protection by the Patent Office. Morevover, since 
‘*devices’’ are registrable,*® packages and configurations which 
easily fall within the definition of ‘‘devices’’ are thus registrable. 





57. Ea Parte Jongleux and Lundquist, Inc., 101 USPQ 77, 44 TMR 835 (C.P. 
1954); U. S. Law Week made the following erroneous comment: “It is difficult to 
reconcile the rationale of this decision with the design patent case. Here, the Commis- 
sioner says that upon expiration of the patent, use of the machine and its product will 
be dedicated to the public. Accordingly, he reasons that a patentee cannot claim rights 
under the guise of trade-mark protection and thus deprive the public of its right to 
utilize an expired patent. This logic would seem equally pertinent to the case involving 
the design patent. However, the Commissioner does not distinguish or overrule—or 
even cite—the earlier case, so that it cannot be authoritatively stated that the first 
decision is no longer the law.” (22 L. W. 2433); Compare Derenberg, Op. Cit. supra 
note 55 at 1036: “It would seem extremely doubtful, even if there had been no mechanical 
patent involved in the pickle case, whether by the mere slicing of pickles in an unusual 
way, trade-mark rights based on a configuration under Section 23 could be recognized. 


58. Op. Cit. supra note 26. 

59. Sec. 45, 60 Stat. 443 (1946), 15 U.S.C. Sec. 1127 (1952) ; Developments In The 
Law—Trade-Marks And Unfair Competition, 68 Har. L. Rev. 814, 821, 851: “Since 
identification is the essence of a trade-mark, it might seem that any identifying charac- 
teristic of a product or its packaging should be included.” (What Can Be Registered). 
However, such identifying features of goods as unusually shaped containers have not 
been accepted for the Principal Register. But it is probable that if a distinctively 
shaped container has come to be associated with a particular product, it would be 
protected at common law through an action for unfair competition to bar imitation by 
another. . . . Imitation of the shape or wrapping of goods may invite public confusion 
as to source, and the courts in deciding whether to enjoin such imitation adopt the 
same standard of likelihood of confusion as they do in the case of trade-mark infringe- 
ment. See American Chicle Co. v. Topps Chewing Gum, Inc., 210 F. 2d 680, 44 TMR 1078 
(C.A. 2, 1954); Ballard § Ballard Co. v. Borden Co., 107 F. Supp. 41 (W.D. Ky. 1952) ; 
Esso Standard Oil Company v. Bazerman, 99 F. Supp. 983, 41 TMR 839 (E.D. N.Y. 


1951) ; See Note 61 infra. 
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As in the case of slogans, some packages were registered 
under the Act of 1905.°° Unless the Patent Office adopts a uniform 
policy regarding slogans and packages, additional confusion may 
result from republication under Section 12 (c) of the Act and the 
transfer of the registered marks from the Supplemental Register 
to the Principal Register.” 


A 


60. Gulden’s Jar, Serial No. 105,787 and Benedictine Bottle, Serial No. 60,241. 
See. 27, 60 Stat. 436; 15 U.S.C. Sec. 1095 (1952); “Registration of a mark on the 
supplemental register, or under the Act of 1920 shall not preclude registration by the 
registrant on the principal register established by this Act”; Ladas, Op. Cit. supra 
note 33. For collateral reading see Richards & Haller, Dissimilarity of “Dress’’ As 
Affecting Trade-Mark Infringement, 45 TMR 489 (1955). 

61. Of particular significance with regard to the probable future attitude of the 
Patent Office toward registration of “devices” will be the comments of Judge Cole in 
In re Swift & Co., 106 USPQ 286 (C.C.P.A. 1955). The court reversed the Examiner-in- 
Chief, who held that appellant’s device is not registrable on the Principal Register 
(100 USPQ 36, 44 TMR 578, 1953). Judge Cole stated: “We think that in a trade-mark 
sense appellant’s polka dot banding is an artistic and unique design or pattern which 
may be constituted a trade-mark ‘device’ within the meaning of Section 45, supra, if it 
is used primarily to perform the office of a trade-mark and is, in fact, by virtue of any 
distinctiveness it may possess, capable of so doing. .. . As indicated, we think appel- 
lant’s polka dot banding design is a trade-mark ‘device’ distinguishing its product from 
articles of like kind sold by others, and that it is so recognized by the public as a 
primary means of identification. That it is entitled to registration on the Principal 
Register is clear from Section 2 of the Trade-Mark Act of 1946 (15 U.S.C. 1052) .. .” 
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SURVEY AND RESUME OF THE LAWS OF 
THE SEVERAL STATES RELATING TO 
TRADE NAMES OR FICTITIOUS NAMES* 


By Sylvester J. Liddy** 


At the request of Secretary of State of the State of New 
Hampshire, the Honorable Enoch D. Fuller, I have prepared a 
survey and resume of the laws of the several states relating to 
trade names or fictitious names. 

It is to be noted at the outset that as here used the designation 
‘‘trade name’’ indicates the name under which a person conducts 
his business as distinguished from his brand or trademark. 

Trade names are sometimes confused with trademarks and 
in fact the terms ‘‘ trade names’”’ and ‘‘trademarks’’ are occasional- 
ly used interchangeably but in this survey and resume, we are not 
dealing with trademarks or brands but solely with the names under 
which a person conducts his business. 

Secretary of State Fuller has amassed a great deal of informa- 
tion on this subject. He had written to each of the Secretaries of 
State and requested that the Secretary send to him copies of their 
States’ law or laws on trade names, partnerships or fictitious 
names. Secretary Fuller pointed out that the National Association 
of Secretaries of State had directed that a study of the trade name, 
partnership or fictitious name laws of the various states be made 
for the purpose of preparing a uniform law that could be presented 
for the consideration of the National Association of Secretaries of 
State if such a law appeared feasible. 

Each of the Secretaries of State cooperated fully and for- 
warded to Secretary Fuller, in response to his request, copies of 
the laws of their states dealing with trade names, fictitious names 
and partnership names where such existed. In some instances the 
Secretaries specifically advised that their state had no trade name 
or fictitious name statute. In other states, for example, only the 
trademark statutes were forwarded and where this occurred it 
will be assumed for the purpose of this survey that such state does 


* This survey and resume is based on a study of statutes submitted by the various 
Secretaries of State and is confined to an analysis of such submitted statutes. 

** Member of the New York bar; senior partner of the firm of Munn, Liddy, 
Nathanson & March, New York City; special counsel to U.S.T.A. on state trademark 
matters; chairman of Committee on Trademarks of the American Bar Association, 
Patent, Trademark and Copyright Section. 





Vol. 45 T. M. R. TRADE NAMES 1147 


not have a trade name or fictitious name statute but only a trade- 
mark statute. 


Attached to this memorandum and forming a part hereof and 
marked ‘‘Exhibit A’’, is a chart whereon is set forth the trade 
name or fictitious name statute of each of the states where there 
are such statutes with a notation as to the officer or officers with 
whom trade names or fictitious names are presently recorded and 
an indication as to whether or not the statute in question contains 
a provision for examination and refusal for recording on a prior 
recording of the same or a similar name. The survey discloses 
some rather interesting and possibly surprising facts. 


Secretary Fuller’s State of New Hampshire provides in 
Chapter 186, Sections 1 to 10, for the recording of fictitious names 
and trade names. Section 1 of Chapter 186 of the Revised Laws 
of New Hampshire reads as follows: 


‘‘1. Certificate. Every sole proprietor doing business in this 
state under any name other than his own, and every partner- 
ship or association doing business in this state, shall file in 
the office of the secretary of state a certificate signed and sworn 
to by such sole proprietor or by the members of such partner- 
ship or association, stating the name under which such busi- 
ness is to be carried on, the place of such business, a brief 
description of the kind of business to be carried on, and 
the individual name or names and addresses of such sole 
proprietor or the members of such partnership or association. ’’ 


Section 10 of the above statute reads as follows: 


**10. Trade Name. Upon receipt of any certificate of a 
person, partnership or association, the secretary of state shall 
at once compare the trade or firm name thus presented with 
the trade names of persons, partnerships, associations, or 
corporations, previously registered in accordance with this 
chapter or other provisions of law. If it is the same as the 
name or names under which any existing person, partnership, 
2orporation, or association is registered, or so similar thereto 
as to be liable to be mistaken for it, the secretary of state 
shall decline to register such trade name, unless such existing 
person, corporation, partnership, or association assents in 
writing to its adoption.’’ 


It is to be noted that the recording is with the Secretary of 
State and it is to be noted further that if the name sought to be 
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recorded is the same as the name or names under which any 
existing person, partnership, corporation, or association is reg- 
istered, or is so similar thereto as to be liable to be mistaken for 
it, the Secretary of State shall decline to register such trade name 
unless the person having the prior recorded name assents in writing 
to its adoption. 


The State of Iowa, on the other hand and by way of example, 
requires under Chapter 547 of its statute relating to conducting 
business under a trade name, the following: 

‘547.1 Use of trade name — verified statement required. It 

shall be unlawful for any person or copartnership to engage in 

or conduct a business under any trade name, or any assumed 
name of any character other than the true surname of each 
person or persons owning or having any interest in such busi- 
ness, unless such person or persons shall first file with the 
county recorder of the county in which the business is to be 
conducted a verified statement showing the name, post-office 
address, and residence address of each person owning or hav- 
ing any interest in the business, and the address where the 


business is to be conducted.’’ 

The Iowa statute, it is to be noted, requires filing not with 
the Secretary of State but with the County Recorder of the County 
in which business is to be conducted. There is no provision for 
examination of prior recorded or registered trade names and no 
provision for the refusal of the recording of a name if it is the 
same or similar to a previously recorded trade name. 


The survey shows that it is the exception rather than the 
rule to have a recording with the Secretary of State and that it 
is also the exception rather than the rule to have provision made 
for examination and refusal of recording on a prior recording 
of the same or similar name. 


Only eight states require recording with the Secretary of 
State, viz., Colorado, Missouri, Nebraska, New Hampshire, New 
Jersey, Ohio, Pennsylvania and Wisconsin. Only six states and 
the Territory of Hawaii require examination by the recording 
officer to determine whether the name sought to be registered is 
the same as a previously recorded trade name or is likely to 
conflict with a previously recorded trade name. These states are 
Colorado, Michigan, Nebraska, New Hampshire, Ohio and Oregon. 
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Most of the states require recording at the county level where 
the principal place of business is located and in many instances 
the recording is at the town or city level. There is, of course, a 
logical reason for this. The recording of a fictitious name or trade 
name is usually required by the penal laws of the several states 
to protect businessmen when they transact business with persons 
who conduct their business under a name other than their own. 
It is helpful in such instances to have the place of recording at 
the local level. Furthermore, these penal statutes do not purport 
to create any substantive or procedural rights in the name re- 
corded. Valuable procedural rights are created by the registration 
of trademarks as distinguished from trade names or fictitious 
names but it is generally accepted throughout the country that 
the recording of a fictitious name or trade name does not create 
any right procedural or otherwise in and to that recorded fictitious 
name. For example, in the State of West Virginia, the Court 
construed Section 4655 (2) (fictitious name statute) as being ‘‘in- 
tended for the protection of creditors and compliance with the 
terms does not confer the exclusive right to the use as a trade-name 
of a name so registered’’. Gluck v. Kaufman, 117 W. Va. 685, 
186 S.E. 615. 


Some states may in actual practice permit the registration of 
trade names under their trademark statutes, which trademarks 
statutes are, of course, administered by the Secretary of State. 
For example, the State of Wisconsin does have a fictitious cor- 
porate name statute. (Section 343.722) This statute reads in part 
as follows: 


‘343.722 Corporate name, filing, amendment, discontinuance, 
unlawful use. (1) Any person or persons who shall engage 
in or advertise any mercantile or commission business under 
a name purporting or appearing to be a corporate name, with 
intent thereby to obtain credit, and which name does not dis- 
close the real name or names of one or more of the persons 
engaged in said business, without first filing in the office of the 
register of deeds of the county wherein his or their principal 
place of business may be, a verified statement disclosing and 
showing the name or names of all persons using such name, 
shall be deemed guilty of a misdemeanor and on conviction 
thereof shall be punished by a fine of not to exceed $1,000 or 
by imprisonment in the county jail not more than one year.’’ 
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It is to be noted from the foregoing that the recording of a 
fictitious name must be made with the Register of Deeds of the 
County wherein the person recording has his or her principal place 
of business. In addition to the foregoing, however, the Attorney 
General of the State of Wisconsin in an opinion (34 Atty. Gen. 198) 
has held that firm names and names of places of business ap- 
propriated to a service or business, can be registered as trade 
names, terms or designations under the trademark law of Wis- 
consin. (Chapter 132, Sec. 132-01) Here the recording is with 
the Secretary of State as in the case of trademarks. Section 132.01 
of Chapter 132 of the Wisconsin statutes reads as follows :— 


‘132-01 Trade-Marks and labels. (1) Any person, firm, co- 
partnership, corporation, association or union or workingmen, 
which has heretofore adopted or used or shall hereafter adopt 
or use any label, trade-mark, trade name, term, design, pattern, 
model, device, shop mark, drawing, specification, designation 
or form of advertisement, for the purpose of designating, 
making known, or distinguishing any goods, wares, mer- 
chandise, service, business or other product of labor or 
manufacture as having been made, manufactured, produced, 
prepared, packed, or put on sale by such person, firm, co- 
partnership, corporation, association, or union of workingmen, 
or by a member or members thereof, he or they, if residents 
of this or any other state of the United States, and such 
foreign corporations as may have been duly licensed to tran- 
sact business in the state of Wisconsin, may file an original, 
a copy, or photographs, or cuts with specifications of the same 
for record in the office of the secretary of state, by leaving 2 
such originals, copies, photographs, or cuts with specifications, 
the same being counterparts, facsimiles, or drawings thereof, 
with said secretary and by filing therewith a sworn statement, 
in such form as may be prescribed by the secretary of state, 
specifying the name of the person, firm, copartnership, cor- 
poration, association, or union of workingmen, on whose behalf 
such label, trade-mark, term, trade name, pattern, model, 
design, device, shop mark, drawing, specification, designation 
or form of advertisement is to be filed, the class of merchandise 
and a separate description of the goods to which the same has 
been or is intended to be appropriated, the residence, location, 
or place of business of such party, that the party, on whose 
behalf such label, trade-mark, trade name, term, design, pat- 
tern, model, device, shop mark, drawing, specification, designa- 
tion or form of advertisement is to be filed, has the right to 
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the use of the same and that no other person, or persons, firm, 
copartnership, corporation, association or union of working- 
men has such right either in the identical form or in any such 
near resemblance thereto as may be calculated to deceive, and 
that the originals, copies, photographs, or cuts, counterparts, 
facsimiles or drawings filed therewith are correct.’’ (Italics 
supplied): 


The foregoing, however, appears to be an exception to the 
general rule and the recording of trade names is usually ac- 
complished under the fictitious name statute of the states having 
such fictitious name statute. 


By way of recapitulation, therefore, this survey discloses that 
while the trademark registration statutes are universally adminis- 
tered by the Secretaries of State, the trade name or fictitious name 
statutes usually require recording at the County, City or Town 
level. Only eight states require recording of fictitious names or 
trade names with the Secretary of State. Only six states require 
that the recording officer make any examination to determine 
whether the trade name or fictitious name sought to be recorded 
conflicts with any previously recorded name. 





Arizona 


Arkansas 


California 


Colorado 


Connecticut 


Delaware 


Florida 


Georgia 


Idaho 


Tllinois 


THE TRADEMARK REPORTER 


EXHIBIT A 


Trape Names (Fictitious Namgs) 


Statute 


No law recording the regis- 
tration of trade names, part- 
nerships or fictitious names. 


R.C, 1928, Sec. 2497, Par. 
58-202. 


Act of 1943, See. 1. 


See Civil Code, Secs. 2466 
to 2472. 


Chapter 187 Approved April 
26, 1943. Secs. 21 and 22. 


General Statutes of Connec- 
ticut. Revision of 1949. Sec. 
6728, Ch. 317. 


Chapter 31, Secs. 3101 to 
3107. 


No trade name statute or fic- 
titious name statute as such. 


See. 106-301. Code of 
Georgia 1933, as amended 
Mar. 20, 1943. 


No trade name or fictitious 
name statute. 


Chapter 61, H. 167 approved 
March 4, 1949. See. 1. 


Chapter 547. (Conducting 
business under trade name.) 


Partnership Law Chapter 56. 


With Whom Recorded 


Recorder of County in which 
place of business is situated. 


County Clerk of the County in 
which business is conducted. 


County Clerk of County where 
principal place of business is 
located. 


(a) Clerk and Recorder of the 
County in which business is car- 
ried on (as to individual or 
individuals) ; and (b) Secretary 
of State and Clerk and Recorder 
of each County in which busi- 
ness is transacted (as to corpo- 
rations) *. 


Town Olerk in the Town where 
business is conducted. 


Prothonotary of each County 
where business is transacted. 


Clerk of the Superior Court of 
County where business is con- 
ducted. 


Clerk of the County Court at the 
County in which business is 
conducted. 


Recorder of the County in which 
place or places of business may 
be situated. 


County Recorder of the County 
in which business is to be con- 
ducted. 


County Clerk of home County 
and other Counties in which 
partnership does business. 
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Provision for 
Examination 
and Refusal 
of Recording 
on Prior 
Recording 
of Same or 
Similar Name 
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TRADE NAMES 


TraveE Names (Fictirious Names)—Exuistr A—(Continued) 


State 


Kentucky 


Louisiana 


Maine 


Maryland 


Massachusetts 


Michigan 


Minnesota 


Mississippi 


Missouri 


Montana 


Nebraska 


Nevada 


New Hamp- 
shire 


New Jersey 


Statute 


No trade name or fictitious 
name statute. 


No trade name or fictitious 
name statute. 


R.S. ¢44, Sees. 4 to 8. 


Article II of the Annotated 
Code of Maryland, 1951 Edi- 
tion, Sec. 18. 


Chapter 32, Sec. 5, of the 
Acts of 1952 relating to the 
filing of fictitious names, etc. 


Compiled Laws of 1948, Secs. 
1, 2, 2a, 2b, 3 and 5 of Act 
No. 101 of the Public Acts 
of 1907, as amended, being 
Sees. 445.1, 445.2, 445.2a, 
445.2b, 445.3 and 445.5 of 
the Compiled Laws of 1948. 


Statute not given but see 
letter of Mrs. Mike Holm of 
July 28, 1954. 


No statute re trade names or 
fictitious names. 


Chapter 140, Article 3, Secs. 
15466-7-8-9 and 15470. 


Chapter 158, Secs. 8019-8020- 
8021-8022-8023-8024. 


Chapter 87 of Revised Stat- 
utes of Nebraska 1943-1953. 
Cumulative Supplement Secs. 
87-201 to 87-207. 


Act re Fictitious Names ap- 
proved March 20, 1923, Sees. 
4450 thru 4459. 


Chapter 186, Secs. 1 to 10. 


Ch. 255 of the laws of 1951. 
Secs. 56:1-1 to 56:1-7. 


With Whom Recorded 


Clerk of the Town or City where 
business is located. 


Clerk of the Circuit Court for 
the County wherein business is 
conducted or Clerk of the Su- 
perior Court of Baltimore City 
if such business is located in 
said city. 


Clerk of City or Town where 
person is situated. 


Clerk of County or Counties in 
which business is conducted. 


Clerk of Court in County where 
business is located as to trade 
names. Register of Deeds in 
County where business is located 
as to partnerships. 


Secretary of State. 


County Clerk of County in which 
principal place of business is 
situated. 


Secretary of State. (Proof of 
publication filed with County 
Clerk of County where principal 
office of business is located.) 


County Clerk of County in which 
business is being carried on. 


Secretary of State. 


Clerk of the County in which 
business is conducted and Secre- 
tary of State. 


Provision for 
Examination 
and Refusal 
of Recording 
on Prior 
Recording 
of Same or 
Similar Name 




















Statute 


State 


New Mexico Statutes (Anno- 
tated) Codification 1915. 
Sees. 5556-5561. Trade names 
included with trademarks. 
This is really a trademark 
statute. 


Penal Law Sec. 440. As 
amended L. 1948, ¢749, Sec. 
1; L. 1950 c644 effective 
Sept. 1, 1950. 


General Statutes Article 4, 
Sees. 59-85; 59-86; 59-87; 
59-88 and 59-89. 


New Mexico 


New York 


N. Carolina 


Revised Code of 1943, Chap- 
ter 45-02, Partnerships. 


N. Dakota 


House Bill No. 166 (G. C. 
6240-11) enacted by the 91st 
General Assembly. Revised 
Code Secs. 1329-01, 1329-02 
and 1329-03. This is specific- 
ally a trade name statute. 


Ohio 


Oklahoma apparently has no 
trade name or fictitious name 
statute. It does have a trade- 
mark statute, Chapter 67, 
Oklahoma Revised Law 1931, 
and it does have a Limited 
Partnership Statute, House 
Bill 356. 


Oklahoma 


Oregon L. 1913, Ch. 154; L. 1923, 
Ch. 36, Sees. 43-501 to 43-507. 

Pennsylvania Act of the General Assembly 
No. 380. Approved May 24, 
1945. 

RhodeIsland Chapter 386 of the General 
Law of 1938. 

S. Carolina No trade name, partnership 


or iictitious name laws. 
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Provision for 
Examination 
and Refusal 
of Recording 
on Prior 
Recording 
of Same or 


With Whom Recorded Similar Name 











County Clerk in County where No 
business is located. 


Clerk of the Superior Court of 
County in which person conducts 
business or maintains an office 
or place of business. No 


Clerk of the District Court of No 
the County in which principal 
place of business is situated. 


Secretary of State. 





Yes 
(Nore: 

If name is 
similar to 
name previ- 
ously regis- 
tered, later 
name must 
be changed.) 


County Clerk of the County or 
Counties in which business is to 
be conducted. 


Secretary of the Commonwealth No 
and Prothonotary in the County 

where principal place of busi- 

ness is located. 

Town Clerk or City Clerk in No 
Town or City in which business 

is transacted. 
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TRADE NAMES 


Trape Names (Fictitious Names)—Exuisir A—(Continued) 


State 


S. Dakota 


Tennessee 
Texas 


Utah 


Vermont 


Virginia 


Washington 


West Virginia 


Wisconsin 


Statute 


Chapter 49-08, Secs. 49.0801, 
49.0802, 49-0803. 


Apparently no trade name or 
fictitious name statutes. 


Apparently no trade name or 
fictitious name statutes. 


Apparently no trade name 
or fictitious name statutes. 
Term “trade name” appears 
in trademark statute. Ch. 1, 
C.L. 17. Secs. 6145 et seq, 
but this statute is really a 
trademark statute. 


Chapter 270, Secs. 6106 to 
6119. 


Title 59, Ch. 11. Secs. 59-169 
to 59-176. 


Chapter 19.80 Trade Names. 
Secs. 19-80.010 to 19.80.040. 


Code of West Virginia. 
(Michie) Sec. 4655 (2). 


1Chapter 132. Secs. 132.01 to 
132.16 (Trademarks) and 


2343.722 (Fictitious 
Names). 


(1) While Sees. 132.01 to 
132-16 deal primarily with 
trademarks, “trade names” 
are used interchangeably 
with “trademarks”. 


(2) According to a ruling of 
the Atty. General, Firm 
names and names of places 
of business appropriated to 
a service or business, can be 
registered (under Chapter 
132) as trade names, terms 
or designations. (34 Atty. 
Gen. 198.) 


With Whom Recorded 


Clerk of Court of County where 
main office is located and cer- 
tified copies in office of Clerk of 
County in any and all other 
Counties where business is con- 
ducted. 


Clerk of Town wherein principal 
place of business is located and 
Commissioner of Taxes. 


Clerk of Court in which deeds 
are recorded in County wherein 
business is to be conducted. 

County Clerk of every County 
in which business is conducted. 
Clerk of the County Court of the 
County or Counties in which 
business is or is to be conducted. 


Secretary of State. 


Register of Deeds in County 
where principal place of busi- 
ness may be. 


Provision for 
Examination 
and Refusal 
of Recording 
on Prior 
Recording 
of Same or 
Similar Name 


No 


Yes 
(Examination 
but no refusal 
on prior mark. ) 


No 
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TrapvE Names (Fictitious Names)—Exuisir A—(Continued) 


State 
Wyoming 


Hawaii 


The Virgin 
Islands 


Guam 


Statute 


No trade name or fictitious 
name statute as such. 


Chapter 163. Revised Laws 
of Hawaii 1945. Sees. 8601 to 
8603. (Partnership names) 
and Secs. 9285 to 9293 as to 
trade names. 


No statutes dealing specific- 
ally with trade names or 
fictitious names. 


No provision in law relative 
to trade names. Civil Code 
of Guam Sec. 2466 as to 
fictitious names. 


Provision for 
Examination 
and Refusal 
of Recording 
on Prior 
Recording 
of Same or 
With Whom Recorded Similar Name 


Treasurer of the Territory. 


Director of Finance of Guam. 
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THREE DIMENSIONS IN 2-F EVIDENCE 
IN THE TRADEMARK OFFICE* 


By Katharine |. Hancock** 


The question of the kind and quantity of evidence necessary 
to convince the Trademark Office that a mark has acquired a 
secondary meaning under Sec. 2(f) of the Trademark Act of 1946 
is still a live and practical question. 

In 1952 I prepared a paper in which I attempted to explore 
the underlying reasons for evidence under Sec. 2(f) and to sur- 
vey the practices of the Trademark Office in that respect.’ 

The large amount of activity in this field since that paper 
makes this a very suitable time for a further survey and an exten- 
sion of my previous remarks. 

During the past two years, various Commissioners’ decisions— 
particularly those of Mrs. Leeds—have dealt directly with the 
role of evidence in applications to register trademarks under Sec. 
2(f) of the Act of 1946, and these decisions shed a great deal of 
light on the purpose of evidence in secondary meaning cases and 


on the weight to be given evidence in relation to other factors 
which an Examiner considers when deciding whether such a mark 
is registrable. 

These decisions make it clear that the evidence is the crux of 


secondary meaning situations under Sec. 2(f), because it is by 
means of the evidence that the facts which establish proof of sec- 
ondary meaning are presented to the Trademark Office. 

A mark which has beome distinctive of a party’s goods or 
services in commerce has thereby acquired a secondary meaning; 
alternatively, a mark which has acquired a secondary meaning in 
commerce has become distinctive of a party’s goods or services. 
That is the intent of Sec. 2(f).? That section contemplates regis- 
tration of a mark when distinctiveness—that is, secondary mean- 
ing—is an accomplished fact.’ Knowledge concerning the fact of 


* Address delivered at the American Bar Association, Trademark Symposium, 
Patent, Trademark and Copyright Section, Atlantic City, August 21, 1955. 

** Trademark Examiner, U. 8S. Patent Office; Member District of Columbia Bar. 

1. Evidence under Sec. 2(f) of the Trademark Act of 1946, 34 J.P.0.S. 792, 
October 1952; (42 TMR 877), December 1952. 

2. Ex parte Mack and Parker, 100 USPQ 65 (44 TMR 594) (CPats). 

3. Ez parte Pillsbury Mills, Inc., 99 USPQ 474 (44 TMR 459) (CPats) sBEsr 
BAKERS PATENT; Ex parte National Machinery Co., 100 USPQ 67 (44 TMR 597) (CPats) 
BOLTMAKER; Ez parte Gulf States Paper Corp., 101 USPQ 465 (44 TMR 985) (CPats) 
QUALITY couNTS; Ez parte Oneida Ltd., 102 USPQ 122 (44 TMR 1234) (CPats) ones; 
Gold Seal Co. v. Weeks, 105 USPQ 407 (45 TMR 1075) (DC) @tass wax. 
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distinctiveness is secured by an Examiner in the Trademark Office 
through an inspection and an evaluation of the evidence submitted 
to the Office. 

Commissioner’s decisions hold consistently that the question 
of whether a mark has acquired a secondary meaning as a trade- 
mark is not one of principle or of law, but is a question of fact, 
to be resolved by the evidence offered.‘ 

Courts likewise have held that secondary meaning is a ques- 
tion of fact, which must be determined anew in each case.° 

This is in agreement also with the Restatement of Torts.° 

Because secondary meaning is a factual question, the evidence 
must be examined first, and the nature of the mark considered 
only secondly. In the absence of absolute prohibitions as to im- 
moral or deceptive matter or identification of individuals or na- 
tional symbols,’ the Examiner is not entitled to first take the posi- 
tion that the mark is of such a character that it cannot become 
distinctive, and therefore brush aside the evidence on the ground 
that evidence could not prove distinctiveness. On the contrary, 
it is to the evidence that the Examiner must look first, in order 
to determine what position to take.*® 

There need be no fear that this will result in error, for the 
evidence will show whether or not the mark is being used as a 
trademark, whether it is generic, or is common, or whether its free 





4. Ex parte Fox River Paper Corp., 99 USPQ 173 (44 TMR 219) (CPats) 
ENGLISH; Ex parte Pillsbury Mills, Inc., 99 USPQ 474, 476 (44 TMR 459) (CPats) 
BEST BAKERS PATENT; Ex parte Mack and Parker, 100 USPQ 65 (44 TMR 594) 
(CPats) REPRESENTING THE BUYER; Ez parte National Machinery Co., 100 USPQ 67 
(44 TMR 597) (CPats) BOLTMAKER; Ex parte James H. Forbes Tea ¢& Coffee Co., 
100 USPQ 164 (44 TMR 684) (CPats) CULTURE RIPENED; Ex parte Bemis Bro. Bag Co., 
100 USPQ 194 (44 TMR 694) (CPats) LENONET; Bookbinder’s Sea Food House, Inc. v. 
Bookbinder’s Restaurant, Inc., 100 USPQ 252 (44 TMR 706) (CPats). 

5. Midtown Radio and Appliance Corp. v. Frielich, 94 USPQ 421 (42 TMR 920) 
(N.Y.); Bentley v. Pressly, 103 USPQ 117 (44 TMR 1315) (Calif.); Time, Inc. v. Life 
Television Corp., 103 USPQ 131 (45 TMR 174) (Minn.); Progressive Welder Co. v. 
Collom, 103 USPQ 268 (45 TMR 412) (Minn.); Artype, Inc. v. Zappulla, 104 USPQ 
66 (45 TMR 191) (N.Y.); Speed Products Co., Inc. v. Tinnerman Products, Inc., 105 
USPQ 173 (45 TMR 708) (N.Y.); Good Health Beverage Dealers Assn. etc. v. Fried- 
man, 105 USPQ 293 (45 TMR 816) (N.Y.). 

6. 3 Restatement, Torts, parag. 716 (1938), comment (b). 

7. Sees. 2(a), 2(b), and 2(c) of the Trademark Act of 1946. 

8. Ez parte International Staple and Machine Co., 99 USPQ 421 (44 TMR 450) 
(CPats) RETRACTABLE ANVIL; Ea parte Pillsbury Mills, Inc., 99 USPQ 474 (44 TMR 
459) (CPats) BEST BAKERS PATENT; Ez parte Mack and Parker, 100 USPQ 65 (44 
TMR 594) (CPats) REPRESENTING THE BUYER; Ez parte James H. Forbes Tea § Coffee 
Co., 100 USPQ 164 (44 TMR 684) (CPats) CULTURE RIPENED; Ex parte Stowe-Wood- 
ward, Inc., 100 USPQ 310 (44 TMR 737) (CPats) EBoNITE; Ez parte Gulf States 
Paper Corp., 101 USPQ 465 (44 TMR 985) (CPats) Quality counts; Ez parte 
Wamsutta Mills, 103 USPQ 157 (45 TMR 228) (CPats) LUSTERWEAVE. 
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use is necessary to the trade; just as, on the other hand, the evi- 
dence may show strength of distinctiveness. And the evidence will 
not be convincing unless it satisfactorily counterbalances any ad- 
verse information which the Examiner puts in the record as to 
trade practices or uses of the term by others.° 


In determining registrability under Sec. 2(f), the question is 
not ‘‘Can distinctiveness be acquired?’’, or ‘‘Should it be ac- 
quired?’’, but ‘‘Has distinctiveness been acquired?’’. The answer 
lies in the evidence. 

It is well settled that the burden of presenting evidence and 
proving the existence of secondary meaning lies with the appli- 
cant, who is in a position analogous to that of a party-plaintiff.*° 


The Court of Customs and Patent Appeals has said that 
Sec. 2 (f) does not impose an unreasonable burden of proof, nor 
should rigid provisions be read into the section. The policy of the 
Trademark Office is in accord with that statement, and the Office 
has no intention of making the burden of proof unreasonable. How- 
ever, the burden does have to be discharged to the point of develop- 
ing a convincing case. 

The Examiner is not free to speculate, nor to draw inferences, 
nor to ascertain for himself special elements of an applicant’s situ- 
ation.”* The Examiner may take notice without proof only of cus- 
tomary practices which are well known as matters of common 


9. Including references under Sec. 2(d) of the 1946 Act. See Rogers Peet Co. v. 
The Black Mfg. Co., 100 USPQ 32 (44 TMR 576) (CPats). However, for interfering 
applications under Sec. 2(f), see Lakewood Storage, Inc. v. Calder, 98 USPQ 78 
(43 TMR 1194) (CPats). 

10. Food Fair Stores, Inc. v. Square Deal Market Co., Inc., 95 USPQ 409 (44 
TMR 427) (DC); Company of Cutlers etc. v. Cribben §& Sexton Co., 97 USPQ 153 (43 
TMR 634) (COPA); Ez parte C. R. Daniels, Inc., 98 USPQ 37 (43 TMR 1186) (CPats) ; 
Keller Products, Inc. v. Rubber Linings Corp., 101 USPQ 307 (44 TMR 1095) (IIL); 
In re Hollywood Brands, Inc., 102 USPQ 294 (44 TMR 1425) (CCPA); Osmose Wood 
Preserving Co. etc. v. Calif. Spray-Chemical Corp., 102 USPQ 322 (45 TMR 79) (CPats) ; 
Ex parte Athletic Shoe Co., 102 USPQ 417 (45 TMR 110) (CPats); Artype, Inc. v. 
Zappulla, 104 USPQ 66 (45 TMR 191) (NY); 3 Restatement, Torts, parag. 716 (1938) ; 
Cf. Goldring, Inc. v. Town-Moore, Inc., 101 USPQ 114 (44 TMR 857) (CPats); Dizie 
Mercerizing Co. v. Rothstein, 102 USPQ 262 (44 TMR 1251) (CPats); I. C. Isaacs ¢ 
Co., Inc. v. Popst, 102 USPQ 403 (44 TMR 1451) (CPats); The May Dept. Store Co. 
v. Kenya Corp., 102 USPQ 404 (44 TMR 1452) (CPats); May Co. v. Schloss Bros. ¢ 
Co., Inc., 102 USPQ 421 (45 TMR 118) (CPats). 

11. In re Hollywood Brands, Inc., 102 USPQ 294 (44 TMR 1425) (CCPA) 
BUTTERNUT. 

12. Cf. inter partes cases: Desmond’s, Inc. v. The Shirtcraft Co., Inc., 100 USPQ 
28 (44 TMR 569) (CPats); May Dept. Stores Co. v. Tex Tan of Yoakum, 102 USPQ 
167 (44 TMR 1237) (CPats); Valley Paper Co. v. National Co-operatives, Inc., 102 
USPQ 398 (44 TMR 1448) (CPats); Sanford Ink Co. v. Stevens, 102 USPQ 454 
(45 TMR 337) (CPats). 
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knowledge.** The Examiner cannot substitute his own opinion in 
place of the evidence, nor can he accept anyone else’s opinion in 
place of his own. It is the Examiner’s duty to reach a decision by 
evaluating what is disclosed by the record of the case.** It must 
be assumed that the record which is made by an applicant is the 
strongest that the applicant can make.** 


When applicant comes to discharge the burden of proof, some- 
times there is uncertainty as to what evidentiary material to sub- 
mit to the Trademark Office, and Examiners are often asked, ‘‘ Now, 
what do you want?’’ 

My answer to that—and I mean it in all seriousness—is, 
‘*What have you got?’’ That, in turn, depends upon ‘‘ What have 
you done?’’ 


It is not for the Trademark Office to indicate certain material 
to be used as evidence, and then have applicants try to produce 
that kind of material. Quite the contrary. Each applicant in the 
process of doing business and popularizing the mark—through his 
own particular methods of selling, of advertising or of sales promo- 
tion—provides the source material from which his proof must 
come. That is the material the Examiner wants. It cannot be 
emphasized too much that each showing of secondary meaning 
must tailor fit each individual case, for in each situation the facts 
are different and the proofs must reflect those facts. 


As a corollary to the question ‘‘ What do you want?’’, Exam- 
iners are often asked ‘‘How much do you want?’’ Again no pre- 
cise answer is possible. There are actually two aspects to this 
question: First, the Examiner does not want all the material 


13. Ea parte 8S. C. Clayton Co., Inc., 102 USPQ 256 (44 TMR 1244) (CPats); 
Cf. inter partes cases: Endo Products, Inc. v. National Package Drugs, Inc., 100 USPQ 
251 (44 TMR 704) (CPats); Whitehall Pharmacal Co. v. McPhail, 98 USPQ 458 (44 
TMR 213) (CPats); Perspectives, Inc. y. Drexel Furniture Co., 105 USPQ 41 (45 
TMR 601) (CPats); Hewitt Soap Co., Inc. v. Lanolin Plus Cosmetics, Inc., 101 USPQ 
295 (44 TMR 967) (CPats); Ea parte Z. G. Whitman § Co., Inc., 101 USPQ 463 
(44 TMR 981) (CPats). 


14. Cf. inter partes cases: Giddings § Lewis Machine Tool Co. v. The G. A. Gray 
Co., 101 USPQ 112 (44 TMR 854) (CPats); Bausch ¢ Lomb Optical Co. v. Penn- 
Optical Co., 102 USPQ 213 (44 TMR 1324) (CPats); John Walker ¢ Sons, Ltd. v. 
Modren Shoe Co., 102 USPQ 91 (44 TMR 961) (CCPA). 

15. Of. inter partes cases: Horowitz Bros. and Margareten v. Homart Foods, Inc., 
100 USPQ 60 (44 TMR 585) (CPats); Desmond’s, Inc. v. The Shirtcraft Co., Inc., 
100 USPQ 28 (44 TMR 569) (CPats) ; Valley Paper Co. v. National Co-operatives, Inc., 
102 USPQ 398 (44 TMR 1448) (CPats); Goldring, Inc. v. Towncliffe, Inc., 102 USPQ 
405 (45 TMR 92) (CPats); Sunkist Growers, Inc, v. Redbanks Orchard Co., 102 USPQ 
409 (45 TMR 106) (CPats); West Disinfecting Co. v. Onorato, 105 USPQ 126 (45 
TMR 730) (CPats). 
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possible on each point; we do not want to be buried under an 
avalanche of repetitious papers. We do want a representative 
sample of every type of material which an applicant has avail- 
able. The problem of mere physical quantity is a fairly simple 
one, for compilations of records can be put in affidavit form," 
exhibits can be supplemented by affidavits summarizing other 
similar material, and further proofs can be added later if the 
original showing is inadequate. 

Second, the Examiner does not expect proof beyond all doubt. 
We do expect the proof to be enough to convince a reasonable 
mind that the claim of distinctiveness is probably true—that is, 
to establish a prima facie case.*’ That is the standard for reg- 
istration of any trademark. 

Quality is far more important than quantity. It is the qual- 
ity which determines the weight to be given to the evidence sub- 
mitted, and the weight of evidence necessary to make a convinc- 
ing showing varies with the strength or weakness of the mark.*® 

For example, marks such as surnames have historically been 
used as trademarks, and are so readily recognized as such by the 


public that distinctiveness is quickly acquired. This is also true 
of marks which are descriptive but not highly descriptive. Five 
years of substantially exclusive and continuous use in commerce 
is usually considered adequate proof for them. At the other ex- 
treme there are marks for which probably no amount of evidence 
would be convincing.” 


16. Goldring, Inc. v. Towncliffe, Inc., 102 USPQ 405 (45 TMR 92) (CPats). 


17. Ez parte The Murray Corp. of America, 103 USPQ 155 (45 TMR 225) (CPats) 
MURRAY; Ex parte McGraw Electric Co., 105 USPQ 44 (45 TMR 605) (CPats) Line 
MATERIAL. 

18. Ez parte L. BR. Nelson Mfg. Co., Inc., 94 USPQ 119 (42 TMR 801) (CPats) 
PERFECT CLINCHING; Ex parte Hercules Steel Products Corp., 98 USPQ 364 (44 TMR 
98) (CPats) CENTER Lirt; Ez parte Fox River Paper Corp., 99 USPQ 173 (44 TMR 219) 
(CPats) ENGLISH; Ex parte The A. C. Gilbert Co., 99 USPQ 344 (44 TMR 443) (CPats) 
WHIRL-BEATER; Ex parte Columbia Ribbon §& Carbon Mfg. Co., Inc., 100 USPQ 68 
(44 TMR 591) (CPats) mace; Ex parte Schalet-Pollack Corp., 100 USPQ 325 (44 
TMR 744) (CPats) pin-on; Delkote, Inc. v. Saver Co., 101 USPQ 204 (44 TMR 859) 
(CPats) BooK-sAvER; Ex parte Carbon, 102 USPQ 412 (45 TMR 100) (CPats) mALTeD; 
Ex parte Athletic Shoe Co., 102 USPQ 417 (45 TMR 110) (CPats) (stripe on a shoe) ; 
Ez parte Chicopee Mfg. Corp. of N.H., 103 USPQ 67 (44 TMR 1456) (CPats) (line in 
fabric) ; Ex parte Robbins § Myers, 104 USPQ 403 (45 TMR 477) (CPats) movine al 
IS OUR BUSINESS. 

19. Ea parte True Temper Corp., 98 USPQ 412 (44 TMR 197) (CPats) crIpPLep 
sHap, Aff’d 105 USPQ 69 (44 TMR 197) (CCPA); Ez parte I. Rokeach ¢ Sons, Inc., 
98 USPQ 366 (44 TMR 102) (CPats) KosHER; Ez parte Meletio Sea Food Co., 100 
USPQ 252 (44 TMR 708) (CPats) READY-MIXED BREADING; Colburn v. Pi-Do Corp., 
100 USPQ 309 (44 TMR 733) (CPats) Pi-po; Ea parte Charles G. Summers, Jr., Inc., 
100 USPQ 322 (44 TMR 746) (CPats) saLap-Pac, 
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In between lie the cases in which we are interested here, 
where distinctiveness is not so readily acquired and evidence other 
than the statutory suggestion of five years use is necessary, in 
varying amounts, to prove existence of secondary meaning. Nat- 
urally a heavier burden of proof is placed on an applicant when 
a mark is highly descriptive or otherwise very weak to start with, 
when a mark has been misused in a descriptive manner, or when 
a mark is commonly used by others, than is the case when a mark 
is merely descriptive but not highly so. That heavier burden of 
proof in turn calls for greater quantity, and especially for bet- 
ter quality of proof, in order to be persuasive. 

Quality is judged by whether the evidence is competent, ma- 
terial, and relevant. Credibility of material is estimated from its 
tenor and surrounding circumstances as accurately as possible in 
the absence of witnesses in person.”” Even more important is 
whether the material hits the nail on the head—whether it actu- 
ally proves the point for which it is submitted, or proves any 
relevant point at all.”* Quality is also affected by whether the 
proof covers all the facets of each case. 





20. Cf. inter partes cases: Horowitz Bros. and Margareten v. Homart Foods, 
Inc., 100 USPQ 60 (44 TMR 585) (CPats); Seeman Bros., Inc. v. The Oakford Co., 
102 USPQ 164 (44 TMR 1240) (CPats); Goldring, Inc. v. Towncliffe, Inc., 102 USPQ 
405 (45 TMR 92) (CPats); Nettie Rosenstein, Inc. v. Princess Pat, Ltd., 105 USPQ 
226 (45 TMR 827) (C.C.P.A.). 

21. In Ez parte U. 8S. Plywood Corp., 103 USPQ 111 (44 TMR 1337) (CPats), 
a consent decree offered to establish a secondary meaning did not have the proper fact 
background to do so. 

Letters of complaint and orders from purchasers, undoubtedly offered to show 
recognition of word as trade-mark, actually show that customers are using word as 
descriptive term. Ex parte Carbon, 102 USPQ (45 TMR 100) (CPats) MALTED; General 
Dry Batteries, Inc., et al. v. Ray-O-Vac Co., 104 USPQ 347 (45 TMR 588) (CPats) 
LEAKPROOF. 

Letters requesting parties to cease use of mark, whereupon parties do desist, no 
doubt submitted to prove acknowledgment of trade-mark rights, does not necessarily 
prove that, since result might be due to ignorance of legal position or unwillingness 
to enter controversy. Her Majesty Underwear Co. v. Paramount Children Dress Co., Inc., 
102 USPQ 437 (45 TMR 313) (CPats) PRE-TEEN; Burton-Dizie Corp. v. Restonic 
Corp., 102 USPQ 257 (44 TMR 1246) (CPats). 

Advertisements sent to specialists or affidavits of those close to applicant, do not 
necessarily prove recognition of mark among purchasers. In re Duvernoy ¢ Sons, Inc., 
101 USPQ 288 (44 TMR 831) (CCPA) CONSISTENTLY SUPERIOR; Upjohn Co. v. 
Schwartz, 105 USPQ 150 (45 TMR 283) (N.Y.). 

Proof should connect up cause and effect: affidavit merely stated device was not 
functional, without any evidence indicating how it would function; Ez parte Babson 
Bros. Co., 103 USPQ 115 (44 TMR 1340) (CPats). 

Mere certified copy of application does not prove that the application was filed; 
Osmose Wood Preserving Co. of America, Inc. v. Calif. Spray-Chemical Corp., 102 USPQ 
322 (45 TMR 88) (CPats). 

Advertising proofs and form letters for customers were introduced, without proof 
that they were ever actually used; Goldring, Inc. v. Towncliffe, Inc., 102 USPQ 405 


(45 TMB 92) (CPats). 
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The method of presenting material is completely flexible. Any 
relevant evidence may be presented at any time. An applicant 
does not have to have any particular length of use (five years is 
merely a standard suggested in the statute); an applicant need 
not necessarily have exclusive or even substantially exclusive 
use; not all the material has to be strong or technically correct 
itself; not all types of possible evidence have to be submitted. 
The only criterion is that when weighed together the combined 
evidence must carry a conviction to a reasonable person that the 
nature and extent of use of the mark has been such that pur- 
chasers are conscious of the mark as a symbol of commercial 
origin.” 

In the decisions very strong showings will be found. Of course, 
a mark which is appealed on the question of distinctiveness has 
very serious defects to start with, so that the burden of proof is 
especially heavy.** The average ex parte showing of secondary 
meaning does not have to be quite as overwhelming as the deci- 
sions might suggest. 


Introduction of trademark registrations alone, without supporting evidence, is 
not adequate to justify the result sought; Burton-Dizie Corp. v. Restonic Corp., 102 
USPQ 257 (44 TMR 1246) (CPats) ; Murphy, Brill and Sahner, Inc. v. N. J. Rubber Co., 
102 USPQ 420 (45 TMR 119) (CPats). 

If it is relevant and material to the case to show certain trade practices or that 
certain types of goods might emanate from the same source, evidence of trade practices, 
of channels of distribution, or of customs and attitudes of purchasers should be put 
in the record. American Chicle Co. v. Topps Chewing Gum, Inc., 101 USPQ 133 (44 TMR 
1078) (N.Y.); The Borden Co. v. Halo-Star Corp., 101 USPQ 371 (44 TMR 977) 
(CPats) ; May Dept. Stores Co. v. Tex Tan of Yoakum, 102 USPQ 167 (44 TMR 1237) 
(CPats) ; Monroe Chemical Corp. v. The Wella Corp., 102 USPQ 216 (44 TMR 1328) 
(CPats); Frank H. Fleer Corp. v. Ice Cream Novelties, 102 USPQ 255 (44 TMR 1245) 
(CPats); Mason, Au § Magenheimer Mfg. Co. v. Perk Dog Food Co,., 102 USPQ 352 
(44 TMR 1333) (CPats) ; Standard Oil Co. v. Standard Oil Co. of N. D., 102 USPQ 390 
(44 TMR 956) (N.D.); The Borden Co. v. Des Moines Coop. Dairy, 102 USPQ 441 
(45 TMR 311) (CPats); Sanford Ink Co. v. Stevens, 102 USPQ 454 (45 TMR 337) 
(CPats); Anheuser-Busch, Inc. v. Arizona Brewing Co., Inc., 105 USPQ 124 (45 TMR 
727) (CPats). 


22. Curtis-Stephens-Embry Co. v. Pro-Tek-Toe Skate Stop Co., 95 USPQ 130 (Mo.). 
Bookbinder’s Sea Food House, Inc. v. Bookbinder’s Restaurant, Inc., 100 USPQ 252 
(44 TMR 706) (CPats); Ea parte Fox River Paper Corp., 99 USPQ 173 (44 TMR 219) 
(CPats); Ez parte Pillsbury Mills, Inc., 99 USPQ 476 (44 TMR 459) (CPats); Ez 
parte James H. Forbes Tea § Coffee Co., 100 USPQ 164 (44 TMR 684) (CPats); In re 
Hollywood Brands, Inc., 102 USPQ 294 (44 TMR 1425) (CCPA); Progressive Welder 
Co. v. Collom, 103 USPQ 268 (45 TMR 412) (Minn.); Ex parte Robbins & Myers, 104 
USPQ 403 (45 TMR 477) (CPats). 


23. The negative approach is not recommended teaching, but cases where showing 
gad meaning has not been accepted may serve as a caution against certain 
pitfalls: 

Evidence of public acquiescence or mere absence of use by others does not establish 
distinctiveness. Ea parte The R. K. LeBlond Machine Tool Co., 98 USPQ 416 (44 
TMR 194) (CPats) puaL prive; Ex parte Fox River Paper Corp., 99 USPQ 173 (44 
TMR 219) (CPats) mnetisH; Ex parte U. 8S. Plywood Corp., 103 USPQ 111 (44 TMR 





—— 
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With these general principles in mind, it may be helpful to 
attempt a more specific examination of types of possible eviden- 


tiary material. 
There are three broad kinds of facts to be proved.* I like 
to think of these as dimensions—the length, the breadth, and the 


depth of the proof. 

The length includes the length of time the mark has been 
used, the degree to which use has been exclusive, and the manner 
in which the mark has been used during that time. 

The breadth includes the geographical area which sales and 
advertising have covered, the volume and value of sales, and the 
quantity and value of advertising and sales programs designed 
to bring the mark to the attention of the public. 

The depth refers to a showing of what the public thinks— 
the recognition which has actually resulted from the applicant’s 
efforts. It is the depth to which the mark, as a sign of origin, 


has penetrated the public mind. 

Although there is a good deal of overlapping, generally speak- 
ing some kinds of evidentiary material are better adapted than 
are others to prove either length, breadth, or depth. 


1337) (CPats) (design of plywood); Ex parte R. P. Scherer Corp., 103 USPQ 114 
(44 TMR 1343) (CPats) ROTARY DIE PROCESS. 

Evidence showing use in a descriptive manner to impart information or use merely 
as a grade mark refutes secondary meaning. Ex parte The R. K. LeBlond Machine 
Tool Co., 98 USPQ 416 (44 TMR 194) (CPats) puaL prive; Ez parte International 
Staple and Machine Co., 99 USPQ 421 (44 TMR 450) (CPats) RETRACTABLE ANVIL; 
Ez parte Carbon, 102 USPQ 412 (45 TMR 100) (CPats) maLrep; Bausch ¢ Lomb 
Optical Co. v. Penn-Optical Co., 102 USPQ 213 (44 TMR 1324) (CPats); Her Majesty 
Underwear Co. vy. Paramount Children Dress Co., Inc., 102 USPQ 437 (45 TMR 313) 
(CPats) PRE-TEEN; Delkote, Inc. v. Saver Co., 101 USPQ 204 (44 TMR 859) (CPats) 
BOOK-SAVER; Ex parte R. P. Scherer Corp., 103 USPQ 114 (44 TMR 1343) (CPats) 
ROTARY DIE PROCESS; General Dry Batteries, Inc., et al. v. Ray-O-Vac Co., 104 USPQ 347 
(45 TMR 588) (CPats) LEAKPROOF. 

Evidence showing common use by others or registration to another tends to refute 
secondary meaning. Rogers Peet Co. v. The Black Mfg. Co., 100 USPQ 32 (44 TMR 
576) (CPats); Her Majesty Underwear Co. v. Paramount Children Dress Co., Inc., 
102 USPQ 437 (45 TMR 313) (CPats). 

Where applicant has complete control of the source of the goods (as by patent), 
affidavits as to recognition of applicant as source cannot have any weight. Ez parte 
R. P. Scherer Corp., 103 USPQ 114 (44 TMR 1343) (CPats); Ex parte U. 8S. Plywood 
Corp., 103 USPQ 111 (44 TMR 1337) (CPats). 

Where evidence shows distinctiveness attached to a special shoe (nurse’s oxford), 
registration under Sec. 2(f) cannot issue for shoes broadly. Hiss v. The Juvenile Shoe 
Corp. of America, 103 USPQ 300 (44 TMR 1457) (CPats). 

Recognition only among specialists is not adequate evidence where goods are pur- 
chased by a large general public. In re Duvernoy § Sons, Inc., 101 USPQ 288 (44 
TMR 831) (C.C.P.A.); Upjohn Co. v. Schwartz, 105 USPQ 150 (45 TMR 283) (N.Y.). 

24. Time, Inc. v. Life Television Corp., 103 USPQ 131 (45 TMR 174) (Minn.) 
Locatelli, Inc. v. Tomaiuoli, 104 USPQ 332 (45 TMR 552) (N.J.); Ex parte Braak- 
man, 102 USPQ 456 (45 TMR 339) (CPats); Bausch ¢ Lomb Optical Co. v. Penn- 
Optical Co., 102 USPQ 213 (44 TMR 1324) (CPats); Ex parte Robbins ¢ Myers, 104 
USPQ 403 (45 TMR 477) (CPats). 
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A common way to prove length of use is by affidavit of ap- 
plicant or of officers or members of an applicant business. Such 
persons have the necessary information either of their own knowl- 
edge or in records under their control. Sometimes affidavits from 
oldtime customers can be useful. 

Manner of use, as well as length of use, can be illustrated by 
business records which are dated and speak for themselves, such 
as invoices, orders, other sales records, or advertising records. 
These records can sometimes be used without affidavits, or they 
can be used as exhibits supplementing affidavits. 

The manner in which marks are used can be shown by what- 
ever labels or other material is used. Also photographs of the 
goods in such places as retail stores, or in the processes of han- 
dling and shipment, can be very effective.” Photographs of such 
things as billboards, store advertising displays, trade fair or pub- 
lie service exhibits, can also be very useful. 

To prove the second factor, breadth of use, it would again 
be appropriate to file an affidavit of applicant or of officers or 
members of an applicant business, as to suitable facts. Also, 
business records which show addresses of customers and of ship- 
ments, such as orders or invoices. The volume and value of sales 
over a significant period of time and the areas in which sold, 
should be specified. Summaries of sales promotion programs and 
of ‘‘helps’’ given to dealers, supplemented by exhibits, are helpful. 
Articles or notices in publications (especially if contributed by 
independent and disinterested third parties), are of value. 

Affidavits by advertising agencies summarizing campaigns 
consummated, are useful. Any advertising information should 
include the media used (for example, radio, television, newspaper, 
magazine, billboard, carcard, direct mail, etc.), as well as the 
names of particular newspapers, magazines, or radio stations, or 
locations of carcards or billboards, or whatever the case may be. 
The number of times advertisements are repeated, the dates, and 
the costs of advertising, should be given. Samples of advertise- 
ments as exhibits are advisable. Less usual types of advertising 
which have been used include catalogs, demonstrator programs, 


25. Ea parte Pillsbury Mills, 99 USPQ 474 and 476 (44 TMR 459) (CPats). 
26. Ez parte National Machinery Co., 100 USPQ 67 (44 TMR 597) (CPats). 
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distribution of booklets, brochures, price lists, other sales litera- 
ture, advertising gadgets such as maps and calendars, and use 
of the mark on letterheads. 

Advertising does not of course provide basis for registration 
of a mark,” but it does demonstrate the opportunity for the mark 
to become familiar to the public. Large expenditures to popu- 
larize a mark may greatly aid in establishing a prima facie case 
so that the mark may be published for opposition.” 

Affidavits of an applicant relative to facts concerning length 
and breadth of use are not considered self-serving in any objec- 
tionable sense. These are objective matters which are in the par- 
ticular knowledge of the applicant, and which can usually be sup- 
ported by reference to business records if necessary. 

It can be seen at a glance that the same material can often 
serve to prove both the dimensions length and breadth, and that 
affidavits on the two points can be combined. 

On the other hand, in proving the third dimension—depth— 
an entirely different kind of evidentiary material is necessary. 

Here, personal opinions—the beliefs and attitudes of indi- 
vidual purchasers and of dealers—are involved. The composite 
opinion of the purchasing public represents the commercial im- 
pression which the mark has created. The expression of an opin- 
ion by a member of the public is not unacceptable under the rules 
of evidence, for in secondary meaning cases such an expression 
is not ‘‘opinion evidence’’ but is the fact which is to be proved.” 
Applicant and those close to applicant are not in a position to 
state what the opinions of third parties are. Due to the natural 
likelihood of bias, applicant’s belief as to the commercial impres- 
sion which the mark has created is truly opinion evidence and 
self-serving, and therefore entitled to no probative weight. 

This proof must come from disinterested parties. Such parties 
must be qualified to reflect the attitude of the particular purchas- 
ing public involved, either by being members of the purchasing 


27. Giddings & Lewis Machine Tool Co. v. The G. A. Gray Co., 101 USPQ 112 
(44 TMR 854) (CPats). 

28. Ea parte The Murray Corp. of America, 103 USPQ 155 (45 TMR 225) 
‘pens? Cf. also The Creamette Co. v. Dispensers, Inc., 102 USPQ 423 (45 TMR 115) 
CPats). 

29. The Quaker Oats Co. v. St. Joe Processing Co., Inc., 102 USPQ 451 (45 TMR 
332) (CPats). 
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public,® or by being proper parties in the channels of distribution 
or familiar with the market pertaining to the particular goods.” 
For instance, if the goods are bread, the proof of opinion must 
be sought among buyers and consumers of bread, and perhaps 
among bakers; if it is flour, the proof may be found among millers 
and warehousemen and wholesale flour merchants; if the goods 
are technical machinery, the proof best comes from engineers or 
from purchasing agents of companies who buy and use the ma- 
chinery; and so on. 

The most common way to get at this proof is by affidavits or 
notarized statement of individual members of the purchasing pub- 
lic. Where that public is large, it is difficult to secure the state- 
ments of an appreciable percentage of them; but if the weakness 
of the mark is not great, a reasonable number of such statements 
may be adequate as a representative sample of probable public 
opinion. 

A method which affords greater coverage and is also com- 
monly used is affidavits or notarized statements from ‘‘experts’’, 
that is, dealers of all kinds. These are the go-betweens in the 
channels of trade. Their qualifications as experts should be clear 
in the record. The basis is experience and familiarity with trade 
usages and customs and with customer habits; mere casual sell- 
ing of goods does not qualify a person as an expert. The opinions 
of those who are considered to be qualified are accepted as ex- 
pert opinion under the rules of evidence. This method is analo- 
gous to proving character by general reputation. In this situa- 


30. Ez parte Checker Cab Mfg. Corp., 99 USPQ 480 (44 TMR 553) (CPats); 
Ex parte Pillsbury Mills, 99 USPQ 474 and 476 (44 TMR 459) (CPats); Ez parte 
Mack and Parker, 100 USPQ 65 (44 TMR 594) (CPats); Ex parte National Machinery 
Co., 100 USPQ 67 (44 TMR 597) (CPats); Ex parte James H. Forbes Tea §& Coffee 
Co., 100 USPQ 164 (44 TMR 684) (CPats); Ex parte Bemis Bro. Bag Co., 100 USPQ 
194 (44 TMR 694) (CPats); Ea parte Stowe-Woodward, Inc., 100 USPQ 310 (44 
TMR 737) (CPats); In re Duvernoy §¢ Sons, Inc., 101 USPQ 288 (44 TMR 831) 
(C.C.P.A.); Ex parte Gulf States Paper Corp., 101 USPQ 465 (44 TMR 985) (CPats) ; 
The Quaker Oats Co. v. St. Joe Processing Co., Inc., 102 USPQ 451 (45 TMR 332) 
(CPats); Ea parte Altmann, 102 USPQ 413 (45 TMR 98) (CPats); Ex parte McGraw 
Electric Co., 105 USPQ 44 (45 TMR 605) (CPats); Upjohn Co. v. Schwartz, 105 USPQ 
150 (45 TMR 348) (N.Y.). 

31. Ea parte Pillsbury Mills, Inc., 99 USPQ 474, 476 (44 TMR 459) (CPats); 
Ex parte James H. Forbes Tea & Coffee Co., 100 USPQ 164 (44 TMR 684) (CPats); 
Ex parte Bemis Bro. Bag Co., 100 USPQ 194 (44 TMR 694) (CPats); Ez parte Stowe- 
Woodward, Inc., 100 USPQ 310 (44 TMR 737) (CPats); Ea parte Gulf States Paper 
Corp., 101 USPQ 465 (44 TMR 985) (CPats); Ha parte Altmann, 102 USPQ 413 (45 
TMR 98) (CPats); The Quaker Oats Co. v. St. Joe Processing Co., Inc., 102 USPQ 451 
(45 TMR 332) (CPats) ; In re Hollywood Brands, Inc., 102 USPQ 294 (44 TMR 1425) 
(C.C.P.A.) ; Progressive Welder Co. v. Collom, 103 USPQ 268 (45 TMR 412) (Minn.). 
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tion it is not the dealer’s personal opinion that is sought (though 
that might be given also if he is a member of the purchasing pub- 
lic); rather it is the dealer’s observation of the general reputa- 
tion of the mark as he has seen it along the channels of trade 
and among ultimate purchasers. 


Whether statements are from individuals or experts, the 
form is flexible. They can be formal affidavits prepared by an 
attorney. But here let me give a warning which has been often 
repeated and also often ignored. Identical, or ‘‘canned’’ affida- 
vits are very suspect and are given only limited weight. Identical 
words can hardly express the true personal reactions of different 
people, and such affidavits are therefore not very convincing.” 


As good as a formal affidavit is a letter from a business man 
or other person engaged in commercial activity, on that person’s 
regular business letterhead. A jurat may be added to the letter 
if desired, but it is not necessarily required. 


There is no magic in mere form. The purpose of notariza- 
tion, on one hand, and of a business letterhead, on the other, is 
the same—to identify the signer, to assure regularity of the writ- 
ing of the statement, and to provide reliability as to the truth of 
the opinions expressed. If a person deliberately set out to falsify, 
it would be difficult to disprove something as intangible as per- 
sonal opinion, so that even a notarization would hardly be a de- 
terrent. For this reason letters representing frank exchanges of 
expression on letterheads of reputable businesses in due course 
of business, show a normal and unforced activity which does 
much to assure both reliability of the instrument and accuracy 
of the information as being the writer’s own individual and honest 
opinion. 

A statement in an individual’s own words is urged, whether 
it be hand-written or typed, whether it be prepared by the indi- 
vidual or by an attorney from the individual’s statements. The 
method selected should be one which under the particular circum- 
stances will be likely to preserve spontaneity of expression. 


32. Ex parte Hercules Steel Products Corp., 98 USPQ 364 (44 TMR 98) (CPats) ; 
Ez parte Pillsbury Mills, Inc., 99 USPQ 474 and 476 (44 TMR 459) (CPats); Ex parte 
U. 8. Plywood Corp., 103 USPQ 111 (44 TMR 1337) (CPats). By contrast, see: Ex parte 
McGraw Electric Co., 105 USPQ 44 (45 TMR 605) (CPats). 
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Another method, by which even a larger number of the pur- 
chasing public can be reached, is the simple questionnaire. The 
questions should be few, simple, and directly to the point, and 
should furnish opportunity for free reply as to personal attitudes, 
without previous mental conditioning of any sort and without 
either direct or indirect suggestion of a desired reply. This pro- 
cedure is somewhat like the word association tests used in psy- 
chology, where a person states a word (in this case, it would be 
the trademark) and the other person replies spontaneously with 
what the word makes him think of.** 

The most formal questionnaire of all, the public opinion poll 
(or so-called Gallup poll), would give the greatest coverage of a 
large purchasing public, but this method has had rough going in 
the decisional law.** A review of the decisions indicates that fail- 
ure is due to methods used in handling the survey, or to the type 
of questions asked, or to the manner in which the material is 
presented to the tribunal, rather than due to any inherent legal 
defect. It has been well argued that these polls, when properly 
prepared and presented, do not come under the prohibition of 


hearsay evidence.* 
The taking of this type of poll is a technical procedure which 
requires cooperation between trained psychologists and statisti- 


33. An excellent example of a small-scale questionnaire is found in the EBONITE case 
(Ex parte Stowe-W oodward, Inc., 100 USPQ 310 (44 TMR 737) (CPats)). 

A questionnaire which was not so successful was conducted in The Quaker Oats Co. 
v. St. Joe Processing Co., Inc., 102 USPQ 451 (45 TMR 332) (CPats). An inspection of 
the method used there showed that the minds of those questioned had been influenced in 
advance enough so that there was likelihood of bias in the answers. 

34. Evidence refused by court: Elgin National Watch Co. v. Elgin Clock Co., 
26 F.2 376 (18 TMR 357) (1928); DuPont Cellophane Co. v. Waxed Products Co., 
6 F. Supp. 859 (24 TMR 187) (1934), modified in 85 F.2 75 (26 TMR 513); John B. 
Stetson Co. v. Stephen L. Stetson Co., 14 F. Supp. 74 (26 TMR 187) (1936), aff’d 85 
F.2 586 (26 TMR 527); Oneida, Ltd. v. National Silver Co., 25 N.Y.8.2 271 (31 TMR 
64) (1940); Radio Corp. of America v. Decca Records, Inc., 51 F. Supp. 493 (33 
TMR 404) (1943). 

Evidence admitted by court: Quaker Oats Co. v. General Mills, Inc., 134 F.2 429 
(33 TMR 178) (1943) ; Sunbeam Corp. v. Sunbeam Lighting Co., 83 F. Supp. 429 (1949) ; 
Campbell Soup Co. v. Armour Co., 81 F. Supp. 114 (1948); U. 8. v. 88 Cases, 187 F.2 967 
(1951); Pollak v. Public Utilities Commission, 191 F.2 450 (1951), on appeal 343 
U.S. 451. 

Patent Office cases: Procter & Gamble Co. v. Sweet Labs., Inc., 53 USPQ 67 
(32 TMR 494) (1942), on appeal 58 USPQ 611 (33 TMR 416); 8S. C. Johnson ¢ Son, 
Ine. v. Gold Seal Co., 90 USPQ 373 (41 TMR 1024) (1951); The Quaker Oats Co. v. 
St. Joe Processing Co., Inc., 102 USPQ 451 (45 TMR 332); Coca-Cola Co. v. Victor 
Syrup Corp., 97 USPQ 478 (43 TMR 1086) on appeal 104 USPQ 275 (45 TMR 465) 
(C.C.P.A.); General Dry Batteries, Ino., et al. v. Ray-O-Vac Co., 104 USPQ 347 (45 
TMR 588); Ex parte Procter ¢ Gamble Co., 96 USPQ 272 (43 TMR 408). 

35. Editorial Note, “Consumer Polls as Evidence in Unfair Trade Cases’, 20 
George Washington Law Review 211, December 1951; Note, “Public Opinion Surveys 
as Evidence: The Pollsters go to Court”, 66 Harvard Law Review 498, January 1953. 
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cians and trademark specialists, to see that the proper precau- 
tions as to method are exercised and that the methods are suit- 
ably applied to the special needs of trademark subject matter. 
Personally, I have great hope for the future usefulness of such 
polls where circumstances call for the most complete showing 
possible of a large public and where expense is not necessarily 
an objection. As experts learn more about the methodology, and 
as familiarity is gained in applying it to trademarks, the more 
usable will this type of poll become. 

The foregoing discussion illustrates the type of evidentiary 
material which it might be possible to submit. What each appli- 
cant does submit is controlled by what that applicant has done— 
what his selling and advertising methods make available to him, 
and what methods are best adapted to show the impression cre- 
ated by the mark in his particular market. 

In presenting the evidence to the Trademark Office, it is not 
necessary to break it down into the categories represented by 
length, breadth, and depth. However, it is very helpful to the 
Examiner if the material is organized—that is, if the affidavits, 
exhibits, and other data are grouped in some logical order and 
are numbered or lettered in sequence, and if an explanatory list 
of the material is summarized in the attorney’s cover letter. 

The Trademark Office does not want to prevent the registra- 
tion of any trademark which is entitled to registration because 
of having acquired secondary meaning. We are willing to be con- 
vinced. When a showing is complete, when the evidence is sub- 
stantial and significant, when the material is well organized— 
then it is a pleasure to be convinced. 
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Statistics on Trademarks 


Number of 
Registrations 
Issued 


Number of Applications Filed 


1955 1954 


1,612 1,738 
1,872 1,689 
1,630 1,574 


Number of Number of 
Registrations Registrations 
Renewed (Sec.9) Canceled (Sec. 8) 
322 577 
269 828 
257 581 


848 1,986 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 









Australia 
Rejected Application 






An application to register the word wipr-on in respect of 
‘¢Paints, enamels and lacquers’’ was objected to on the ground that 
the proposed mark is directly descriptive of the goods. The appli- 
cant replied that the word was fanciful in that the ordinary mean- 
ing of ‘‘wipe’’ suggested ‘‘removing’’. When the objection was 
maintained, the applicant applied for the Deputy Registrar’s 
written decision. The Deputy Registrar upheld the objection and 
refused the application, pointing out that the dictionary gives as 
one meaning of the word ‘‘wipe’’: ‘‘To apply or spread a soft or 
liquid substance over the surface of a body by rubbing it on with 
a cloth, pad or the like’’. Under the cireumstances, it was held 
that ‘‘the mark is constituted of a term that should be available to 
all traders and that if applied other than to goods for wiping on 
surfaces to be painted, it would be deceptive’’. 25 Official Journal 
of Patents, Trade Marks and Designs 1630. 






















Germany 
Determination of Confusing Similarity in Trademark Conflicts 


The German Federal Supreme Court in a decision of January 
18, 1955, held that the existence of confusing similarity in the case 
of trademarks for pharmaceutical goods is to be determined from 
the viewpoint of the general public. The Court rejected the view 
that with regard to pharmaceuticals which are sold only against 
prescription the existence of confusing similarity between trade- 
marks had to be determined solely from the viewpoint of doctors 
and pharmacists. 

The aforementioned decision denied that the trademark arTesan 
was confusingly similar to the plaintiff’s trademark arcruvan. In 
defense of their position the defendants had referred to the fact 
that there were registered other marks in respect of pharmaceutical 
goods that were very close to arctuvan. The plaintiffs argued that 
the Court should not take into consideration the existence of such 
registrations held by third parties unless they concerned trade- 
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marks that were similar to both marks under litigation. The Court, 
however, rejected this view and decided that all marks that are 
similar to the plaintiffs’ mark are to be considered when determin- 
ing the scope of protection that can be granted for the plaintiffs’ 
mark, regardless whether or not such marks are also similar to the 
defendants’ mark. 


Great Britain 
Trademark Infringement—Passing-off Interlocutory Injunction 


The plaintiff in this action is the owner of a restaurant chain 
known as CORNER HOUsES. These restaurants are divided into sep- 
arate rooms which are given fancy names. In the Coventry Street 
Corner House the plaintiff has a room known as THE BACON AND 
EGG which room has no separate entrance from the street. The 
plaintiff has registered as a trademark a device of a pig and an egg. 

The defendant opened a restaurant not far from the Coventry 
Street Corner House on which it put a sign with the name EGce anp 
BACON BROADWAY RESTAURANT. The defendant’s menus have on the 
outside THE EGG AND BACON and in the middle the device of an egg 
and a pig. 

The plaintiff moved before the High Court for an interloc- 
utory injunction restraining the defendant from infringing the 
plaintiff’s trademark; from carrying on a restaurant under a 
name including EGG AND BACON or any similar words, and generally 
from carrying on business under any name or style calculated to 
produce the belief that the defendant’s business is connected with 
the plaintiff’s. 

At the beginning of the Hearing the defendant offered to sub- 
mit to an injunction restraining it from infringing the plaintiff’s 
trademark and offered not to use the word ‘‘Egg’’ in the singular. 

Judge Roxburgh stated that from the evidence submitted on 
the motion he did not think that anyone would be confused merely 
because of the similarity between the names of the two restaurants 
particularly since the plaintiff’s place would be identified as a 
CORNER HOUSE OF & LYONS CORNER HOUSE in addition to the words 
BACON AND EGG. The judge continued: 

‘‘Now unfortunately for the defendants they did not content 

themselves with the facia in that form, because, if they had, 

I should have thought that there would have been no cause of 
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action against them whatsoever; but they did what people 
will do, they sailed much too near the wind and, in particular, 
they shipwrecked themselves on the plaintiff’s registered 
trademark, and there is no doubt whatever that the menu which 
they have used, which is in every possible way different from 
the facia, is an infringement of the plaintiff’s trademark. The 
outside of the menu has on it THE EGG AND BACON, but in the 
middle is an egg and a pig, and that is the malice of the thing, 
because that is the plaintiff’s trademark, and, of course, does 
immediately suggest that THE EGG AND BACON is connected with 
the plaintiff. That is the first thing I have seen that does 
suggest it, but it certainly does.’’ 


It was held that on this particular interlocutory motion the plaintiff 
is only entitled to the injunction to which the defendant is and has 
been prepared to submit. To have given the broader injunction 
requested by the plaintiff might have given the plaintiff a monopoly 
far wider than it is entitled to claim. J. Lyons & Coy Ld. v. G. and 


K. Restaurants Ld., 72 R.P.C. 259. 





Sweden 


Proper Use of Trademarks 
The following Royal Circular was issued on September 12, 


1955 to various State Authorities: 





Union of South Africa 


The Government draws attention to the fact that a word 
that is registered as a trademark in Sweden should not be used 
as a generic term in official announcements, handbooks, lists 
of goods, or other official publications. If use in a certain case 
is unavoidable, or if there is a special reason for using a word 
trademark in a publication, the trademark nature of the word 
should be clearly indicated, either by inserting the symbol ® 
immediately after the word or in some other suitable way. 
When necessary for the application of this Circular the Patent 
and Registration Office should be consulted. 


Monopolistic Conditions Act, 1955 
The above-named Act will come into force on January 1, 1956. 


Section 2 (2) of the Act reads as follows: 





The provisions of this Act shall not be applied in such 
a manner as to—(a) limit any right derived under the Patents 
Act, 1952 (Act No. 37 of 1952), or the Designs, Trade Marks 
and Copyright Act, 1916 (Act No. 9 of 1916);...”’ 
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Opposition Proceedings 

An application to register the trademark sm.ver Tops in respect 
of ‘‘Mineral and aerated waters, including ginger beer’’ was op- 
posed by a firm trading as Silver Aerated Water Factory. Before 
the opposition, in order to avoid a prior mark the applicant agreed 
that if a sILveR Tops registration was issued it should be restricted 
to Cape Province only. The opposition was based upon the use 
of the word stnver by the opposer since 1902, which use allegedly 
had made the word distinctive in respect of the opposer’s mineral 
waters. The opposer submitted affidavits from a number of dealers 
and hotel proprietors all of whom stated that they associate stLver 
with the opposer’s goods and if they saw siiver Tops on similar 
goods they would assume that they emanate from the same source. 
The applicant contended that there was no likelihood of confusion 
and stated that seven million bottles of his mineral water bearing 
the mark stiver Tors had been sold in Cape Province since 1950 
(the year in which the sm.ver Tops application was filed) and there 
had been no instance of confusion. To support the allegation that 
there had been no confusion, the applicant submitted a number of 
affidavits from dealers and the Registrar made the following com- 
ments with respect thereto: 

‘‘Whilst the circumstances that might give rise to con- 
fusion do not emerge very clearly from all these affidavits 
(only four of the deponents have at the same time stocked 
both sets of goods) what does emerge clearly is that the de- 
ponents attribute the absence of the danger of confusion to 
differences in the size of the container, in the price and in the 
embossing. These quite clearly are not factors relevant to 
the issue of deception or confusion for the obvious reason 
that registration of the mark could not possibly have the effect 
of restricting the shape, or size or price of the commodity. 
Once having secured registration there would be nothing to 
prevent the applicant from using his mark on bottles identical 
in every respect with those of the objector.’’ 


The Registrar then went on to state the issue and his holding 
as follows: 


‘‘The question then in its last resort is whether the appli- 
cant has satisfied me that there is no reasonable possibility 
of confusion or deception if the marks si.vEer and sILVER TOPS 
are used in respect of identical goods. I accept the claim that 
SILVER has been used for a very considerable period and that 
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it has come to be associated with the objector’s goods. I also 
accept the claim that sm.ver Tops has been used from 1950 from 
a date subsequent to the date of application but I am unable 
to attach much significance to the claim that there have been 
no instances of confusion or deception. Where it has been 
avoided it has, as the deponents themselves suggest, been 
avoided by differences in the containers, the price and the em- 
bossing on the bottles—differences which are quite irrelevant 
to the possibility of confusion between the marks themselves. 

Taking the marks as they stand sr.ver and sILvVER Tops, I 
am far from satisfied that there is no reasonable possibility 
of confusion or deception. It seems to me quite possible, in- 
deed likely, that a person knowing the mark si.ver on Mineral 
Water and seeing the mark sm.ver Tors on the same commodity 
might assume that it comes from the same source. 

The applicant commenced use of the mark subsequent to 
the date of his application and prior to acceptance and per- 
sisted notwithstanding a protest by the objector as far back 
as December, 1951. If therefore after having used the mark 
for almost five years the applicant now finds himself in some- 
what embarrassing circumstances he has only himself to 
blame.’’ Patent Journal, August 10, 1955. 
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ARTICLES 





LEGAL NOTES 









LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


An ACCO Product gets Impact. (Modern Packaging, v. 29, no. 1, September 
1955, pp. 138-140, 235). 


Beautiful Matches (Ohio Match Co.) (Modern Packaging, v. 29, no. 1, Septem- 
ber 1955, pp. 118-122, 242-244). 


Character Heroes. (Modern Packaging, v. 29, no. 1, September 1955, pp. 110- 
115, 245-246). 


Duckworth, Frank A. 


Federal Drug Laws. (Food, Drug, Cosmetic Law, v. 10, no. 5, May 1955, 
pp. 272-284). 


Larrabee, C. B. 


Will new Competition Revive the private Brand? (Printers’ Ink, October 7, 1955, 
pp. 21-22, 112, 114). 


Misappropriation as Unfair Competition. (Syracuse Law Review, v. 6, no. 2, 
Spring 1955, pp. 317-327). 


Premium spurs Brand Sales of Pre-Packaged fresh Produce. (Printers’ Ink, 
September 16, 1955, p. 45). 


When it’s modern to be ancient. (OLD Crow trademark) (Printers’ Ink, 
September 9, 1955, p. 80). 


Cornell Uniwersity v. Messing Bakeries, Inc. 


Injunctive Relief granted for Unfair Competition where no Element of direct 
Competition. (Syracuse Law Review, v. 6, no. 2, Spring 1955, pp. 383-384). 


Time, Inc. v. T.I.M.E., Inc. 


Trademarks—Unfair Competition—Related Goods and Services. (George Wash- 
ington Law Review, v. 23, no. 6, June 1955, pp. 799-802). 


* Copies of these articles and legal notes are available in the Association’s library. 
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FLINT et al., doing business as FLINT COMPANY v. 
OLEET JEWELRY MANUFACTURING CO. et al. 


No. 75-34 — D.C., $.D. New York — June 23, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DrRESS oF GOODS 
Peculiar and arbitrary features in form, structure and arrangement of parts 
of article often are devised to distinguish it particularly where they are not 
functional; in such case imitation of form and general appearance of article itself 
may constitute unfair competition. 
Existence of unfair competition may depend in part upon whether there is a 
secondary meaning attaching to unique appearance of plaintiffs’ product. 
Intent of copier is decidedly relevant in determihing whether copying is 


confusing. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEFR—IN GENERAL 
While unfair competition was originally applied to palming off of one’s goods 
as those of a rival trader and therefore required proof of an established secondary 
meaning, this limited view has been considerably broadened in recent years, par- 
ticularly in New York, to include what is an unfair course of dealing even without 
proof of an established secondary meaning. 


Courts—MOorions 
Question as to whether there is reasonable likelihood that public would be 


deceived would present a question of fact, and where that issue has been raised 

by parties, motion for summary judgment should not be granted. 

Action by Maurice B. Flint and Mary Alice Flint, copartners doing 
business as Flint Company v. Oleet Jewelry Manufacturing Co., a partner- 
ship composed of Harold K. Oleet, William Oleet, and Irving Oleet, and 
Gerald Sears for unfair competition and copyright infringement. Both 
parties move for summary judgment, on plaintiffs’ motion for preliminary 
injunction. Motions for summary judgment denied ; motion for preliminary 
injunction granted in part and denied in part. 

Cooper, Dunham, Keith & Dearborn (John N. Cooper and Thomas J. 

Byrne, Jr., of counsel) of New York, N. Y., for plaintiffs. 

Emanuel Schwartz of New York, N. Y., for Oleet Jewelry Manufac- 
turing Co.—defendants. 

Irving C. Nachbar, of New York, N. Y., for Sears—defendant. 

Dawson, District Judge. 

In this action, both plaintiffs and defendants have moved for summary 
judgment under Rule 56 of the Rules of Civil Procedure. The plaintiffs 
have also moved, in the alternative, for a preliminary injunction. 

The complaint alleges two causes of action: one for unfair competition 
and one for copyright infringement. Defendants’ answers deny generally 
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the material allegations of the complaint. Depositions have been taken. 
Both sides rest their respective motions on the pleadings, the depositions, 
and affidavits submitted in support of the motions. 

There appears to be no genuine issue as to the following material facts: 

1. The plaintiffs are husband and wife, and are co-partners doing 
business under the name of “The Flint Company”. The defendants Harold 
K. Oleet, William Oleet, and Irving Oleet do business under the name of 
“Oleet Jewelry Manufacturing Co.” The defendant Gerald Sears is a 
sales representative of the Oleet Jewelry Manufacturing Co. 

2. The Flints, after becoming members of the congregation of the 
Marble Collegiate Church in New York City, of which Dr. Norman Vincent 
Peale is Minister, read, in the course of their religious study, the Twentieth 
Verse of the Seventeenth Chapter of the Gospel according to St. Matthew, 
which is as follows: 

“20. And Jesus said unto them, Because of your unbelief: for 
verily I say unto you, If ye have faith as a grain of mustard seed, ye 
shall say unto this mountain, Remove hence to yonder place; and it 
shall remove: and nothing shall be impossible unto you.” 

It occurred to them that the carrying of a mustard seed on their person 
would be a reminder to them of their religious faith. 

3. After experimentation, they perfected an article which consisted 
of a round transparent plastic ball with a mustard seed in the center 
thereof so that the seed could be clearly seen, and which could be attached 
to a bracelet, key chain, or necklace. They called their creation a MUSTARD 
SEED REMEMBRANCER. 

4. In the early part of 1950, the Flints began to make MUSTARD SEED 
REMEMBRANCERS first for their friends and a short time later for various 
church groups, and then for sale to department stores and other stores 
throughout the Country. These MUSTARD SEED REMEMBRANCERS were accom- 
panied by a tag or booklet quoting part of the verse from the Bible and 
pointing up the religious significance. A copy of the tag which has been 
produced on the motions shows that in addition to the verse from the 
Bible, the little card or tag has on it the statement: 

“Your Remembrancer contains a genuine dark mustard seed. 

“May it remind you frequently of this scripture. 

“Keep it with you—and remember to have faith—always.” 

5. Shortly after the Flints began to merchandise their MuUsTARD 
SEED REMEMBRANCERS, considerable publicity was afforded to them and to 
these MUSTARD SEED REMEMBRANCERS, which included: 

(a) In May, 1950, as a result of an order from Walter Hoving, 
President of Bonwit Teller Company, New York, 1000 of the mustarp 
SEED REMEMBRANCERS were presented to guests at a Milestone Dinner 
given by “Guideposts”, which is a publication edited by Dr. Norman 
Vincent Peale. 

(b) In the September, 1950, issue of “Guideposts”, which has 
a distribution to over 175,000 people throughout the United States, 
there was carried a history and description of the creation and 
development of the MUSTARD SEED REMEMBRANCER. 
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(c) In the Fall of 1951, the Associated Press distributed an article 
describing the development of the Flints’ MUSTARD SEED REMEMBRANCER. 

(d) The Flints themselves distributed booklets, literature, and 
sales circulars to buyers and prospective buyers of the MUSTARD SEED 


REMEMBRANCER. 
(e) Dr. Norman Vincent Peale has referred to the MUSTARD SEED 


REMEMBRANCER in sermons from his pulpit and from time to time over 
his weekly radio program which he delivers over a nationwide network. 
(f) In Dr. Peale’s book “The Power of Positive Thinking” pub- 
lished in 1952, and which for a long time has headed the best seller 
list of books in the United States (it is stated that 1,700,000 copies 
of the book have been sold throughout the United States), he had an 
article about the Flints and the MUSTARD SEED REMEMBRANCER. 

6. The plaintiffs had sold 100,000 musTARD SEED REMEMBRANCERS up 
to November, 1951. 

7. Defendant Harold K. Oleet and his sales representative Sears 
first became aware of plaintiffs’ musTARD SEED REMEMBRANCER when they 
saw an advertisement of it in the Fall of 1951. Sears thereafter purchased 
one of them and brought it back to New York and submitted it to Harold 
K. Oleet. Defendants conceded that they had never seen anything like it 
previously; that the REMEMBRANCER and its accompanying booklet had a 
purely religious significance, and that without the accompanying booklet, 
the REMEMBRANCER would not have had any significance. 

8. The defendants thereupon copied the form and design of plaintiffs’ 
MUSTARD SEED REMEMBRANCER with minor changes, such as using a yellow 
mustard seed instead of a dark one. The defendants called their object 
YOUR MUSTARD SEED CHARM and made up a tag similar to that used by 
the plaintiffs, quoting the same verse from the Bible, and stating: 


“Your charm contains a GENUINE mustard seed. 
Keep it with you * * * and remember to have faith * * * always. 
Gain hope, confidence, success and a full life * * * through faith.” 


They then attached their object to a type of bracelet similar to the one 
that plaintiffs had been using and since December, 1951, have been selling 
the MUSTARD SEED CHARM and issued circulars, literature, and booklets to 
promote their sales. Certain of that literature states, or indicates, that 
the Oleets are the creators of the mustard seed jewelry. 


9. The defendants, in trade journals and by correspondence, have 
asserted that Oleet Jewelry Manufacturing Co. was the owner of the trade- 
marks MUSTARD SEED, MUSTARD SEED CHARM and MUSTARD SEED FAITH CHARM 
and have filed applications for trademark registrations thereon, and pub- 
lished a warning notice in the trade journals directed to all of their com- 
petitors, including the Flints. 

10. The papers submitted on the motion indicate, and there can be 
no substantial dispute, that there is actual confusion in the minds of the 
buying public by reason of the foregoing facts; that customers have 
cancelled orders submitted to the plaintiffs, and that articles made by the 
defendants have been mistakenly returned to the plaintiffs for replacement. 
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There can be no substantial dispute that the articles are so similar in 
style, design, format and accompanying tag that such confusion could 
readily be created. 

11. A certificate of registration of copyrights of the tag used by the 
plaintiffs was applied for in March, 1952, and issued on March 31, 1952. 
On the date of the first publication of the tag on May 8, 1950, the tags 
carried a notice of copyright on the back cover thereof which states: 
“Copyright 1950”. It appears that some of the tags or booklets were 
distributed with the symbol © in place of the word “Copyright”. 

It is conceded that neither the MUSTARD SEED REMEMBRANCER nor the 
MUSTARD SEED CHARM is patented, and that no trademark has been granted 
with respect to either of them. Therefore, the action is purely based on 
unfair competition and violation of the copyright on the tag or booklet. 

Peculiar and arbitrary features in the form, structure and arrange- 
ment of the parts of an article often are devised, in large part, to dis- 
tinguish it—to give it individuality—particularly where they are not 
functional, i.e., not necessary to the usefulness of the article. In such a 
case, imitation of the form and general appearance of the article itself, 
through copying or imitating such features, may, in and of itself, constitute 
unfair competition. Nims, Unfair Competition and Trademarks, 4th Ed., 
Vol. 1, p. 370; Restatement of Torts, §741, 742. 

The rule of law is well summarized in Nims, op. cit. at p. 378: 

“Tf an article has a striking characteristic, and the article is 
identified and recognized by purchasers because of such characteristic, 
the right to make and use the characteristic can be protected. This 
rule finds its support in what is referred to in the cases as nonfunctional 
unfair competition. It presupposes that the appearance of the article, 
like its descriptive title, has a secondary meaning, and has been asso- 
ciated in the public mind with the first one to use it; and if a 
second user imitates the article so that the public may believe his 
goods have come from the first and may buy, in part at least, because 
of that deception, the court will enjoin the imitator.” 

Thus the existence of unfair competition may depend in part upon 
whether there is a secondary meaning attaching to the unique appearance 
of plaintiffs’ product. If such secondary meaning does exist, the actionable 
harm may result to the plaintiffs either from the likelihood (a) of loss 
of customers, (b) loss of reputation or (c) of both. In such a case, the 
loss can result from a customer’s belief that the competing article derives 
from the same source as that of the party complaining, and it does not 
matter whether customers know just who is the source. Mastercrafters 
Clock Co. v. Vacheron Watches, Inc., 221 F.2d 464, 105 USPQ 160, (45 
TMR 702) (C.A. 2, March 31, 1955). 

When there is the possibility of confusion, the intent of the copier 
becomes decidedly relevant in determining whether, in fact, the copying 
is confusing. If the copier intends that the copy look like that of the 
other party, this fact alone gives rise to a powerful inference that con- 
fusion is likely and puts on the alleged infringer the burden of proving 
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that it is not. Mastercrafters Clock Co. v. Vacheron Watches, Inc., supra; 
Restatement of Torts, §729(f). 

The testimony of the defendant Sears given on his deposition establishes 
without doubt the intent of the defendants. Sears testified that he is a 
sales representative for the Oleet Jewelry Manufacturing Co.; that in 
October and November, 1951, he saw an advertisement by Bonwit Teller 
& Co. for the MUSTARD SEED REMEMBRANCER; that later, when he was giving 
a jewelry demonstration in a store in Indianapolis, two ladies came in 
and asked him if he had the “Mustard Seed Jewelry”; that he therefore 
became more curious about it and went to another store in Indianapolis 
where the MUSTARD SEED REMEMBRANCER attached to a bracelet was on 
sale and he bought one. He took the article back to New York and sub- 
mitted it to Harold Oleet and asked him if it could be made, saying that 
he thought that such articles could be sold. He stated that he had never 
seen & MUSTARD SEED REMEMBRANCER in any form prior to that time. He 
stated that in discussing whether it would sell, he and Mr. Oleet discussed 
the fact that the item seemed to have a “meaning” which he said was 
basically a religious meaning. He said to Mr. Oleet: “Here is an item 
with a gimmick. Would you be interested in making it?” 

Thereafter, the defendants began the manufacture of the product, 
which was substantially a duplicate of the product put out by the plaintiffs, 
and defendants arranged to have it sold in numerous stores. Their product 
had attached to it the card referred to above, quoting the same verse 
from the Bible and identifying the product as a MUSTARD SEED CHARM 
rather than a MUSTARD SEED REMEMBRANCER. 

A few months thereafter, on February 25, 1952, the defendants caused 
an advertisement to be published in the “Women’s Wear Daily” reading 
as follows: 

“WARNING NOTICE 


We hereby notify the jewelry trade and the general public that 
MUSTARD SEED, MUSTARD SEED CHARM and MUSTARD SEED FAITH CHARM 
are our Trademarks, are in use by us and we have duly filed applica- 
tions for Registration pursuant to the Trademark Laws of the U. S. 


for use in connection with jewelry. 
We intend to guard zealously and protect our Trademarks and 


property rights. 
We shall seek appropriate legal redress and damages against any 


and all infringers. 
OLEET JEWELRY MANUFACTURING 
COMPANY 

373 Fifth Avenue, New York 16, N. Y.” 

We therefore have a situation where the defendants, knowing that tthe 
plaintiffs had developed a business in the sale of the MUSTARD SEED REMEM- 
BRANCERS, proceeded to copy the design of the REMEMBRANCER, including 
features which obviously were non-functional, and put them on the market 
accompanied by a tag which, although not a copy of that of the plaintiffs, 
bore a very close similarity to it. 
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Having done that, the defendants then asserted to the trade through 
a trade publication that they had a trademark on MUSTARD SEED and 
MUSTARD SEED CHARM, although they had never secured registration for 
such terms. Although they knew that they were not the originators of 
such an item, they thereby gave the impression to the public that they were 
the originators of the item. The confusion to the public resulting there- 
from is adequately established in the moving papers. 

Defendants urge that plaintiffs’ motions should be denied and that 
they should be granted summary judgment on the ground that no “se- 
condary meaning” had attached to plaintiffs’ product so as to identify it 
in the minds of the public as solely that of the plaintiffs, and hence that 
there had been no “palming off” of defendants’ product as that of the 
plaintiffs. They urge that merely copying of a competitor’s unpatented 
goods does not, in and of itself, constitute unfair competition. Kellogg Co. 
v. National Biscuit Co., 305 U.S. 111, 39 USPQ 296 (28 TMR 569) (1938) ; 
Swank, Inc. v. Anson, 196 F.2d 330, 93 USPQ 239 (42 TMR 541) (1 C.A. 
1952) ; and that the period in which plaintiffs had been marketing their 
product was so short that no secondary meaning had attached to it. 

While unfair competition was originally applied to the palming off of 
one’s goods as those of a rival trader, and therefore required proof of an 
established secondary meaning, this limited view has been considerably 
broadened in recent years, particularly in the State of New York, to include 
what is an unfair course of dealing, even without proof of an established 
secondary meaning. Avon Periodicals v. Ziff-Davis Pub. Co., 113 N.Y.S.2d 
737, 93 USPQ 235 (1952) (42 TMR 666), aff'd 282 App. Div. 200, 122 
N.Y.S.2d 92, 98 USPQ 38 (48 TMR 1157) (1st Dept. 1953). The Court 
there held that while plaintiff’s name on its product had not acquired a 
secondary meaning, nevertheless, the defendant was not entitled to dupli- 
cate plaintiff’s product “to the point that there would be no obvious distine- 
tion between the two to the running eye.” 

The New York Courts have applied the rule that where the equity 
power of Courts is invoked, the question is not whether a secondary 
meaning has been established, but whether the acts of a defendant are 
“fair or unfair, according to principles recognized in equity, and not by 
‘The morals of the market’.” See Oneida, Ltd. v. National Silver Co., 25 
N.Y.S.2d 271, 276, 48 USPQ 33, 37 (31 TMR 64) (Sup. Ct. 1940). 

In New York, this rule applied by the Courts has recently been codified 
into law. Section 361l-a of the General Business Law of the State of 
New York, effective July 1, 1954, provides: 


“Likelihood of injury to business reputation or of dilution of the 
distinctive quality of a trade name or trademark shall be a ground 
for injunctive relief in cases of trademark infringement or unfair 
competition, notwithstanding the absence of competition between the 
parties or the absence of confusion as to the source of goods or services.” 


The Federal Courts have recognized this development in the law of 
unfair competition as applied by the Courts in New York. In a recent 
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ease, the Court of Appeals of this Circuit upheld the granting of a 
preliminary injunction on the ground that the defendant’s advertising 
and packaging of its product as so similar to the material used by the 
plaintiff for its product as to entitle the plaintiff, under state law, to 
protection, even without a preliminary showing of secondary meaning. 
Noma Lites, Inc. v. Lawn Spray, Inc., —— F.2d ——, 105 USPQ 388 
(45 TMR 976) (2 C.A., May 20, 1955). 

The possibility of confusion arising from the product manufactured 
by Oleet Jewelry Manufacturing Co. combined with the course of conduct 
in marketing the product are such as to establish prima facie that this 
defendant is engaged in unfair competition. It should be restrained, 
pending the trial of this action, from marketing or offering for sale the 
product now described by it as a MUSTARD SEED CHARM or any item so 
closely similar to it as to cause possible confusion in the minds of the 
public as to the source of such product. 

The papers show with reference to the defendant Gerald Sears that 
he is an employee or representative of the defendant Oleet Jewelry Manu- 
facturing Co. Since the injunction to be issued will run against defendant 
Oleet Jewelry Manufacturing Co., its employees, agents, and represen- 
tatives, there is no necessity shown in the papers for the issuance of a 
preliminary injunction separately against the defendant Gerald Sears. 

When we consider the motions for summary judgment, however, a 
different problem is presented. No such motion can be granted where 
there is a genuine issue as to a material fact. Rule 56, Rules of Civil 
Procedure. A question as to whether there is a reasonable likelihood 
that the public would be deceived would present a question of fact, and 
where that issue has been raised by the parties, summary judgment should 
not be granted. The Federal Glass Company v. Loshin, —— F.2d ——, 
105 USPQ 458 (45 TMR 983) (2 C.A., June 2, 1955). 

Inasmuch as it is the determination of the Court that summary judg- 
ment should not be granted, but that a preliminary injunction should be 
granted, it becomes unnecessary at this time to consider the copyright 
cause of action. Certain questions of fact are presented with reference 
to this cause of action which would preclude the Court from granting 
summary judgment; and the issuance of a preliminary injunction on this 
cause of action would add nothing. 

So much of the motions as seeks summary judgment or seeks a pre- 
liminary injunction against the defendant Sears is denied. 

The motion of plaintiffs for a preliminary injunction restraining the 
defendant Oleet Jewelry Manufacturing Co., its partners, employees, 
agents and representatives, pending the trial of this action, from directly 
or indirectly making, distributing, or selling, or causing to be made, 
distributed, or sold copies of plaintiffs’ MUSTARD SEED REMEMBRANCER Or 
any colorable imitation or modification of plaintiffs’ MusTARD SEED REMEM- 
BRANCER is granted. 





Vol. 45 T. M. R. ALEXANDER v. IRVING TRUST CO. 1185 


This opinion shall constitute the finding of fact and conclusions of law. 

Settle order on 3 days notice on or before July 6, 1955. Together with 
the proposed order, the parties should submit memoranda or affidavits to 
aid the Court in the determination of the amount of the bond to be filed 
in connection with such preliminary injunction. 


ALEXANDER v. IRVING TRUST COMPANY et al. 
No. 74-349 — D.C.,$.D. New York — June 28, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Inasmuch as there was no access and no appropriation of any substantial part 
of material protected by copyright in plaintiff’s magazine article, there can be no 
claim of unfair competition based on content of defendant’s book. 

Titles of copyrighted works are not protected against their use by others 
unless they are distinctive and have acquired a secondary meaning; THE PSYCHIATRIO 
NOVELS OF OLIVER WENDELL HOLMES does not unfairly compete with OLIVER WENDELL 
HOLMES—PSYCHIATRIST, both titles being descriptive. 


Action by Rose Alexander v. Irving Trust Company, as Executor under 
the Last Will and Testament of Clarence B. Oberndorf, Deceased, and 
Columbia University Press for copyright infringement and unfair com- 
petition. Complaint dismissed. 

Richard J. Mackey, of New York, N. Y., for plaintiff. 


Abberley, Kooiman & Amon, of New York, N. Y., for Irving Trust 

Company. 

Satterlee, Warfield & Stephens (David Asch of counsel) of New York, 

N. Y., for Columbia University Press. 

Bicks, District Judge. 

This action for copyright infringement and unfair competition was 
instituted in 1952, against Clarence P. Oberndorf, as author, and Columbia 
University Press, as publisher of a book entitled THE PSYCHIATRIC NOVELS 
OF OLIVER WENDELL HOLMES, first published in 1943 and revised in 1946. 
The individual defendant died during the pendency of the action and 
his executor, the Irving Trust Company, was substituted as a defendant. 

The plaintiff claims that defendants’ work infringes upon, and un- 
fairly competes with her two-page article entitled OLIVER WENDELL HOLMES 
—PSYCHIATRIST published in a 1939 issue of a now-defunct medical journal. 
An injunction, damages and an accounting are sought. The owner of the 
copyright in plaintiff's work, the publisher of the journal in which it 
appeared, refused plaintiff’s demand to execute an assignment of the 
copyright to her and is not a party to this action. Plaintiff urges that 
she is the equitable owner of the copyright and that the action was properly 
brought in her name alone. Jurisdiction of this court rests upon the 
Copyright Act, Title 17, U.S.C., and on diversity of citizenship. 

In comparing plaintiff’s and defendants’ work to determine whether 
the later work plagiarized the earlier one, it is to be noted that both 
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proceed from the same premise—the idea or theory that Holmes’ novels 
showed an understanding of psychiatry that was a half century ahead of 
his time. In the compass of her two pages, plaintiff merely sets forth this 
theory and adds a few historical facts from both Holmes’ life and the 
history of medicine. The references to the novels themselves are in 
general terms. The novels are neither summarized nor concretely analyzed 
to establish the basis for plaintiff’s conclusions. 

Oberndorf, on the other hand, made a painstaking analysis of all 
three of Holmes’ novels showing their practical application in terms of 
present-day psychiatric knowledge. To the extent that his volume con- 
tained a certain amount of historical data, there was necessarily some 
similarity to plaintiff’s article in the facts presented—the manner of 
expressing them, however, is different. Oberndorf’s work was entirely 
original in its presentation of each of Holmes’ three novels, abridged with 
a view to highlighting their significance as psychiatric and analytic studies 
of neuroses. Holmes’ own language is used almost entirely, footnotes being 
added by the author based largely on his own clinical experience as well 
as outside sources—treatises and periodical literature on psychiatric and 
related subjects. 

In a nineteen-page introduction to his 270-page volume, Oberndorf 
traces Holmes’ background, attitudes and accomplishments as both author 
and doctor, then shows parallelisms between Holmes and Freud, whose 
doctrines Holmes anticipated in these novels. There are quotations from 
Holmes on such subjects as: the importance of the unconscious as a factor 
in negativing the concept of absolute freedom of the will; the mechanism 
of the free association of ideas—a postulate of psychoanalysis; dream life 
and psychic dualism. Under the heading, HOLMES AS A CLINICAL PSY- 
CHIATRIST, which was Oberndorf’s own field, the latter suggests that 
Holmes’ views were so far in advance of the accepted medical theories 
of his day, that he chose to present his findings to the lay public in the 
form of these so-called “medicated novels,” (a term used in Holmes’ own 
day to describe his novels) the doctors in these works of fiction being a 
composite picture of Holmes himself. Observing the importance of the 
many ancestral influences on human behavior, he quotes Holmes’ observa- 
tion that the body “is not a private carriage, but an omnibus,” a concept 
which became the “collective unconscious” of the famed Swiss psychiatrist, 
Carl Jung. Oberndorf tells the reader that Holmes’ attitudes may have 
been a “compulsion to write off his father’s Calvinism and predestination,” 
but that the author prefers to avoid this subjective approach. 

After this introduction each of the three stories is told in Holmes’ 
words, with brief summaries where necessary to carry forward the thought. 
Each story is prefaced by an analysis from a purely psychiatric viewpoint, 
with footnotes relating the characters to Holmes’ own life or to psychiatric 
observations. Comments at the end of each abridgement again emphasize 
certain aspects of the novel in relation to present-day knowledge of the 
mainsprings of human behavior. 
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Plaintiff urges that her charge of plagiarism should be sustained be- 
cause in a minutial dissection of the two works she finds the following 
similarities: the observation that Elsie Venner suffers from dementia 
praecox, the symptoms including among other things “negativism” and 
“isolation”; the reference to heredity as a factor responsible for abnormal 
conduct (in this both refer to Holmes’ statement concerning the body as 
an “omnibus”) ; the assertion that Holmes anticipated Freud; mention of 
Holmes’ Calvinist parents and his distinguished son, the Supreme Court 
Justice; comparison of Holmes’ reference to the effect of shock as an 
antidote to mental illness with the use of metrazol in modern shock treat- 
ment; enumeration of Holmes’ specific medical achievements; listing of 
certain of Holmes’ contemporaries—the similarity being in some, and not 
all of the names mentioned in the two works; a reference to “merry widows”, 
though in entirely different contexts. 

Plaintiff urges that access should be inferred from these similarities. 
Some similarities in two works dealing with the same subject are inevitable. 
Those complained of here are unavoidable in any work treating with 
Holmes as a psychiatrist. They would not support a finding of infringe- 
ment even if access had been established. Yankwich, Originality in the 
Law of Intellectual Property, 11 F.R.D. 457, 462. As indicated by Birrell, 
in Seven Lectures on the Law and History of Literary Property, 167: 
“The literary larcenist must do more than filch ideas * * * repeat infor- 
mation, borrow phrases, utilize quotations; you must be able to attribute 
to him the felonious intention of appropriating without independent labor 
a material part of a protected work.” Here there is lacking both proof 
of access and of substantial similarity. 


Plaintiff seeks to attribute access to Oberndorf through a devious chain 
of acquaintances which Oberndorf and plaintiff had in common. This 
Court will not engage in speculation or conjecture to make a finding of 
access. Allen v. Walt Disney Productions, D.C. 41 F. Supp. 134, 136, 
50 USPQ 365, 368 (S.D. N.Y. 1941). The burden of proving access rests 
on plaintiff. Sarkadi v. Wiman, 135 F.2d 1002, 57 USPQ 361 (2 Cir. 1943) ; 
Jewel Music Pub. Co. v. Leo Feist, Inc., 62 F. Supp. 596, 66 USPQ 282 
(S.D. N.Y. 1945). I find that no such access has been established. 


A comparison of the two works demonstrates that defendants’ work 
was created through independent labor and without appropriation of any 
of the literary matter protected by the copyright in plaintiff’s work. 
Assuming that both works present the same idea, it is expressed in 
defendants’ work in a manner totally different from that of plaintiff. A 
copyright does not preempt the field as against others who choose a 
different means of expressing the same idea. In this respect, it differs 
from a patent which protects the inventor against any unauthorized use 
of the discovery itself. As Judge Hough wrote in Dymow v. Bolton, 11 
F.2d 690 (2d Cir. 1926): “Just as a patent affords protection only to 
the means of reducing an inventive idea to practice, so the copyright law 
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protects the means of expressing an idea; and it is as near the whole truth 
as generalization can usually reach that if the same idea can be expressed 
in a plurality of different manners, a plurality of copyrights may result, 
and no infringement will exist.” A century and a half earlier, Lord 
Mansfield put the same thought in these words: “We must take care to 
guard against two extremes equally prejudicial; the one that men of 
ability, who have employed their time for the service of the community, 
may not be deprived of their just merits, and the reward of their ingenuity 
and labour ; the other, that the world may not be deprived of improvements, 
nor the progress of the arts be retarded. The act that secures copyright 
to authors guards against piracy of the words and sentiments; but it does 
not prohibit writing on the same subject.” Sayre v. Moore, East 360n, 
102 Eng. Rep. 139n (1785). 

The author of a scientific article published in a professional journal 
is certainly not entitled to a monopoly of the ideas presented therein. In 
the ABIE’s IRISH ROSE case—Nichols v. Universal Pictures Corporation, 45 
F.2d 119, 121, 7 USPQ 84, 87 (2d Cir. 1930)—Judge Learned Hand 
observed: “If Twelfth Night were copyrighted, it is quite possible that 
a second comer might so closely imitate Sir Toby Belch or Malvolio as to 
infringe, but it would not be enough that for one of his characters be 
east a riotous knight who kept wassail to the discomfort of the household, 
or a vain and foppish steward who became amorous of his mistress. These 
would be no more than Shakespeare’s ‘ideas’ in the play, as little capable 
of monopoly as Einstein’s Doctrine of Relativity, or Darwin’s theory of 
the Origin of Species.” 

Turning to the claim of unfair competition—inasmuch as there was 
no access and no appropriation of any substantial part of the material 
protected by the copyright in plaintiff’s work, there can be no claim of 
unfair competition based on the content of defendants’ work. Aside from 
the book itself, plaintiff urges unfair competition in the title and certain 
advertising matter. 

Titles of copyrighted works are not protected against their use by 
others unless they are distinctive and have acquired a secondary meaning. 
Manners v. Triangle Film Corp., 247 F. 301, 303 (8 TMR 180) (2d Cir. 
1917) ; Warner Bros. Pictures v. Majestic Pictures Corp., 70 F.2d 310, 
311, 21 USPQ 405, 406 (24 TMR 263) (2d Cir. 1934). 

The title OLIVER WENDELL HOLMES—PSYCHIATRIST has not acquired a 
secondary meaning and is wholly descriptive. Kellogg Co. v. National 
Biscuit Co., 305 U.S. 111, 118, 39 USPQ 296, 299 (28 TMR 569) (1938). 
The title of defendants’ book, THE PSYCHIATRIC NOVELS OF OLIVER WENDELL 
HOLMES is also descriptive. It does not unfairly compete with that of 
plaintiff’s article. 

Plaintiff asserts that she has a right to the protection of her material 
independently of copyright on the theory of International News Service 
v. Associated Press, 248 U.S. 215 (9 TMR 15) (1918), — a decision 
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involving a news gathering service where protection was given against 
the raiding of news services supplied by plaintiff. This so-called “free 
ride” doctrine has been limited to cases where an attempt is made to 
secure an unfair advantage of the character proscribed in the Associated 
Press case. Cheney Bros. v. Doris Silk Corp., 35 F.2d 279, 281, 3 USPQ 
162, 164 (19 TMR 491) (2d Cir. 1929), (cert. denied 281 U.S. 728); 
Millinery Creators’ Guild v. Federal Trade Commission, 109 F.2d 175, 177 
(30 TMR 301) (2d Cir. 1940); R.C.A. Mfg. Co. v. Whiteman, 114 F.2d 
86, 90, 46 USPQ 324, 327 (2d Cir. 1940); G. Ricordi & Co. v. Haendler, 
194 F.2d 914, 916, 92 USPQ 340, 341 (2d Cir. 1952). 


Plaintiff’s final claim is that certain quotations on the dust jacket 
of defendants’ work invaded her legal rights because they assert that the 
Oberndorf book “Demonstrates Holmes’ hitherto unsuspected knowledge 
of neuroses and the more clinical mental illnesses”; that he “has made a 
novel contribution to the literature of psychiatry. And for non-psychiatric 
readers he has opened a fascinating by-way in a familiar field”; that “in 
the light of Freudian psychiatry many of Holmes’ aphorisms assume 
striking new meanings”; and that Oberndorf called attention “to the 
hitherto unnoticed psychological understanding of one of our famous 
doctors.” 

Plaintiff also objects to the following descriptions of the Oberndorf 
book by his publisher: 

“In the abridged novels long descriptions and details of plot are 
omitted in order to emphasize the medical and psychiatric aspects. 
Thus Elsie Venner is shown to be a brilliant study of a schizophrenic 
girl; A Mortal Antipathy, a portrait of a severe phobia; and the 
Guardian Angel, a study of multiple personality. Holmes himself is 
revealed as having a psychological originality and anticipated many 
of Freud’s theories. * * * 

The book is a novel idea in psychiatric presentation and will 
<a to everyone who is interested in the social aspect of mental 

isease. 


These statements were a fair use of comments made by third parties 
concerning plaintiff’s work; the comment by Columbia is an accurate 
description. Neither in any way reflect upon or injure plaintiff. 


In the last analysis, plaintiff rests her claims of copyright infringe- 
ment and unfair competition on the premise that she anticipated Oberndorf 
in presenting the idea or theory that Holmes’ so-called “medicated novels” 
anticipated the psychiatrists, and particularly the doctrine of dream states, 
submerged griefs and complexes developed by Freud. There is no property 
right in that idea and, in any event, plaintiff did not originate it. She 
ignores the fact that the subject was previously suggested by Van Wyck 
Brooks in his “Flowering of New England,” a book which was on the best 
seller lists for 1936-37. Oberndorf resorted to this work and actually quotes 
a statement from it concerning Holmes’ “brilliant anticipation of Dr. 
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Freud”, and the observation that Holmes “had played into the hands 
of Dr. Freud.” 

While this decision rests upon the ground that there is no infringe- 
ment of the copyright in plaintiff’s work, and that the defendants did not 
indulge in unfair competition it should be noted that even if there had 
been any infringement, plaintiff would have no standing in this suit. 

It is well settled that in an action for infringement of copyright, the 
copyright owner is an indispensable party. Buck v. Eln Lodge, Inc., 83 
F.2d 201, 29 USPQ 390 (2d Cir. 1936) ; Goldwyn Pictures Corp. v. Howell 
Sales Co., 282 F. 9 (14 TMR 39) (2d Cir. 1922); Kriger v. MacFadden 
Publications, Inc., 43 F. Supp. 170, 52 USPQ 217 (S.D. N.Y. 1941). Under 
certain circumstances the equitable owner of a copyright may be the proper 
party to bring a suit for infringement even though the legal title to the 
copyright is in the name of another. Hoffman v. Santly-Joy, Inc., 51 F. 
Supp. 778, 779, 58 USPQ 526, 527 (S.D. N.Y. 1943). Thus when the 
infringing party—the defendant—is the holder of the legal title to the 
copyright, the author of the work is entitled to maintain suit in his own 
name. Bisel v. Ladner, 1 F.2d 436 (3d Cir. 1924) ; Wooster v. Crane & Co., 
147 F. 515, 516 (8th Cir. 1906), supra. But plaintiff must do more than 
plead the legal conclusion assorting equitable ownership. Facts supporting 
the allegation that copyright was registered in the name of another for 
plaintiff’s benefit must be established. Hoffman v. Santly-Joy, Inc., supra; 
Southern Music Pub. Co. v. Walt Disney Productions, 73 F.Supp. 580, 
582, 74 USPQ 145, 146 (S.D. N.Y. 1947). 

Plaintiff has not offered any evidence to support her claim that she 
is the owner of the equitable title to the copyright. On the contrary, it 
appears that her article was accepted by the “Medical Journal” for “exclu- 
sive publication” in that magazine. Copyright was secured by the publisher 
in its name. There was no contract between the publisher and plaintiff, 
nor does plaintiff allude to any reservation of rights to her when she gave 
the publisher the authority to print her article in the “Medical Journal”. 
In the absence of any proof to the contrary, it must be presumed that 
plaintiff transferred her work without any reservations whatever and that 
The Medical Journal & Record Publishing Company, Inc. became the 
absolute proprietor of the copyright. Dam v. Kirk La Shelle Co., 175 F. 
902 (2d Cir. 1910) ; Kriger v. MacFadden Publications, Inc., supra. Plain- 
tiff has, therefore, failed to establish her capacity to sue. 

In a suit for copyright infringement, full costs are allowed to the 
prevailing party as a matter of right, and the court may award a reason- 
able attorney’s fee to the prevailing party as part of the costs, 17 U.S.C. 
§116. Marks v. Leo Feist, Inc., 8 F.2d 460 (2d Cir. 1925). In this ease, 
I find that an award of attorney’s fees in the amount of $500, is reasonable. 

The complaint is dismissed with costs and disbursements plus a 
counsel fee of $500. 
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VANITY FAIR MILLS, INC. v. 
THE T. EATON CO., LIMITED et al. 
No. 97-30 — D.C., $.D.N.Y. — June 29, 1955 


CouRTS—J URISDICTION 

Plaintiff, a Pennsylvania corporation and owner of the trademark VANITY FAIR 
as applied to women’s underwear seeks to enjoin use by Canadian corporation of 
its prior registration of the identical term for identical goods not only in U. 8. but 
in Canada. Plaintiff had sought to register its mark in Canada but was denied 
registration because of prior Canadian registration. 

Defendant moves to dismiss amended complaint on the grounds that court 
lacks jurisdiction over the subject matter and of the corporate and individual 
defendants. The Lanham Act does not give Court jurisdiction of subject matter 
since the act refers to “all commerce which may be lawfully regulated by Congress” 
and Congress has no power to regulate commerce in Canada. The Convention for 
Protection of Industrial Property does not give jurisdiction for it has not been 
implemented by the necessary Canadian Legislation. 

Since primary issue involves determination of validity of Canadian registra- 
tion this would in reality be an attempt by the U. S. courts to review the acts of 
the Canadian trademark officials which is contrary to long established legal 
principles. Nor will the Courts here order the individual defendant to file a can- 
cellation of its Canadian mark since this would be doing by indirection what it 
is powerless to do directly. Complaint dismissed with leave to amend and limit it 
to violation of its rights in this country. 

Court has jurisdiction over corporate defendant since it maintains substantial 
office in New York and service was made on managing agent. Question of jurisdiction 
over individual defendant must await amendment of complaint in order to determine 
whether if defendant does engage in business in New York the action set forth in 
the amended complaint is one which arises out of such business. 


Action by Vanity Fair Mills, Inc., v. The T. Eaton Co., Limited, and 
John David Eaton for trademark infringement and unfair competition. 
Defendants move to dismiss complaint. Motion granted. 

Toulmin & Toulmin, of Dayton, Ohio, and Paul, Weiss, Rifkind, Wharton 

& Garrison, of New York, N.Y. (Harry A. Toulmin, Jr., and William 

H. Pavitt, Jr., of Dayton, Ohio, and Martin Kleinbard, of New York, 

N.Y., of counsel) for plaintiff. 


Cadwalader, Wickersham & Taft (J. A. Swords of counsel) of New York, 

N.Y., for defendants. 
Dawson, District Judge. 

These are motions pursuant to Rule 12(b) of the Rules of Civil Pro- 
cedure for an order dismissing the amended complaint on the grounds that— 

(1) This Court lacks jurisdiction over the subject matter of the con- 
troversy ; 

(2) This Court lacks jurisdiction over the person of the defendant, 
The T. Eaton Co., Limited; 

(3) This Court lacks jurisdiction over the person of the defendant, 
John David Eaton; and 

(4) This Court is not a convenient forum for the trial and disposition 
of the issues involved in this controversy. 
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The motions, other than so much as relates to the issues of jurisdiction 
over the person of the defendants, raise the question primarily of whether 
this Court should take jurisdiction over an action between an American 
corporation and a Canadian corporation for the adjudication of the rights 
of the Canadian corporation in Canadian trademarks. 

The motion papers show without dispute that plaintiff is a Pennsylvania 
corporation engaged in the United States in the manufacture and sale of 
textiles and that it is, and has been, the registered owner in the United 
States of the trademark VANITY FAIR, as applied to women’s underwear, 
since April 3, 1917. Defendant, The T. Eaton Co., Limited, is a Canadian 
corporation engaged in the merchandising business throughout Canada 
and is, and has been, the registered owner in Canada of the trademark 
VANITY FAIR, as applied to women’s underwear, since November 10, 1915. 
Defendant John David Eaton is a Canadian citizen, residing in Toronto, 
and is President of the corporate defendant. Where the word “defendant” 
is hereinafter used, it will refer to the corporate defendant. 

The amended complaint is a lengthy one with 65 different paragraphs 
of allegations, some of them alleging violation of the United States Trade- 
mark Act, some of them alleging that defendant’s trademark in Canada is 
invalid, some of them alleging acts of unfair competition in the United 
States, and some of them alleging unfair competition in Canada. It is 
impossible to segregate the allegations in the complaint that relate to issues 
of unfair competition and violation of American trademarks from the 
allegations that relate purely to Canadian trademarks for they are all 
inextricably woven together in the complaint. 

However, the prayers for relief, which comprise 42 separate para- 
graphs, show that a judgment is sought to restrain the defendant not only 
in the United States, but also in Canada or elsewhere, from using the 
trademark VANITY FAIR in the sale of feminine underwear; from repre- 
senting that the trademark VANITY FAIR on feminine underwear belongs to 
the defendant; from advertising the trademark VANITY FAIR in newspapers 
and magazines, even though published in Canada, if they should circulate 
in the United States; and from continuing the sale of feminine underwear 
under the trademark VANITY FaIR in the United States, Canada or elsewhere. 

The decree sought would, in effect, be a decree that the defendant, The 
T. Eaton Co., Limited, has no valid Canadian trademark on the name VANITY 
FAIR in connection with women’s underwear, for it seeks to restrain the 
defendant from using this trademark not alone in the United States but 
also in Canada. In this connection, the complaint raises issues as to whether 
the Canadian trademark, which was registered by the defendant, was 
properly registered, whether it has been abandoned, and whether the plain- 
tiff is entitled by prior use to superior trademark rights in Canada to the 
name VANITY FAIR. 

The complaint alleges, and the defendant does not dispute, that plain- 
tiff first applied to the United States Patent Office for the registration of 
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the trademark vANITYy Fair for women’s underwear on October 9, 1916, and 
that such trademark was registered on April 3, 1917. The complaint also 
elleges, and the defendant does not dispute, that plaintiff has continuously 
used this trademark in the United States in connection with women’s under- 
wear from that date to the present time and has, since 1919, advertised 
such trademark extensively in American periodicals, some of which cir- 
culate in Canada. 

Defendant, in its motion papers, claims to have registered the trade- 
mark VANITY FAIR for women’s underwear in Canada on November 10, 1915 
and to have used continuously this trademark in Canada from at least that 
date to the presetn time, with the exception of the period from 1945 to 
1953, when such was temporarily suspended due to economic conditions 
existing in Canada in the immediate post-war years. It is alleged that 
defendant has advertised its products under said trade name in certain 
American publications and in various Canadian publications having some 
circulation in the United States. 

Defendant further alleges that in 1919, plaintiff applied to register 
the trademark VANITY FAIR in connection with “ready made underwear” 
with the Canadian Trademark Office, which application was denied in the 
light of the defendant’s prior registration. It is alleged that plaintiff has 
sold some of its trademarked merchandise to the Robert Simpson Company, 
a competitor of the defendant, in Toronto, for resale by that organization 
in Canada, and that on defendant’s discovery of this transaction, it pro- 
tested to Robert Simpson Company that such sales infringed its Canadian 
trademark, and that company discontinued the line. Thereafter, in May 
of 1954, plaintiff, through Canadian counsel, claimed ownership of the 
trademark VANITY FAIR in Canada and demanded that defendant cease 
using it in connection with women’s underwear, which demand was refused 
by defendant, the latter asserting its superior rights to the trademark in 
Canada. On October 18, 1954, this action was started in the Southern 
District of New York. 

The complaint states five causes of action so intertwined in pleading 
as to be inseparable one from the other, but essentially the complaint seeks 
a judgment: 

(1) That plaintiff’s rights in the trademark vANITY FAIR are 
superior in Canada to those of defendant. 

(2) That defendant has infringed plaintiff’s United States trade- 
mark VANITY FAIR. 

(3) That defendant has been guilty of unfair competition in 

Canada. 

(4) That defendant has been guilty of unfair competition in the 

United States. 

(5) That defendant has breached a contract. 

We have, therefore, a situation where one of the fundamental issues 
of the complaint running through all the causes of action is the issue as to 
whether defendant has a valid Canadian trademark on the words VANITY 
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FAIR, and whether the use of those words on defendant’s products sold in 
Canada would constitute unfair competition or a violation of plaintiff’s 


trademark. 


THE IssuE OF JURISDICTION OVER THE SuBJECT MATTER 


It is alleged that this Court has jurisdiction over the subject matter 
of the action under the Trademark Laws of the United States, in particular 
under the 1905 Act, Tit. 15, U.S.C. § 81 and § 109, and the Lanham Trade- 
mark Act of 1946, 15 U.S.C. Chap. 22; and under the International Con- 
vention for the Protection of Industrial Property, 53 Stat. 1748, 1768; and 
as one where there is diversity of citizenship, and the sum in controversy 
exceeds $3,000. 

Tue LANHAM TRADEMARK ACT 


The Lanham Trademark Act, 15 U.S.C. 1051-1127, 60 Stat. 427. pro- 
vides a remedy against a person who shall “in commerce” use an imitation 
of a registered mark or improperly use a mark so as to cause confusion 
or to deceive purchasers as to the source of origin of the goods, 15 U.S.C. 
1114. The word “commerce” is defined in the Act, however, as meaning 
“all commerce which may lawfully be regulated by Congress”, 15 U.S.C. 
1127. 

Congress has no power to regulate commerce in the Dominion of 
Canada. Its power is derived from the Commerce Clause of the Consti- 
tution (Art. I, See. 8, Cl. 3) which confines the power to the regulation of 
commerce with foreign nations or among the several states or with Indian 
tribes. If the Act were to be construed to extend its regulation beyond that 
commerce which could be regulated by Congress under the terms of the 
Constitution, the result would be that the Act would be unconstitutional. 
See Commentary on Lanham Trademark Act, 15 U.S.C., p. 265, following 
See. 1024, at p. 266. 

That Act does not give this Court jurisdiction to review the actions 
of Canadian authorities in granting or denying Canadian trademarks. 

The 1905 Act was repealed July 5, 1946, and even it could not have 
regulated commerce in foreign countries. 


THE CONVENTION FOR THE PROTECTION OF INDUSTRIAL PROPERTY 
AS AMENDED THROUGH JUNE 2, 1934, 53 Start. Pp. 1768 


This Convention provides that the countries of the union which exe- 
cuted it are bound to assure nationals of the countries of the union an 
effective protection against unfair competition. However, the Convention 
provides in Article 17 that the execution of the engagements contained in 
the Convention shall be subordinated “insofar as necessary, to the observ- 
ance of the formalities and rules established by the constitutional laws 
of those of the countries of the union which are bound to enforce the same, 
which they undertake to do with as little delay as possible.” 
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It appears, therefore, that this Convention is not self-executing. A 
treaty, while it may be the law of the land, may depend upon legislation 
to make ie effective. It is regarded in courts of justice as equivalent to 
the act of a legislature only when it operates of itself without the aid of 
any legislative provision. When the terms of the treaty import a contract 
that either of the parties engages to perform a particular act, “the treaty 
addresses itself to the political, not the judicial department; and the 
Legislature must execute the contract before it can become a rule for the 
court”. Forster v. Neilson, 2 Peters 253, 314 (1829). 

Even if the Dominion of Canada is bound by the provisions of the 
Convention, this does not mean that the Courts of this Country can adjudi- 
cate the rights of citizens of Canada unless Canada has itself implemented 
the Convention with necessary legislation. No such legislation is alleged 
in the Complaint. 

DIVERSITY OF CITIZENSHIP 


Plaintiff urges that since defendant is subject to personal jurisdiction 
in this action, the Court has the power to make a decree of the nature sought 
by it. It urges that actions for unfair competition and trademark infringe- 
ments are transitory and that the Court, therefore, has jurisdiction, even 
though the unfair acts or infringements are committed outside of its terri- 
torial jurisdiction. See Nims, Unfair Competition and Trademarks, 4th 
Ed., See. 363-a; Vacuum Oil Co. v. Eagle Oil Co., 154 F. 867 (D. NJ. 
1907), aff'd 162 F. 671 (C.A. 3, 1908), cert. den. 214 U.S. 515 (1909) ; 
Morris v. Alstedter, (6 TMR 233) 93 Mise. 329, 156 N.Y.S. 1103 (1916), 
aff'd 173 App. Div. 932, 158 N.Y.S. 1123 (1916). 

However, in the present case, the decree sought goes beyond the prin- 
ciple laid down in the foregoing authorities. The decree sought seeks a 
determination of the status of a trademark registration in Canada and seeks 
a decree by this Court to the effect that the trademark registration granted 
in Canada is invalid and that the use by the defendant of the trademark 
in Canada would be unfair competition. This is far different from the 
ordinary transitory action for it seeks to have the Courts of one country 
invalidate a recognition of a status granted by a foreign country to a 
citizen of that country and effective only in that country. 

Defendant, in papers submitted on this motion, alleges (and it is not 
denied by the plaintiff) that plaintiff sought to register the trademark 
VANITY FAIR in Canada but that this registration was denied by the Canadian 
trademark officials because of the prior right of defendant to that mark in 
Canada. The decree sought would attempt to have this Court overrule the 
determination of the Canadian trademark officials. There is a procedure 
in Canada for Court review of a determination by the Canadian trademark 
officials ; but plaintiff apparently prefers to apply to this Court rather than 
to exercise the right of judicial review granted under the Canadian law. 

It has long been the established rule that the Courts of this country 
do not question, and will not examine, the validity of the acts of a foreign 
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sovereign done within its borders. Underhill v. Hernandez, 168 U.S. 250 
(1897) ; American Banana Co. v. United Fruit Co., 213 U.S. 347 (1909) ; 
Ricaud v. American Metal Co., 246 U.S. 304 (1918). 


The principle was succinctly expressed by Judge Learned Hand in 
the following language: 
“* * * We have repeatedly declared, for over a period of at least thirty 
years, that a court of the forum will not undertake to pass upon the 
validity under the municipal law of another state of the acts of of- 
ficials of that state, purporting to act as such. * * * ” 
Bernstein v. Van Heyghen Fréres Société Anonyme, 163 F.2d 246, 249 
(C.A. 2, 1947), cert. den. 332 U.S. 772 (1947). 


This same principle has been applied in a case involving trademarks 
registered in a foreign country. In George W. Luft Co. v. Zande Cosmetic 
Co., 142 F.2d 536, 61 USPQ 424 (34 TMR 190) (C.A. 2, 1944), cert. den. 
323 U.S. 756, 63 USPQ 358 (1944), the Court considered the extent of a 
decree which could be entered in an action for trademark infringement and 
unfair competition where the defendant had established trademarks in 
certain foreign countries. The Court said, at p. 540, 61 USPQ at 429: 

“ * * * We do not see upon what ‘principles of equity’ a court can 

enjoin the initiation of acts in the United States which constitute no 

wrong to the plaintiff in the country where they are to be consummated. 

Nor can we perceive upon what theory a plaintiff can recover damages 

for acts in the United States resulting in a sale of merchandise in a 

foreign country under a mark to which the defendant has established, 

over the plaintiff’s opposition, a legal right of use in that country. 

Consequently neither the injunction nor the accounting should cover 

activities of the defendants, either here or abroad, concerned with 

sales in countries where the defendants have established rights superior 
to the plaintiff’s in the name ‘Zande’. * * * ” 

Plaintiff urges that the decision in Steele v. Bulova Watch Co., 344 
U.S. 280, 95 USPQ 391 (43 TMR 57) (1952) established the right of an 
American company to get relief of the nature here sought even if the acts 
of unfair competition and trademark infringement were consummated in 
a foreign country by a defendant who had a trademark registered in that 
foreign country (Mexico). The opinion of the Supreme Court shows that 
prior to the determination of the case by that Court, the Mexican Courts 
had nullified defendant’s Mexican trademark. It furthermore appears that 
the primary basis for the Court’s decision was that defendant was an 
American citizen and that ‘‘Congress in prescribing standards of conduct 
for American citizens may project the impact of its laws beyond the 
territorial boundaries of the United States’’ (p. 282, 95 USPQ at 392). 
This does not mean that our Courts can project the impact of our laws so 
as to prescribe standards of conduct for a Canadian corporation in Canada 
merely because it may have a branch or a purchasing office in the United 
States. 


Plaintiff, on the argument of the motion, recognized that this Court 
had no authority to compel the Canadian trademark authorities to change 
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a trademark registration. It urged, however, that since the Court had 
personal jurisdiction over the defendant, it could order the defendant to 
file a cancellation of its Canadian trademark and thus accomplish the same 
result. This attempt to do by indirection that which a Court has no power 
to do directly may lead only to confusion and an unseemly conflict between 
the courts of two jurisdictions.’ In such a situation, the Court should 
ordinarily refuse to exercise jurisdiction to compel a defendant to perform 
an act in a foreign state. See Restatement, Conflict of Laws, Sec. 94, 
comment b, (1934). 

We in this Country undoubtedly would be outraged if American com- 
panies having branches in foreign lands were faced with the possibility 
that the Courts of all these lands would assume jurisdiction to determine 
the rights of the American company in its home land to trademarks. copy- 
rights, or patents granted or registered under the laws of the United States. 
To attempt to assert that because a Canadian company has a branch in 
New York, the Courts of this Country can determine its rights in Canada 
in Canadian trademarks registered in Canada, is equally far-fetched. Such 
an attempted assertion of jurisdiction might provoke justified resentment.? 


1. In United States v. Imperial Chemical Industries, 105 F.Supp. 215, 93 USPQ 360 
(S.D. N.Y. 1952), this Court (Ryan, J.) was faced with the problem of entering a 
decree in an anti-trust action. The Court directed a British corporation to grant 
immunity under its foreign patents (corresponding to United States patents made subject 
to compulsory licensing by decree) in order that the British corporation might not 
assert rights of exclusion in Britain. A British company which had received an exclusive 
license for certain specified territories under the patents in question brought suit in 
England to restrain Imperial Chemical Industries from complying with the decree of 
this Court. British Nylon Spinners v. Imperial Chemical Industries [1953] 1 Ch. 19. 
The British Court restrained Imperial Chemical Industries from complying with the 
order of the United States Court. Thus we had the situation of an American Court 
directing a defendant to take certain action and a British Court enjoining it from 
taking that action. The opinion of the Master of the Rolls in the Court of Appeals said, 
in part: 

“* * * T certainly should be the last to indicate any lack of respect for any decision 

of the District Courts of the United States. But I think that in this case there is 

raised a somewhat serious question whether the Order, in the form that it takes, 
does assert an extra-territorial jurisdiction which the Courts of this country cannot 
recognize, notwithstanding any such comity. Applied conversely, I conceive that 
the American Courts would likewise be slow (to say the least) to recognize an 
assertion on the part of the British Courts of jurisdiction extending (in effect) to 

the business affairs of persons and corporations in the United States.” (p. 24) 

2. In 1947, subpoenas were issued out of this Court to some fifty Canadian pulp 
and paper companies, in the course of a Sherman Act investigation, requiring them to 
produce records before a grand jury in New York. The Ontario Parliament believed 
that this was an infringement upon the sovereignty of the Province and as a result, 
there was passed “The Business Records Protection Act”, Revised Statutes of Ontario, 
1950, Chap. 44, which prohibits any person in that Province from sending from Ontario 
to a point outside of Ontario any books, records, or other papers in response to any 
“order, direction or subpoena of any legislative, administrative, or judicial authority in 
any jurisdiction outside of Ontario”. The statement in the Ontario Parliament by the 
Premier of Ontario on October 27, 1947 reflected the resentment against what the 
Premier called an attempt by the judicial authorities of the United States “to invade 
the territorial integrity of Canada” by the issuance of these subpoenas requiring the 
production of records from Canadian companies relating to business done in Canada. 
He stated at the conclusion of his remarks to the legislature: “I recognize that in 
population Ontario is a very small jurisdiction compared with that of the United States. 
Nevertheless, I trust no citizen of the United States will forget that Canadians are 
just as proud of their own nationality and just as jealous of their own sovereignty as is 
any citizen of their own country.” 
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If international trade and commerce is to expand and if nations are 
to live as neighbors, it is necessary that nations observe the first principle 
of good neighborly relations, which is: Do not try to tell your neighbor how 
to manage affairs in his own household. 

To the extent that the complaint seeks a determination of the rights 
of the defendant in Canadian trademarks and a determination as to whether 
the use of such trademarks in Canada constitutes unfair competition, the 
complaint states a cause of action over which this Court has no jurisdiction, 
or if it has jurisdiction, over which it should refuse to assume jurisdiction. 

However, the complaint also has within it allegations which would 
indicate that the plaintiff is asserting claims based upon violation of Ameri- 
ean trademarks and unfair competition in this Country. To this extent, 
the complaint states causes of action over which this Court has jurisdiction. 
The allegations of the complaint are so inextricably woven together, how- 
ever, that it is necessary for orderly Court proceedings that the complaint 
be redrawn and limited to those subjects over which the Court has juris- 
diction. 

It might be urged that the question of jurisdiction be left for the trial 
court and the framing of any decree that might be entered into it. How- 
ever, this would result in protracted and expensive litigation on issues on 
which the Court should not assume jurisdiction. Under the circumstances, 
it is better that the issue of jurisdiction be determined at the outset of the 
litigation. See Phillips v. Baker, 121 F.2d 752, 50 USPQ 540 (C.A. 9, 1941), 
cert. den. 314 U.S. 688, 51 USPQ 547 (1941); Zimmers v. Dodge Bros., 
21 F.2d 152 (N.D. Il., 1927). 

The motion to dismiss the complaint is granted with leave to the plaintiff 
to file and serve an amended complaint within 60 days in consonance with 
this opinion. 


THE IssUE OF JURISDICTION OVER THE PERSON OF THE DEFENDANT, 
THe T. Eaton Co., LimitTep 


The moving papers show that the defendant is a Canadian corporation 
which maintains, and has maintained since at least 1929, an office at 
200 Madison Avenue in New York City. This New York City office has 
31 employees, including 15 buyers. The quarters are used primarily as 
purchasing offices for the defendant but, in addition, there is a small 
shipping room which receives shipments of some goods which are urgently 
required, consolidates them for shipment to various stores of the defendant, 
and reships the consolidated parcels. The New York office makes purchases 
annually, running into millions of dollars. Defendant’s name appears in 
the Manhattan telephone directory and also appears on the doors of the 
office at 200 Madison Avenue. 

Defendant’s activities in New York have been sufficiently substantial 
and continuous to make the defendant present in this District for the pur- 
poses of this action. Cf. United States v. Scophony Corp., 333 U.S. 795, 
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77 USPQ 186 (1948); International Shoe Co. v. State of Washington, 
326 U.S. 310 (1945). 

Process in the action was served on William C. Bores, who is in charge 
of the New York office. Defendant concedes that Bores is a ‘‘managing 
agent’’ within meaning of the relevant statutes dealing with the service of 
process on a foreign corporation. 

This Court has jurisdiction over the person of The T. Eaton Co., 
Limited, for the purposes of this action, and the motion to dismiss the action 
against such defendant is denied. 










THE ISSUE OF JURISDICTION OVER THE PERSON OF THE DEFENDANT, 
JOHN Davin Eaton 








The amended complaint alleges that the defendant, John David Eaton, 
is a citizen of Canada and a resident of Toronto, Ontario; that he is the 
President and a substantial stockholder of the corporate defendant. It is 
alleged that he leased the premises at 200 Madison Avenue in his individual 
name, and that the lease stands in his individual name; and that he has 
permitted these premises to be used by the corporate defendant for the 
business of the corporate defendant, including the acts of unfair competition 
alleged in the complaint. The individual defendant was not personally 
served with process, but process has been allegedly served upon him by 
leaving it with the manager at this office. 

Jurisdiction is asserted over this individual defendant under the pro- 
visions of Rule 4(d) (7) of the Rules of Civil Procedure and § 229-b of the 
Civil Practice Act of the State of New York. This section of the Civil 
Practice Act provides, in part, as follows: 


“When any natural person or persons not residing in this state 
shall engage in business in this state, in any action against such per- 
son or persons arising out of such business, the summons may be served 
by leaving a copy thereof with the complaint with the person who, 
at the time of service, is in charge of any business in which the de- 
fendant or defendants are engaged within this state, and any summons 
so served shall be of the same legal force and validity as if served per- 
sonally on such nonresident person or persons so engaging in business 
in this state within the territorial jurisdiction of the court from which 
the summons issued, provided that a copy of such summons and com- 
plaint together with a notice of such service upon such person in 
charge of such business according to the provisions of this section 
shall be forthwith sent to such nonresident person or persons by regis- 
tered mail, return receipt requested.” 





























To acquire jurisdiction under this section, it must appear that the 
action arises out of the business done by the non-resident individual in the 
State. Since, under the decision of this Court, it will be necessary for the 
plaintiff to file and serve a further amended complaint, it is not appropriate 
to determine at this time whether the Court has jurisdiction over the indi- 
vidual defendant. This should not be determined until after the further 
complaint is served so that at that time, there may be a consideration of 
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the question as to whether, if the individual defendant does engage in 
business in the State of New York (concerning which no opinion is ex- 
pressed), the action alleged in that further amended complaint is one 
which arises out of such business. 

The motion to dismiss the action as to John David Eaton is denied, 
without prejudice to its renewal after the further amended complaint has 
been served and filed. 

So ordered. 





TRU VAL MANUFACTURERS, INC. v. TRU-VALU CORNER, INC. 
New York Sup. Ct., New York County — July 7, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 
AND COMMERCIAL NAMES 
Plaintiff alleges that its trademark TRU vAL has long and continuous use and 
has acquired secondary meaning and that defendant adopted name TRU-VALU to 
confuse public into purchasing defendant’s items, and that such use has caused and 
will cause great and irreparable injury to plaintiff; such allegations if proved 
would entitle plaintiff to relief. 
Words TRU VAL are fanciful and not descriptive of a characteristic quality of 
any particular product; they may be suggestive of any article of any description. 


REMEDIES—UNFAIR COMPETITION—ScCOPE OF RELIEF—INJUNCTION 
Where there is no proof that defendant had acted otherwise than in good 
faith and no showing of intent to deceive and where use of names is not confusingly 
similar, preliminary injunction is denied. 

Action by Tru Val Manufacturers, Inc., v. Tru-Valu Corner, Inc., for 
trademark infringement and unfair competition. Plaintiff moves for in- 
junction pendente lite. On defendant’s motion to dismiss complaint. 
Motions denied. 


Samuel Luloff, of New York for plaintiff. 
Morrison, Peirez, Karmiol and Rosenthal, of New York for defendant. 


MattTHew M. Levy, Justice. 

The plaintiff sues to obtain judgment declaring that adoption and 
use by the defendant of the words TRU-VALU in its corporate name and in 
connection with its business constitute unfair competition and an infringe- 
ment on the plaintiff's name and trademark. The plaintiff moves before 
me for an injunction pendente lite and the defendant cross-moves to dis- 
miss the complaint for insufficiency upon its face. 

I shall consider the cross-motion first. The plaintiff alleges that it 
has enjoyed a long and continuous use of the registered trademark TRU 
VAL; that said trademark “has acquired an excellent and valuable reputa- 
tion and good will”; that TRU vAL has acquired a secondary meaning; that 
the plaintiff and the defendant are competitors ; that the defendant adopted 
the name TRU-vALU “for the purpose of causing confusion in the trade and 
in the minds of the public and of inducing the trade and public to pur- 
chase items manufactured by others than plaintiff and sold by defendant 
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in the mistaken belief that defendant is connected with or authorized by 
plaintiff and of unfairly deriving the benefits and advantages of plaintiff’s 
trademark, excellent reputation and advertising”; that this use by the 
defendant “has caused and will cause-great and irreparable injury to 
plaintiff.” ; 

Such allegations, if proved, would, in my view, entitle the plaintiff 
to relief. The Neva-Wet case 277 N.Y. 163, 36 USPQ 551 (28 TMR 167). 
cited by the defendant, is not in point. There, a water-proofing process 
was involved, and NEVA-WET was held to be descriptive of the articles to 
which the term was attached. 


The same cannot be said of Tru vaL. These words are fanciful. They 
are not descriptive of a characteristic quality of any particular product. 
Hinting, as they do, at the idea of “true value,” they may be suggestive 
of any article of any description or kind. 


While the complaint states a cause of action, it does not follow that 
the plaintiff is entitled to the temporary restraint requested. The papers 
disclose that the defendant operates the TRUE-VALU CORNER. Conceding 
that the plaintiff's trademark TRU vaL (by virtue of registration or of 
secondary meaning or both) is entitled to protection and assuming that 
plaintiff-manufacturer and defendant-retailer are “competitors”—since in 
some respects they both market the same goods—the plaintiff has not shown 
clearly and compellingly that it is entitled to injunctive relief pendente lite. 
Infringement, per se, of the registered trademark is not proved as a matter 
of law or fact. There is no proof, on the present submission, that the 
defendant has acted otherwise than in good faith; there is shown no 
intention to deceive, or the fact of deception of the public. While tru vau 
and TRU-vVALU are obviously both derived from a bastardized spelling of 
“true value,” the lettering, signs and displays are not so similar that 
I may now determine that there exists even the likelihood of confusion. Cf. 
Rayco Mfg. Co. v. Layco Auto Seat Cover Center, Inc., 205 Misc. 827, 101 
USPQ 39 (44 TMR 813). 

The interim relief prayed for is all that the plaintiff would be entitled 
to obtain, injunctively, were it to succeed upon the trial, and it has not 
been shown that the plaintiff will be irreparably harmed should it await 
such relief as may be granted after trial. In the circumstances, the 
plaintiff's motion for an injunction pendente lite is denied, and the 
defendant’s motion to dismiss the complaint is likewise denied. If the 
plaintiff is so advised, it may have a prompt trial. Settle orders. 
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HEBREW NATIONAL KOSHER SAUSAGE COMPANY, INC. v. 
HEBREW KOSHER COMPANY, INC. et al. 


New York Supreme Ct., Kings County — July 11, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 
AND COMMERCIAL NAMES 

Petitioner, known as HEBREW NATIONAL KOSHER and as HEBREW KOSHER, is 
manufacturer and seller of meat provisions, and respondent, known as HEBREW 
KOSHER COMPANY, INC., conducts delicatessen store selling kosher feod products; 
respondent’s selection of name so closely similar to that of petitioner carries with 
it implication that intention is to deceive public by falsely indicating an apparent 
use of petitioner’s products; respondent has failed to offer any acceptable expla- 
nation justifying adoption of name used which confirms fact that it intended to 
take advantage of petitioner’s large advertising expenditures. 

Numerous cases have established principle that common words frequently 
used as names have been enjoined as improper when employed for similar busi- 
nesses; examples include COLUMBIA, METROPOLITAN, UNITED, STANDARD, LINCOLN 
and HUDSON. 

Summary remedy given by Section 964 of New York Penal Law is to provide 
quick relief to prevent injustice and to stop use of name which may deceive public. 


Petition under section 964 of New York Penal Law by Hebrew National 
Kosher Sausage Company, Inc., v. Hebrew Kosher Company, Inc., et al. 
Petition granted. 


Meyer Schiff, of New York, N. Y. for plaintiff. 
A. Kimmel, of New York, N. Y. for defendant. 


OLLIFFE, Justice. 

Petitioner applies for an order pursuant to section 964 of the Penal 
Law enjoining the respondents Hebrew Kosher Company, Inc., and ano., 
from continuing the use of the aforesaid names or any similar names, the 
use of which may deceive or mislead the public. 

Petitioner, a domestic corporation, maintains its principal place of 
business at No. 178 South Elliott Place, in the Borough of Brooklyn, and 
for approximately fifty years has been engaged in the manufacture and 
sale of meat provisions prepared strictly in accordance with the Hebrew 
Rabbinical Laws of Kashruth, for sale and distribution throughout the 
Greater New York area, the State of New York and elsewhere in the United 
States. During the many years, the petitioner has spent hundreds of thou- 
sands of dollars for radio, television and bill board media, direct mail, 
installation of neon and other signs, in order to make its name known. The 
petitioner’s annual business exceeds $2,000,000 and it distributes food to 
more than 1,000 stores in the Greater New York area. In the business world 
and to the general public at large, petitioner is known as HEBREW NATIONAL 
KOSHER and also aS HEBREW KOSHER. 

The respondent Hebrew Kosher Company, Inc., was organized as a 
domestic corporation in February, 1955. Respondents conduct a delicatessen 
store at No. 246 Brighton Beach Avenue, in the Borough of Brooklyn, selling 
kosher food products. 
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Immediately after the respondent came into existence and before it 
commenced doing business, it was notified by Hebrew National that if it 
attempted to use the name HEBREW KOSHER COMPANY, INC., a proceeding 
would be brought to enjoin it. The respondent advised the petitioner that 
it would use TEL AVIV KOSHER or ISRAELI KOSHER, but on May 12, 1955, the 
respondent was found to have placed on the window of its place of business 
the name HEBREW KOSHER COMPANY, INC. 

It is my opinion that the selection of a name so closely similar to the 
name of the petitioner, when hundreds of dissimilar names might have been 
selected, carries with it the implication that the intention is to deceive the 
public by falsely indicating an apparent use of petitioner’s products. The 
respondents have failed to offer any acceptable explanation justifying their 
act in adopting the names used, which confirms the fact that they intended 
to take advantage of the hundreds of thousands of dollars which the peti- 
tioner has expended in advertising its products. 

Throughout the decisions on this subject, one finds oft repeated the 
expression, ‘‘ No honest reason can be suggested for appropriating the name 
of an old and long established company.’’ 

Numerous cases have established the principle that common words fre- 
quently used as names have been enjoined as improper when employed for 
similar businesses and a few of the examples are as follows: COLUMBIA: 
Columbia Broadcasting System v. Columbia of New York, 85 USPQ 55 
(40 TMR 316). meTropotiTtan: Metropolitan Opera Association v. Pilot 
Radio Corporation, 185 Mise. 505, 72 USPQ 334 (37 TMR 150). unrTep: 
United Dressed Beef Company v. Umted Butchers, 147 Mise. 92. sTANDARD: 
Standard Oil Company of Maine v. Standard Oil Company of New York, 
45 F.2d 309, 7 USPQ 288. Lincotn: Lincoln Motor Company v. Lincoln 
Automobile Company, 44 F.2d 812. Hupson: Hudson Motor Car Company 
v. Hudson Tire Company, 21 F.2d 453. 

The business engaged in by petitioner and respondents is similar. Their 
fields of activity are so closely related that it is quite apparent that re- 
spondents are seeking to take unfair advantage of petitioner’s reputation, 
and an injunction is fully justified. 

If the respondents intend to deal fairly and not deceive the public, it 
can do no harm to change its name; if the respondents intend to use the 
name unfairly, they should be compelled to adopt a different name. 

The summary remedy given by section 964, Penal Law, is to provide 
quick relief to prevent injustice and to stop the use of name which may 
deceive or mislead the public. Because the remedy is a summary one, the 
proof required must be of most convincing character and must constitute 
proof beyond a reasonable doubt and not merely proof of a preponderant 
nature. See Matter of Julius Restaurant v. Lombardi, 282 N.Y. 126, 45 
USPQ 109 (30 TMR 187). Petitioner has adequately met that burden of 
proof. 

The motion is granted. Settle order. 
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HEBREW NATIONAL KOSHER SAUSAGE COMPANY, INC. v. 
HEBREW KOSHER COMPANY, INC. et al. 


New York Supreme Ct., Kings County — July 11, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 
AND COMMERCIAL NAMES 

Petitioner, known as HEBREW NATIONAL KOSHER and as HEBREW KOSHER, is 
manufacturer and seller of meat provisions, and respondent, known as HEBREW 
KOSHER COMPANY, INC., conducts delicatessen store selling kosher food products; 
respondent’s selection of name so closely similar to that of petitioner carries with 
it implication that intention is to deceive public by falsely indicating an apparent 
use of petitioner’s products; respondent has failed to offer any acceptable expla- 
nation justifying adoption of name used which confirms fact that it intended to 
take advantage of petitioner’s large advertising expenditures. 

Numerous cases have established principle that common words frequently 
used as names have been enjoined as improper when employed for similar busi- 
nesses; examples include COLUMBIA, METROPOLITAN, UNITED, STANDARD, LINCOLN 
and HUDSON. 

Summary remedy given by Section 964 of New York Penal Law is to provide 
quick relief to prevent injustice and to stop use of name which may deceive public. 


Petition under section 964 of New York Penal Law by Hebrew National 
Kosher Sausage Company, Inc., v. Hebrew Kosher Company, Inc., et al. 
Petition granted. 


Meyer Schiff, of New York, N. Y. for plaintiff. 
A. Kimmel, of New York, N. Y. for defendant. 


OLLIFFE, Justice. 

Petitioner applies for an order pursuant to section 964 of the Penal 
Law enjoining the respondents Hebrew Kosher Company, Inc., and ano., 
from continuing the use of the aforesaid names or any similar names, the 
use of which may deceive or mislead the public. 

Petitioner, a domestic corporation, maintains its principal place of 
business at No. 178 South Elliott Place, in the Borough of Brooklyn, and 
for approximately fifty years has been engaged in the manufacture and 
sale of meat provisions prepared strictly in accordance with the Hebrew 
Rabbinical Laws of Kashruth, for sale and distribution throughout the 
Greater New York area, the State of New York and elsewhere in the United 
States. During the many years, the petitioner has spent hundreds of thou- 
sands of dollars for radio, television and bill board media, direct mail, 
installation of neon and other signs, in order to make its name known. The 
petitioner’s annual business exceeds $2,000,000 and it distributes food to 
more than 1,000 stores in the Greater New York area. In the business world 
and to the general public at large, petitioner is known as HEBREW NATIONAL 
KOSHER and also aS HEBREW KOSHER. 

The respondent Hebrew Kosher Company, Inc., was organized as a 
domestic corporation in February, 1955. Respondents conduct a delicatessen 
store at No. 246 Brighton Beach Avenue, in the Borough of Brooklyn, selling 
kosher food products. 
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Immediately after the respondent came into existence and before it 
commenced doing business, it was notified by Hebrew National that if it 
attempted to use the name HEBREW KOSHER COMPANY, INC., a proceeding 
would be brought to enjoin it. The respondent advised the petitioner that 
it would use TEL AVIV KOSHER Or ISRAELI KOSHER, but on May 12, 1955, the 
respondent was found to have placed on the window of its place of business 
the name HEBREW KOSHER COMPANY, INC. 

It is my opinion that the selection of a name so closely similar to the 
name of the petitioner, when hundreds of dissimilar names might have been 
selected, carries with it the implication that the intention is to deceive the 
public by falsely indicating an apparent use of petitioner’s products. The 
respondents have failed to offer any acceptable explanation justifying their 
act in adopting the names used, which confirms the fact that they intended 
to take advantage of the hundreds of thousands of dollars which the peti- 
tioner has expended in advertising its products. 

Throughout the decisions on this subject, one finds oft repeated the 
expression, ‘‘ No honest reason can be suggested for appropriating the name 
of an old and long established company.’’ 

Numerous cases have established the principle that common words fre- 
quently used as names have been enjoined as improper when employed for 
similar businesses and a few of the examples are as follows: COLUMBIA: 
Columbia Broadcasting System v. Columbia of New York, 85 USPQ 55 
(40 TMR 316). merropouitan: Metropolitan Opera Association v. Pilot 
Radio Corporation, 185 Mise. 505, 72 USPQ 334 (37 TMR 150). unrrTep: 
United Dressed Beef Company v. United Butchers, 147 Mise. 92. sTaNDARD: 
Standard Oil Company of Maine v. Standard Oil Company of New York, 
45 F.2d 309, 7 USPQ 288. LincoLtn: Lincoln Motor Company v. Lincoln 
Automobile Company, 44 F.2d 812. nHupson: Hudson Motor Car Compan 
v. Hudson Tire Company, 21 F.2d 453. 

The business engaged in by petitioner and respondents is similar. Their 
fields of activity are so closely related that it is quite apparent that re- 
spondents are seeking to take unfair advantage of petitioner’s reputation, 
and an injunction is fully justified. 

If the respondents intend to deal fairly and not deceive the public, it 
can do no harm to change its name; if the respondents intend to use the 
name unfairly, they should be compelled to adopt a different name. 

The summary remedy given by section 964, Penal Law, is to provide 
quick relief to prevent injustice and to stop the use of name which may 
deceive or mislead the public. Because the remedy is a summary one, the 
proof required must be of most convincing character and must constitute 
proof beyond a reasonable doubt and not merely proof of a preponderant 
nature. See Matter of Julius Restaurant v. Lombardi, 282 N.Y. 126, 45 
USPQ 109 (30 TMR 187). Petitioner has adequately met that burden of 
proof. 

The motion is granted. Settle order. 
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BEVERLY HILLS HOTEL CORPORATION v. 
HILTON HOTELS CORPORATION et al. 


No. 20957 — Calif. D. Ct. App. 2d — July 13, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TERADE 
AND COMMERCIAL NAMES 
THE BEVERLY HILTON (hotel) is not confusingly similar to THE BEVERLY HILLS 

HOTEL. 

Action by Beverly Hills Hotel Corporation v. Hilton Hotels Corpora- 
tion et al. for unfair competition. Plaintiff appeals from judgment for 
defendant of Superior Court, Los Angeles, County, Calif. Affirmed. Doran, 
Justice, dissenting with opinion. 

Freston & Files, Eugene D. Williams, Ralph E. Lewis, and H. R. Kelly, of 

Los Angeles, California, for appellant. 

G. Bentley Ryan, of Beverly Hills, California and Sidney Trazler, of Los 

Angeles, California for respondents. 

DRAPEAU, Justice. 

By this action, the Beverly Hills Hotel Corporation seeks to enjoin 
defendants from using the name THE BEVERLY HILTON for a new hotel 
nearing completion and located in the city of Beverly Hills. 

Plaintiff owns and operates the Beverly Hills Hotel which was built 
and commenced operations in 1912. It is situated on an 11-acre tract in a 
residential district of the city of Beverly Hills. When it was opened the 
city had not been incorporated, and the area involved was located in a 
subdivision of the county of Los Angeles known as Beverly Hills. The city 
was incorporated in 1914. 

The business of plaintiff is confined to this hotel which is a large one 
of the luxury type, including exclusive shops and bungalows located on 
the grounds. It has been operated for over 40 years as THE BEVERLY HILLS 
HOTEL and also as BEVERLY HILLS HOTEL AND BUNGALOWS.” 

In 1950, defendent Hilton Hotels Corporation purchased an 8% acre 
tract of land about 1 mile distant from plaintiff’s hotel: at the intersection 
of Wilshire and Santa Monica Boulevards in the City of Beverly Hills. 
This location is zoned for business. 

About two years later, defendants announced that an ultramodern, 
luxury hotel would be constructed at this location and that it would be 
called THE BEVERLY HILTON HOTEL. Defendants inaugurated a general pub- 
licity and advertising campaign for the hotel under that name. 

In November, 1952, Mr. Hernando Courtright, plaintiff’s president, 
wrote to Mr. Conrad Hilton, president of defendant Hilton Hotels Corpora- 
tion, stating: “In view of the similarity of sound and appearance with 
BEVERLY HILLS we earnestly request that you do not use this name.” And 
it was suggested that the name be modified to HILTON-BEVERLY, in order 
to obviate confusion. 
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During the ensuing correspondence, Mr. Hilton indicated some of 
the reasons for naming the new hotel THE BEVERLY HILTON HOTEL, such as 
the policy of the corporation to name new hotels with a geographical 
designation preceding the name of Hilton. In August, 1953, Mr. Hilton 
advised plaintiff that it had been decided to drop the word HoTEL and use 
the name THE BEVERLY HILTON, which “should eliminate any confusion.” 

At the time of trial, the Hilton Hotels Corporation operated 18 hotels 
throughout the United States and foreign countries. It also had six hotels 
under construction, including The Berverly Hilton. 

The evidence presented consisted largely of affidavits filed by both 
parties. By stipulation these were considered by the trial court in addition 
to oral testimony of two witnesses, one of whom was Mr. Hilton. 

It was disclosed thereby that plaintiff had spent very large sums of 
money for local and national advertising and publicity. Also that con- 
struction material intended for defendants’ hotel was mistakenly delivered 
to the Beverly Hills Hotel; and that newspapers had confused the names 
by referring to plaintiff’s hotel, when intending to refer to defendants’ hotel. 

Defendant Hilton Hotels Corporation produced evidence to the effect 
that from 1947 through 1953, its total cost of advertising and related 
expenses was over five millions of dollars. Also, that it was its practice 
to name or change the names of hotels as they were acquired or constructed 
to include the name Hilton, for instance the Caribe Hilton in Puerto Rico 
and the Castellana Hilton in Madrid. 

Pages of telephone directories were introduced showing many names 
of business enterprises which used the word “Beverly” or “Beverly Hills” 
as a part of their names. Among them were listed the names of two hotels 
located in Beverly Hills: Beverly Wilshire Hotel and Beverly Carleton 
Hotel. 

At the conclusion of the trial, the court found, among other things, 
that the words “Beverly Hills” have been “since 1907, and still are, 
geographical; that the word ‘Hotel’ has been since long prior to the year 
1912, and still is, descriptive of a certain type of business; that the words 
BEVERLY HILLS HOTEL have been since the year 1912, and still are, 
geographical and descriptive of the place and nature of the business 
conducted by the plaintiff and its predecessors.” 

That the use of the name BEVERLY HILLS HOTEL by plaintiff had not 
resulted in said name acquiring any secondary meaning, or any special 
significance in the mind of the public generally or of the hotel going 
public in particular. And that the words BEVERLY HILLS HOTEL have “not 
acquired any meaning different from their original lexicographical meaning 
as a geographical and descriptive term. * * * 

“That for twenty-seven (27) years there has existed in the City of 
Beverly Hills * * * two major hotels, one of which is that now owned 
by the plaintiff, and that there has existed substantial confusion in the 
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public mind between said two hotels for said period of time; that in 
consequence neither plaintiff’s hotel, nor the other major hotel, have 
achieved special significance in the public mind, and the name of neither 
hotel has become invested with, or achieved secondary meaning.” 

The court further found that there is no confusing similarity either 
in visual appearance or in sound between the name BEVERLY HILLS HOTEL 
and the name THE BEVERLY HILTON; and the use of the name THE BEVERLY 
HILTON by defendants has not and will not tend to mislead and deceive, 
or result in a likelihood of confusion between the two hotels, in the mind 
of the public in general or the hotel going public in particular. 

From the facts found the court concluded that the use of the name 
THE BEVERLY HILTON does not infringe upon plaintiff’s use of its name, 
or violate any of plaintiff’s rights. That it does not constitute any unfair, 
fraudulent or improper use of said name, or violate any legally protectible 
interest of plaintiff in its name. 

From the ensuing judgment denying the injunction, plaintiff appeals. 

In seeking a reversal of the judgment, appellant relies upon the 
following propositions: 

1. The holding that the names herein involved are not confusing 
cannot be supported. 

2. The holding that appellant’s name had no secondary meaning and 
could not have protection is clearly erroneous. 

In connection with its first point, appellant urges that the finding 
of no confusion is directly in conflict with the evidence that instances of 
confusion had already occurred and would probably occur in the future. 

In Schwartz v. Slenderella Systems of Calif., Inc., 48 Cal.2d 107, 102 
USPQ 177 (44 TMR 1170), appellant Schwartz was engaged in selling 
women’s apparel in Los Angeles. He started to use the name SLENDERELLA 
in Hollywood in 1939. When respondent, who operated a chain of weight- 
reducing salons throughout the United States, commenced using the name 
SLENDERELLA in Los Angeles, appellant sought to enjoin such use. 

By reason of the similarity in names, Schwartz had received some 
misdirected mail and telephone calls intended for Slenderella Systems. 
Some of his customers had gone to respondent’s salons in the belief that 
Schwartz operated women’s clothing stores at those locations. 

Appellant contended that “To hold that confusion of source as to his 
products and the respondent’s services will be unlikely * * * is to ignore 
the factual instances of confusion shown by the evidence. He asserts that 
the trial court has negated the serious aspects of such confusion. Here the 
parties eater to the same class of the public, the argument continues, ‘and 
it is not difficult to perceive that both appellant and respondent are com- 
peting for the same purchasing dollar.’ ” 

In its opinion affirming the denial of an injunction, the Supreme 
Court stated at pages 112, 113 and 114, 102 USPQ at 179, 180, as follows: 

“The senior appropriator may protect, by injunction, his trade 
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name ‘within the limits fixed by the likelihood of confusion of 
prospective purchasers.’ Rest. Torts, §730, com. b; MacSweeney Enter- 
prises, Inc. v. Tarantino, supra, at 106 Cal.App.2d 512-513, 91 USPQ 
at 77 (41 TMR 1084) Winfield v. Charles, supra, at 77 Cal.App.2d 
70-71. Although many factors may enter into a determination of 
whether the use of a specific trade name is likely to result in a confusion 
of source, the question is primarily one of fact to be determined from 
all of the circumstances of a particular case. MacSweeney Enterprises, 
Inc. v. Tarantino, supra, p. 513, 91 USPQ at 77; Winfield v. Charles, 
supra, p. 71; Pohl v. Anderson, 13 Cal.App.2d 241, 242, see 63 C. J. 
Trademarks, Trade Names and Unfair Competition, 414-418, §112. 


(et & & 


“Although factual instances of confusion may support a deter- 
mination that confusion of the public is likely from the use of identical 
or similar trade names, they do not compel that conclusion as a matter 


of law. 
‘se & & 


“The situation of the parties is one from which differing con- 
clusions reasonably may be drawn. Although a contrary determina- 
tion might be supported by the evidence, the trial court has decided 
against the likelihood of confusion of source. When the entire record 
is considered, it fully supports that determination.” 


Also, as stated in Fidelity Appraisal Co. v. Federal Appraisal Co., 217 
Cal. 307, 317, 16 USPQ 457, 461, (28 TMR 175): “The doctrine is so well 
settled by a multitude of cases that it is not necessary to cite specific cases, 
that words in common use are regarded as common property, and may be 
used by others in combination with other descriptive words, provided they 
are not so used in combination with other descriptive words, symbols or 
designs as to render it probable that they would mislead persons possessing 
ordinary powers of perception.” 

The trial judge correctly applied this standard in coming to his ultimate 
conclusion that “persons possessing ordinary powers of perception” would 
not be confused between appellant’s name: THE BEVERLY HILLS HOTEL, and 
respondent’s name: THE BEVERLY HILTON. 

As its second point on this appeal, appellant asserts as error the trial 
court’s finding that its name has not acquired a secondary meaning and 
therefore is not entitled to protection. 

In this connection, appellant argues that “Proof of secondary meaning 
consists in precisely the things which the court has here found and which 
are facts concerning the long operation, the advertising and the building 
up of a reputation under the name and the fact that the hotel has been 
and is popularly and generally known and referred to and identified by 
such name. Under such fact, appellant becomes entitled to the protection 
of its name as a matter of law.” 

The special significance of a designation or trade name customarily 
referred to as the “secondary meaning” is discussed in 3 Restatement, 
Torts, section 716(b) as follows: 


“Whether or not a designation has acquired this special signifi- 
eance is a question of fact in each case. No particular period of use 








1208 THE TRADEMARK REPORTER Vol. 45 T. M. R. 


is required. In some cases the special significance is not required 

even after an extended period of use; in others it is acquired after 

a brief period. The issue in each case is whether or not in fact a 

substantial number of present or prospective purchasers understand 

the designation, when used in connection with goods, services or a 

business, not in its primary lexicographical sense, but as referring 

to a particular person or association. Long continued use of the desig- 
nation is evidence from which this ‘secondary meaning’ may properly 
be inferred, but the inference is rebuttable.” 

As said in Eastern-Columbia, Inc. v. Waldman, 30 Cal.2d 268, 271, 
74 USPQ 114, 115 (837 TMR 586): “Where words have acquired * * * 
a fanciful meaning— a meaning that has no connection with their common 
meaning, it may be more properly said that such meaning is their primary 
meaning insofar as their use in business is concerned. Their common 
meaning has dropped into the background.” 

Also in Katschinski v. Keller, 49 Cal. App. 406, 408: “When a geo- 
graphical name is not used in a geographical sense, but is used in a 
fictitious sense merely to indicate ownership, independent of location, it 
may be a good trademark or trade name.” 

The outstanding examples of geographical names which have acquired 
a secondary meaning are those of WALTHAM and ELGIN, both names of 
watches. 

In American Waltham Watch Co. v. United States Watch Co., 173 
Mass. 85, defendant was enjoined from use of the name Waltham. Plain- 
tiff, a manufacturer of watches, had acquired a great reputation and had 
used the word originally in a geographical sense in connection with his 
watches. However, the word by long use has come to have a secondary 
meaning as a designation for watches which the public has become accus- 
tomed to associate with the name. 

Likewise in Elgin National Watch Co. v. Loveland (Iowa), 132 F. 41, 
where the geographical name ELGIN acquired a secondary meaning in the 
watch and jewelry trade, its original meaning dropping into the back- 
ground. 

In the circumstances presented by the instant cause, it is clear that 
the name BEVERLY HILLS HOTEL never acquired any special significance in 
the mind of the public apart from its original meaning as a geographical 
and descriptive term. 

The judgment is affirmed. 

White, Presiding Justice, concurred. 

Doran, Justice. 

I dissent. I am in entire accord with appellant’s contentions as to 
the facts as well as the law. Business ethics are precious. The violation 
of these ethics by such unprincipled and unwarranted conduct should not 
only be prevented but denounced. To hold otherwise only tends to en- 
courage them. In my opinion the appellant’s position should be upheld. 
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ELCON MANUFACTURING CO. v. 
ELCON MANUFACTURING CO. et al. 


No. 13073 — D.C., E.D. New York — July 20, 1955 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Both plaintiff, California Corporation, and defendants, New York partnership, 
have same corporate name ELCON MANUFACTURING CO. and use same name ELCON for 
electrical connectors; use of identical names causes confusion albeit plaintiff does 
business mostly with government and aircraft manufacturers, while defendants do 
business with the trade generally; plaintiff is entitled to preliminary injunction. 
EFFEcT OF REGISTRATION—THE PRINCIPAL REGISTER 
Registration gives exclusive right to use mark in interstate commerce. 


REMEDIPS—INFRINGEMENT— DEFENSES 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Where plaintiff failed to make application for preliminary injunction until two 
years after commencement of action, during which period defendants’ claim to have 
made large quantity of merchandise bearing infringing mark, defendants should 
be given reasonable opportunity, here six months, to dispose of same and to 
change dyes. 


Action by Elcon Manufacturing Co. v. Elcon Manufacturing Co. and 
Alex K. Niemi, Carl E. Soderstone, and Walter 8S. Johnson, individually 
and as partners doing business as Elcon Manufacturing Co., for trademark 
infringement and unfair competition. Plaintiff moves for injunction 


pendente lite. Motion granted. 


Burgess, Ryan & Hicks (H. H. Hamilton of counsel) of New York, N. Y., 
for plaintiff. 


Emanuel Greenberg, of Brooklyn, N. Y., for defendants. 


RayYFiEu, District Judge. 

This is an action for unfair competition and infringement of trade- 
mark. The complaint was filed in November, 1952, and, with leave of the 
Court, a supplemental complaint was filed in July, 1954. 

Both the plaintiff and the defendants do business under the name 
ELCON MANUFACTURING co. The plaintiff is a corporation, organized under 
the laws of the State of California, and the defendants are co-partners, 
maintaining their principal place of business in the Eastern District of 
New York. 

The plaintiff moves for an injunction pendente lite, asking, inter alia, 
that the defendants and all those in concert or participating with them 
be enjoined from: 


“(a) Directly or indirectly using the name ELCON MANUFACTURING 
co. and any colorable imitation or simulation thereof, and of any name 
confusingly similar thereto on or in conjunction with the sale or 
advertising of electrical connectors, electrical wiring devices and other 
electrical components ; 

“(b) From directly or indirectly using the trademark ELCoN and 
any colorable imitation or simulation thereof, and of any trademark 
confusingly similar thereto on or in conjunction with the sale or 
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advertising of electrical connectors, electrical wiring devices and 

other electrical components; 

“(c) From aiding, abetting or assisting others in the commission 
of the aforesaid acts; and 

“(d) From otherwise competing unfairly with or infringing 
upon plaintiff’s name and trademark.” 

The plaintiff claims that its predecessor, Electrical Connectors, Ltd., 
was established in California in 1942, and adopted the name ELCON as a 
trademark for electrical connectors made by it. In 1945 it changed its 
name to ELCON MANUFACTURING Co., and in 1947 it was incorporated under 
that name. 


The defendants began to do business under the name ELCON MAN- 
UFACTURING CO. in 1949, and have continued to do so since that date. 


Both plaintiff and defendants manufacture electrical connectors. The 
plaintiff does business almost exclusively with the United States Govern- 
ment and with large manufacturers of aircraft, while the defendants do 
business with the trade generally. The plaintiff claims that the identity of 
names has caused and is causing confusion and resultant substantial 
damage to it, and on the argument of the motion herein offered an exhibit 
containing letters and telegrams directed to the plaintiff, but obviously 
intended for the defendants, inquiring about products manufactured by 
the latter. There appears to be no doubt that the use of identical names 
by the plaintiff and the defendants is causing confusion. The defendants 
contend, however, that they have been using the name in the trade generally 
since the organization of their partnership in 1949; that they do not 
compete with the plaintiff; that they were the first to use the name ELCON 
in the State of New York and various other eastern states in connection 
with the type of products with which we are here concerned; that the 
plaintiff’s business is limited in scope; that the plaintiff is guilty of laches, 
two years having elapsed between the commencement of this action and 
the making of this application; and that no confusion has resulted from 
the identity of names. 

It is evident from the papers before me that the plaintiff used the 
name ELCON in connection with the sale of electric connectors long prior 
to the inception of the defendants’ business. I reject the defendants’ 
contention that the plaintiff’s motion should be denied because the defen- 
dants do not compete with it directly. In one of the leading cases on the 
subject, Admiral Corp. v. Penco, 101 F.Supp. 677, 91 USPQ 316 (42 TMR 
50) 106 F.Supp. 1015, 94 USPQ 228 (42 TMR 853) affirmed 203 F.2d 517, 
97 USPQ 24 (48 TMR 616) the Court held that despite the fact that 
the plaintiff did not sell vacuum cleaners or sewing machines, the goods 
on which the defendant had used the trademark ADMIRAL, it would grant 
a preliminary injunction because of the confusion in the names. I reject, 
too, the defendants’ contention that the plaintiff is not entitled to the 
relief sought herein because they, the defendants, were the first to use 
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the name in the State of New York and other eastern states. The law 
is well settled that the registration of plaintiff’s trademark ELCON gives it 
the exclusive right to use the mark in interstate commerce. See Trademark 
Act of 1946, 14 U.S.C. 1057(b), Sterling Brewers, Inc. v. Cold Spring 
Brewing Corp., 100 F.Supp. 412, 99 USPQ 242 (42 TMR 106). 

The evidence presented by the plaintiff as to the enquiries made by 
the trade and the existing confusion caused by the identity of names is 
uncontroverted. If such confusion should continue until the trial of the 
action has been concluded as appears to be likely, the plaintiff would suffer 
irreparable loss and damage, more particularly because of the wide area 
covered by its operations, the nature of the damage it would sustain, and 
the difficulty of the accurate ascertainment thereof. 

I am obliged, therefore, to grant the relief sought herein by the 
plaintiff. However, the plaintiff failed to make its application for such 
relief until two years after the commencement of the action, during which 
period the defendants claim they have made a large quantity of merchandise 
bearing the name ELCoN. They should be given a reasonable opportunity 
to dispose of the same and to change their dies. The plaintiff, conceding 
their right to such opportunity, suggests that the changes can be effected 
within 60 to 90 days. I think that period would be inadequate. I shall 
allow them six months from and after the service of the order to be 
entered herein, together with notice of entry thereof, to comply with the 
terms and conditions thereof. The motion for an injunction is granted 
upon condition that the plaintiff file a bond in the sum of $10,000.00 to 
secure the payment to the defendants of such costs and damages as they 
may incur or suffer if they should be found to have been wrongfully 
enjoined or restrained. 

Settle order on notice. 


EDMONDSON VILLAGE THEATRE, INC. v. EINBINDER 
No. 177 — Maryland Ct. App. — July 27, 1955 


REeMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Rules relating to liability for harm caused by unfair trade practices develop 
from tort rule which imposes liability upon one who diverts custom from another 
to himself by fraudulent misrepresentation that the goods he is offering are the 
goods produced by the other. 

While original basis of equitable relief was fraudulent deception of purchaser, 
Associated Press case (248 U.S. 215) said that right to acquire property by honest 
labor or conduct of lawful business is as much entitled to protection as right to 
guard property already acquired. 

Essential element of unfair competition is deception; therefore in order to 
warrant injunction, acts complained of must be of such a nature as to mislead and 
deceive public so that defendant is in effect taking advantage of good will and 
business reputation which complainant has built up. 

While law of trademarks is part of doctrine of unfair competition, there is a 
difference: infringement of trademark is violation by one person of exclusive right 
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of another to use of word, mark or symbol; on the other hand, where rivals have 
equal right to use same words but such words were used by one of them before 
the other and by association have come to indicate to public that goods are product 
of former, latter will not be permitted to use them in such manner as to deceive 
public as to origin, manufacture or ownership of goods to which they are applied. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 


Re 


Rem 


AND COMMERCIAL NAMES 

Trade name is any designation adopted and used by person to denominate 
goods which he markets, or services which he renders, or business which he conducts, 
or has come to be so used by others, and through its association with such goods, 
services, or business, has acquired a special significance as the name thereof. 

One infringes another’s trade name if (1) without a privilege to do so he 
uses in his business, in the manner of a trademark or trade name, a designation 
which is identical with or confusingly similar to the other’s trade name, though 
he does not use designation for purpose of deception; and (2) other’s interest in 
his trade name is protected with reference to goods, services or business in connection 
with which the actor uses his designation and markets in which the actor uses his 
designation. 

EDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Generally in cases of unfair competition, fraudulent intent is not essential for 
injunctive relief. 

EDIES—UNFaIR COMPETITION—BASIS OF RELIEF—TRADE 
AND COMMERCIAL NAMES 

Place name is common property and cannot be appropriated as subject of exclu- 
sive trademark or trade name in absence of secondary meaning indicating not only 
place of production but also producer and quality of his product. 

Question whether name of business embodying geographical name is so similar 
to any previously established business as to warrant injunction against its use 
depends upon character of business and relation to geographical term; further 
question is whether similarity is such as would be likely to mislead purchasers of 
ordinary prudence into belief that goods are those of business rival. 

In case of theater, as in the case of hotel, good will of business is not neces- 
sarily local and name used on it is not in all instances inseparable from it; it 
becomes necessary to ascertain what actual meaning, if any, has come to be and 
also intention of parties to any contract relating to business. 


REeMEDIES—UNFAIR COMPETITION—BASIS oF RELIEF—IN GENERAL 


Courts are solicitous to prevent unfair competition and to protect against unfair 
practices those who have established and developed business or product stamped in 
public mind with impression of builder’s skill or reputation; but courts are equally 
solicitous to encourage fair competition and thereby protect public against evils of 
monopolies. 

Courts must be careful to guard against extending meaning of unfair compe- 
tion to cover acts which may be unethical yet not illegal. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 


for 


AND COMMERCIAL NAMES 
Court affirms finding of no unfair competition in case involving names EDMOND- 
SON VILLAGE THEATRE and EDMONDSON DRIVE-IN THEATRE. 


Action by Edmondson Village Theatre, Inc. v. Joseph Y. Einbinder 
unfair competition. Complainant appeals from decree of Circuit Court, 


Baltimore County, Maryland dismissing complaint. Affirmed. 
Paul F. Due (Due, Nickerson & Whiteford on the brief) of Baltimore, 


Maryland, for appellant. 
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John E. Raine, Jr., of Towson, Maryland, for appellee. 
Before Brune, Chief Judge, and DELAPLAINE, CoLLINS, HENDERSON and 

HaMMonbD, Judges. 

DELAPLAINE, Judge. 

Edmondson Village Theatre, Inc., lessee of Edmondson Village, Inc., 
has been operating a moving picture theatre under the name of EDMONDSON 
VILLAGE THEATRE in Edmondson Village, a shopping center on Edmondson 
Avenue in Baltimore, since June, 1949. In May, 1954, Joseph Y. Ein- 
binder opened a drive-in moving picture theatre in Baltimore County 
under the name of EDMONDSON DRIVE-IN THEATRE about three miles west of 
the shopping center. Edmondson Village Theatre, Inc., thereupon entered 
suit in the Cireuit Court for Baltimore County to enjoin Einbinder from 
using the name EDMONDSON DRIVE-IN THEATRE. 

Complainant alleged in its bill of complaint that Edmondson Village 
Theatre is a first-run neighborhood theatre with 1,205 seats; and that 
it has spent large sums of money in advertising it and has built up a 
valuable good will; that the name of defendant’s theatre bears a con- 
fusing similarity to the name of complainant’s theatre, and many people 
have been confusing them; that defendant’s theatre is located on the 
Baltimore National Pike (U.S. Route 40), and there was no reason for 
using the name of EDMONDSON except to confuse the public and appropriate 
a part of complainant’s good will; that complainant requested defendant 
to stop using the name EDMONDSON DRIVE-IN THEATRE, but he refused to do 
so; and that the use of that name constitutes unfair competition and will 
continue to cause complainant irreparable loss and damage unless defend- 
ant is enjoined by the Court. 

Defendant alleged in his answer to the bill that the Baltimore National 
Pike is also commonly called the New Edmondson Boulevard; that the 
EDMONDSON DRIVE-IN THEATRE will not be confused with the EDMONDSON 
VILLAGE THEATRE, as the former is an outdoor theatre where patrons look 
at the moving pictures from their automobiles, while the latter is an indoor 
theatre; and that he has had no intention to appropriate any of complain- 
ant’s good will, as the name EDMONDSON is used by many types of business 
in that locality. 

Complainant presented evidence at the trial of the case to show that 
the EDMONDSON VILLAGE THEATRE had established a reputation for excellence 
of accommodations and had built up a large patronage. Defendant did not 
dispute complainant’s claim that its theatre is an attractive one with 
modern equipment; but he asserted that his theatre also is a fine theatre 
of its kind. He stated that he had graded, surfaced, and marked the 
tract of land for the parking of automobiles; had installed underground 
wiring to carry the sound of the pictures to speakers installed on the 
metal posts beside each car space; and had erected a box office and a 
substantial building to house the business office, projection equipment 
and refreshment concessions. 
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Isadore K. Makover, manager of the EDMONDSON VILLAGE THEATRE, 
testified that Edmondson Village covers nearly twelve acres in the western 
section of Baltimore a short distance east of the city boundary line. He 
asserted that his theatre has the finest equipment of all the moving pic- 
ture theatres in Baltimore. Its accommodations include a special room 
for young children; checking of parcels with refrigeration for perishable 
foods; earphones for deaf patrons; and visual paging for professional 
men. He also mentioned that free parking space is provided for more 
than 1,000 automobiles to accommodate the patrons of the theatre and the 
28 stores in the shopping center. 


Makover claimed that the similarity in names had caused confusion 
among his patrons. He produced the cashier of his theatre who said that, 
during the eight months following the opening of defendant’s theatre, 
she had received 62 telephone calls, or an average of about two calls a 
week, from patrons who inquired about pictures which were then being 
shown at defendant’s theatre. Makover also testified that there had been 
some confusion in the delivery of mail. He said that seven contracts in- 
tended for EDMONDSON DRIVE-IN THEATRE had been sent to EDMONDSON 
VILLAGE THEATRE. 


The Court found no evidence of unfair competition, and accordingly 
entered a decree dismissing the bill of complaint. The appeal is from 
that decree. 


Like most doctrines of the common law, the law of unfair competition 
is an outgrowth of human experience. The rules relating to liability for 
harm caused by unfair trade practices developed from the established 
principles in the law of torts. These rules developed largely from the rule 
which imposes liability upon one who diverts custom from another to him- 
self by fraudulent misrepresentation that the goods he is offering are the 
goods produced by the other. In England this type of fraud is commonly 
called “passing off” or “palming off” one’s goods as those of another. 

The American Law Institute made the following comment in 3 Re- 
statement, Torts, ch. 35, pages 539, 540, on this constantly developing 
doctrine: 


“The law has not yet developed a complete generalized standard 
for measuring trade practices like the standard of reasonable care in 
negligence. In part this is due to differing standards of commercial 
morality in the various industries; in part it is due to the fact that 
this branch of the law developed eclectically from the law dealing with 
the older wrongs which were not directly related to trade practices 
and competition. But the tendency of the law, both legislative and 
common, has been in the direction of enforcing increasingly higher 
standards of fairness or commercial morality in trade.” 


While the original basis of equitable relief was the fraudulent decep- 
tion of the purchaser, the United States Supreme Court, in an opinion 
delivered by Justice Pitney in 1918 in International News Service v. Asso- 
ciated Press, 248 U.S. 215, 39 S.Ct. 68, 71, 63 L.Ed. 211, 2 A.L.R. 293, 
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(9 TMR 15) said that “the right to acquire property by honest labor or 
the conduct of a lawful business is as much entitled to protection as the 
right to guard property already acquired,” and that it is this right that 
furnishes the basis of the jurisdiction in the case of unfair competition. 

The essential element of unfair competition is deception, by means of 
which the goods of one dealer are passed off as the goods of another, and 
the seller receives the profits which he would not have received except for 
such deception. Therefore, in order to warrant a court of equity in granting 
an injunction to restrain unfair competition, the acts complained of must 
be of such a nature as to mislead and deceive the public, so that the 
defendant is in effect taking advantage of the good will and business repu- 
tation which the complainant has built up through service or advertising 
or in any manner regarded as lawful and proper. Anheuser-Busch, Inc. v. 
Budweiser Malt Products Corporation, 287 F. 243, 246 (138 TMR 193). 

While the law of trademarks is a part of the doctrine of unfair compe- 
tition; there is a difference between them. The infringement of a trade- 
mark is a violation by one person of an exclusive right of another person 
to the use of a word, mark or symbol. On the other hand, where two rivals 
in business have an equal right to use the same words on similar articles 
sold by them, but such words were used by one of them before the other 
and by association have come to indicate to the public that the goods to 
which they applied are of the production of the former, the latter will not 
be permitted to use them in such a manner as to deceive or be capable of 
deceiving the public as to the origin, manufacture or ownership of the 
goods to which they are applied. Dennison Mfg. Co. v. Thomas Mfg. 
Co., 94 F. 651. 

A trade name is any designation which is adopted and used by a 
person to denominate goods which he markets, or services which he renders, 
or a business which he conducts, or has come to be so used by others, and 
through its association with such goods, services, or business, has acquired 
a special significance as the name thereof. 3 Restatement, Torts, sec. 716. 

One infringes another’s trade name if (1) without a privilege to 
do so, he uses in his business, in the manner of a trademark or trade name, 
a designation which is identical with or confusingly similar to the other’s 
trade name, though he does not use the designation for the purpose of 
deception, and (2) the other’s interest in his trade name is protected with 
reference to the goods, services or business in connection with which the 
action uses his designation, and the markets in which the actor uses his 
designation. 3 Restatement, Torts, sec. 717. 

It has been held in some cases that the plaintiff must prove a fraud- 
ulent intent on the part of the defendant to pass off his business or goods 
as that of the plaintiff in order to establish unfair competition; while in 
other cases it has been held that proof of fraudulent intent is not required 
where the necessary and probable tendency of the defendant’s conduct is 
to deceive the public and pass off his business or goods as that of the 
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plaintiff, especially where only preventive relief against continuance of the 
wrong is sought and granted. George G. Fox Co. v. Glynn, 191 Mass. 344, 
78 N. E. 89, 92; Kansas Milling Co. v. Kansas Flour Mills Co., 89 Kan. 
855, 183 P. 542; Martell v. St. Francis Hotel Co., 51 Wash. 375, 98 P. 
1116, 1118. 

We hold that generally in cases of unfair competition, fraudulent 
intent is not essential for injunctive relief. The absence of fraudulent 
intent ought not to stay the hand of the court where a trade name is adopted 
so similar to a trade name already in use by a business competitor that it 
is obvious that injury to the original user will inevitably result. It is 
plain on principle that there should be no distinction in this respect between 
a case of unfair competition and a case of infringement of a trademark. 
As Justice Holmes said in an unfair competition case in the Supreme 
Judicial Court of Massachusetts: “The principles upon which the rights 
of the parties are to be determined are similar to those which are well 
known to govern trademarks, although the combination of elements is 
more complex than in devices which commonly go by that name * * *.” 
New England Awl & Needle Co. v. Marlborough Awl & Needle Co., 168 
Mass. 154, 46 N.E. 386. 

It is a general rule, subject to exceptions, that a geographical, locational 
or place name is common property and cannot be appropriated as the 
subject of an exclusive trademark or trade name. But where a geographical 
name acquires a secondary meaning indicating not only the place of pro- 
duction but also the producer and the quality of his product, the owner 
may assert an exclusive right to the name against all persons who are not 
doing business within the geographical limits, and even against persons 
within the geographical limits if the name has been used fraudulently to 
mislead purchasers. It has thus been held that the use of the name of a 
place may ordinarily be protected where it indicates the origin and owner- 
ship of medicinal waters; but where a name has become a generic one for 
mineral waters of a certain type, coming from a more or less extensive 
district, it cannot be the subject of exclusive use. La Republique Francaise 
v. Saratoga Vichy Spring Co., 191 U.S. 427, 24 S.Ct. 145, 48 L.Ed. 247; 
Sazlehner v. Wagner, 216 U.S. 375, 30 S.Ct. 298, 54 L.Ed. 525. 

The question whether the name of a business embodying a geographical 
name is so similar to the name of a previously established business as to 
warrant a court of equity in issuing an injunction against its use depends 
upon the character of the business and its relation to the geographical term. 
After these facts are determined, the question is whether the similarity 
is such as would be likely to mislead purchasers of ordinary prudence and 
caution into the belief that the goods are those of the business rival. 
Kansas Milling Co. v. Kansas Flour Mills Co., 89 Kan. 855, 133 P. 542; 
Nebraska Loan & Trust Co. v. Nine, 27 Neb. 507, 43 N.W. 348, 350. 

In the case of a theatre, as in the case of a hotel, the good will of the 
business is not necessarily local, and the name used on it is not in all in- 
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stances inseparable from it. The solution of each case depends upon its 
particular facts, and it becomes necessary to ascertain what the actual 
meaning of the name has come to be and also the intention of the parties 
to any contract relating to the business. 1 Nims, Unfair Competition and 
Trademarks, 4th Ed., sec. 21. 

O’Grady v. McDonald, 72 N.J.Eq. 805, 66 A. 175, is an illustration of 
unfair competition. The complainant in that case was the owner of a hotel 
which was located on Arkansas Avenue in Atlantic City, and which had 
been known for twelve years as THE HOTEL DOMINION. The defendant, 
after conducting the hotel as lessee for one year, built another hotel on 
the same avenue only a few hundred feet away under the name of THE 
NEW DOMINION. The Court of Chancery of New Jersey held that the com- 
plaint was entitled to an injunction, because the name chosen by the de- 
fendant was likely to mislead the public and help to procure guests who 
had patronized the old hotel. 

In the progressive development of the doctrine of unfair competition, 
as an embodiment of the principles of fair dealing in business, the courts 
are called upon to make careful discrimination between those acts which 
may be done and those which may not be done in the course of rivalry in 
business. As it was stated by this Court in Drive It Yourself Co. v. North, 
148 Md. 609, 130 A. 57, the courts are solicitous to prevent unfair competi- 
tion in business, and to protect against unfair practices those persons who 
have established and developed a business or product stamped in the public 
mind with the impress of the builder’s skill or reputation; but the courts 
are equally solicitous to encourage fair competition and thereby protect the 
public against the evils of monopolies. The courts must be careful to guard 
against extending the meaning of ‘‘unfair competition’’ to cover acts which 
may be unethical yet not illegal. It may be unethical, for instance, for a 
dealer to take advantage of the advertising of his competitor, but in many 
eases his doing so would not be illegal. 

In Elgin Butter Co. v. Elgin Creamery Co., 155 Ill. 127, 140 N.E. 616, 
618, the Court refused to grant an injunction. The controversy in that case 
was between two Illinois corporations. One corporation was formed in 1882 
under the name of Elgin Butter Company. The other was formed in 1891 
under the name of Elgin Creamery Company. The Elgin Butter Company 
alleged that its name had been extensively circulated on its letter heads and 
price lists as well as by advertisements among the trade throughout the 
United States; and that no other person or corporation could lawfully use 
the name, or any substantial portion or similitude thereof, in such a way 
as to have a tendency to mislead the public. It further alleged that the 
Elgin Creamery Company’s use of its corporate name misled dealers and 
the public at large into the false belief that Elgin Creamery Company was 
the same as Elgin Butter Company; and that complainant’s business and 
good will would be lost or impaired unless the Court granted an injunction. 
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The Supreme Court of Illinois stated that the complainant had not 
acquired a monopoly of the use of the word ELGIN, and that the name 
ELGIN CREAMERY COMPANY is quite different from the name ELGIN BUTTER 
COMPANY, and ordinary attention would enable any person to discriminate 
between them. The Court spoke as follows in reference to the right of each 
corporation to use its corporate name: 

‘‘Even if the corporate names of the two corporations are some- 
what similar, yet, in the absence of any intent, act, or artifice to mislead 
dealers in the market or the public at large as to the identity of the 
corporations, the Elgin Creamery Company has the same right to use 
its corporate name in the transaction of its business that the Elgin 
Butter Company has to use its corporate name. It would seem that 
the same rule should apply to corporations in this regard that obtains 
in respect to natural persons; and, in the absence of any fraudulent or 
wrongful intention or act, or any contract to prohibit it, every natural 
person has the absolute right to his own name in his own business. ”’ 


Complainant relied upon the decision rendered by this Court in 1943 
in Baltimore Bedding Corporation v. Moses, 182 Md. 229, 34 A. 2d 338, 
59 USPQ 405 (34 TMR 17). But that case is readily distinguishable from 
the case before us. There the complainants were partners who had operated 
a bedding manufacturing business for more than 25 years under the trade 
name of BALTIMORE SPRING BED COMPANY, and had established a reputation 
for the excellence of their product. The defendant entered the same kind 
of business upon its incorporation in 1942. It advertised that it had 
“39 years experience,” and it had the word BALTIMORE printed in its 
advertisements in the same form of script that the partnership had used 
for many years. This Court was not convinced by the reasons given for 
the adoption of defendant’s name, and held that defendant’s advertise- 
ments were so inaccurate and misleading as to indicate that its purpose 
was to deceive the complainants’ customers. The Court accordingly found 
that the defendant was engaged in unfair competition. It gave approval, 
however, to the condition of the decree which allowed the defendant to 
continue the use of the corporate name provided that it adopted a disclaimer 
of any connection with the partnership business. 

The situation in the instant case is entirely different. While it is true 
that complainant alleged in its bill of complaint that defendant was 
deceiving the public and diverting customers from the EDMONDSON VILLAGE 
THEATRE, there was no evidence to show that defendant had been misleading 
any patrons and inveigling them into driving into the outdoor theatre 
when they were looking for the indoor theatre. While there was some 
confusion in telephone calls and correspondence between the two theatres 
during the first eight months, it is not reasonable to believe that any person 
with ordinary intelligence would have much difficulty in distinguishing 
between the indoor theatre in Edmondson Village and the outdoor theatre 
three miles to the west. Moreover, these two theatres do not show the same 
moving pictures at the same time. Complainant said that there were 
several patrons who had presumably misread defendant’s advertisements 
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and were disappointed when they learned that the pictures they wanted to 
see were being shown in the drive-in theatre and not in the Edmondson 
Village Theatre. However, there was no evidence whatever that any patron 
drove into the drive-in theatre to see a picture which was being shown in 
the Edmondson Village Theatre. 

Complainant complained because defendant’s theatre was listed in the 
Baltimore telephone directory as WEST 40 DRIVE-IN THEATRE, and in the 
Baltimore County telephone directory as JOSEPH Y. EINBINDER, DRIVE-IN, 
while he was advertising under the name of EDMONDSON DRIVE-IN THEATRE. 
Defendant explained that, while his theatre is located on the Baltimore 
National Pike, designated as U. 8S. Route 40, this highway is also commonly 
known by other names. He presented a list of restaurants, filling stations, 
and other business establishments whose addresses were given in the tele- 
phone directory as Edmondson Boulevard, or New Edmondson Avenue, 
or Edmondson Avenue Extended. He also showed that the State Roads 
Commission had described certain real estate in an advertisement of sale 
in the Baltimore Sun as fronting on ‘‘Edmondson Avenue Extended, U. 8. 
Route 40.’’ Therefore, it cannot be said that defendant’s advertisements 
were misleading and deceptive. 

Defendant swore positively that he never attempted in any of his 
advertisements to mislead the public to believe that there was any connec- 
tion between the two theatres. It appeared that some of his advertisements 
contained the following description of his location: “Route 40, Dual High- 
way, 3 miles west of Edmondson Village.” But he explained that he inserted 
that direction merely because Edmondson Village is a widely known shop- 
ping center and the statement of the distance was the most convenient way 
to describe his location. We agree with the Court below that there was no 
more indication of any intention to deceive the public in that announcement 
than if he had announced that his theatre is located a certain distance 
from Townson. 

Complainant also complained because the Baltimore Evening Sun 
placed EDMONDSON DRIVE-IN THEATRE above EDMONDSON VILLAGE THEATRE in 
its list of moving picture theatres. That list is published by the Sun 
gratuitously as a service to theatre-goers, and the theatres are listed 
alphabetically. Defendant’s theatre appears above complainant’s theatre 
simply because the letter “D” stands in the alphabet before the letter “V.” 

As complainant did not have exclusive right to use the word “Edmond- 
son,” and there was no evidence that defendant’s advertisements were 
misleading, the evidence failed to sustain the allegation of unfair compe- 
tition. The decree of the Court below dismissing the bill of complaint 
will therefore be affirmed. 
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IN RE GENERAL CABLE CORPORATION 
Appl. No. 6106 — C.C.P.A. — May 25, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant appeals from decision of Commissioner of Patents for registration 
of trademark on Supplemental Register of MORE POWER TO You and design of mark 
of two clenched fists for “bare and insulated electrical wires and cables’’. 
Registration is refused and decision of Commissioner of Patents affirmed be- 
cause of confusingly similar design mark of clenched fist grasping lightning bolts 
used by registrant for electric alarm systems, and addition of phrase in applicant’s 
mark might serve to suggest a common origin rather than indicate different origin. 
Application for trademark registration of General Cable Corporation, 
Serial No. 577,785 filed April 27, 1949. Applicant appeals from decision 
of Commissioner of Patents refusing registration. Affirmed. 


Case below reported at 44 TMR 304. 


Emery, Varney, Whittemore & Dix, of New York, N.Y. (George J. Schottler, 
of New York, N.Y., and Oscar W. Giese of Washington, D.C., of 
counsel) for appellant. 

E. L. Reynolds for Commissioner of Patents. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WorRLEY and 

Coz, Associate Judges. 

GarrReETT, Chief Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, acting for the Commissioner, refusing appellant’s application to 
have his mark registered on the Supplemental Register in the United States 
Patent Office. (See Sections 23, 24, 25, 26, 27 and 28 of the Trademark 
Registration Act of July 5, 1946, for subject matter relating to the Supple- 
mental Register.) 

It appears that as originally filed, on April 27, 1949, registration was 
sought on the principal register provided for in the 1946 Act, but on 
September 13, 1951, the application was amended by changing “Principal” 
to “Supplemental” and a substitute Statement and Declaration were filed. 

The composite word and design mark which appellant seeks to register 
is declared in the substitute statement to have been first used in commerce 
among the several states on April 1, 1949, as a trademark for “bare and 
insulated electrical wires and cables in Class 21, Electrical apparatus, 
machines and supplies.” It was further stated to have been “in lawful use 
in such commerce upon or in connection with the goods for the year pre- 
ceding the filing of this application.” 

Appellant’s mark was denied registration on a mark registered in the 
name of the Gamewell Company on the principal register March 7, 1950, 
upon an application filed August 30, 1948. Use of it was alleged as early 
as 1879 by a predecessor of Gamewell. 

The Gamewell mark (Registration 521,961) recites that it is a trade- 
mark for “apparatus and parts for electrical fire alarm systems; police 
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electric signaling and telephone systems; electric public alarm systems for 
announcing fire, air raid warnings and other emergencies; electric watch- 
man’s report, supervisory and emergency signaling systems; electric 
automatic fire detection, alarm, and emergency signaling systems; electric 
auxiliary fire alarm and police signaling systems; and electrical voice com- 
munication and amplifying systems, in Class 21, Electrical apparatus, 
machines, and supplies, * * *.” 

The Gamewell registration shows a clenched fist holding what are vari- 
ously described in the records and briefs as “electrical flashes,” “lightning 
bolts,” or “zigzag lines.” There are three such “flashes” or “bolts” in the 
registered mark, which extend in a generally horizontal plane, and at 
right angles to the clenched fist. 

Appellant’s mark for which registration is sought, is as has been 
mentioned a composite word and design mark. The design part of the 
mark shows a clenched human hand holding two “lightning bolts.” The 
hand is at an angle of about 45 degrees from the horizontal, and the “bolts” 
are generally at right angles to the hand. Associated with this design are 
the following words, adjoining the design thusly: 


MORE POWER [design] TO You 

Appellant in describing the Gamewell mark states: 

The Gamewell mark * * * is purely a pictorial representation of 
a clenched hand grasping a plurality of lightning bolts. The extension 
of the forearm would be vertical, rather than at an angle as in appli- 
eant’s mark, and the over-all visual effect is that the lightning bolts 
extend in a horizontal direction, rather than slanting downwardly 
from right to left as in applicant’s mark. There is little resemblance 
in the hand of the Gamewell mark to the forceful, dynamic hand of 
applicant’s mark. 

Despite appellant’s argument that there is little resemblance between 
the Gamewell mark, and the pictorial part of appellant’s mark, we are 
constrained to disagree. Such differences as there are, to our mind are 
minor, and could hardly be sufficient to distinguish appellant’s mark over 
that of the registration. 

As has been noted, the appellant’s application for registration is 
restricted to use on “bare and insulated electrical wires and cables,” 
while the registration of the Gamewell Company is stated to be used on 
“apparatus and parts” for several different categories of electrical signaling 
and alarm systems. Appellant argues that the type of goods upon which 
the respective marks are used are sufficiently different to preclude con- 
fusion, stating: 

Applicant does not manufacture the goods enumerated in the 
Gamewell registration. It does not appear from the registration that 
registrant uses its mark upon applicant’s goods, namely, electrical 
wires and cables. Moreover it is believed that manufacturers of equip- 
ment such as that described in the Gamewell registration do not ordi- 
narily manufacture electrical wires and cables, and vice versa (although 
admittedly electrical wires and cables are probably used in the man- 
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ufacture, or installation, or both, of the registrant’s goods). It is, 

therefore, respectfully submitted that no confusion would arise from 

the concurrent use of the two marks by the registrant and the 
applicant. 

We cannot agree that the goods upon which the marks are used are 
sufficiently different so as, by that fact alone, to obviate confusion, and we 
agree with the following succinct statement by the Solicitor in his brief on 
behalf of the Commissioner. 

* * * Tt will thus be seen that the goods involved are closely related 

and, in fact, the systems to which the Gamewell mark is applied would 

necessarily include bare or insulated electrical wires and cables as 
parts thereof. Under these circumstances it is submitted to be clear 
that the goods are of such a nature that the use of similar marks 
thereon would inevitably lead to confusion. Anyone who had pur- 
chased apparatus or parts of any of the various electrical systems 
bearing the mark disclosed by Gamewell, and who later found a simi- 
lar mark applied to electrical conductors, would normally conclude 

that they came from the same source. * * * 

Having concluded that neither the pictorial design features of the two 
marks, nor the goods upon which the respective marks are applied, are 
sufficiently different to permit a finding that there would be no confusion, 
there remains only an inquiry as to whether the phrase MORE POWER TO YOU 
as it is combined with the design is sufficient, either of its own force, or 
by virtue of its combination with the other differences, to distinguish 
appellant’s mark from that of the registration. 


Appellant argues that the use of clenched fists with electrical bolts 
is in general use to suggest power, and that “it follows that Gamewell has 
no exclusive right in the representation of a clenched fist holding lightning 
bolts; and another may use this symbol with additional matter which is 
sufficient to distinguish that other’s mark from the registered mark even 
though the result may be to incorporate the entire registered mark in the 
later one.” While we find no need in this case to survey all the various 
ways in which one mark may distinguish over another mark, nevertheless, 
as admitted by appellant, the effect of the differences in the marks must 
be such as to in fact distinguish one mark from another. The question as 
to whether the addition of words to a design similar to a registered design 
will be sufficient to distinguish one mark from another, is a question that 
can be answered only in the light of the particular facts of the case. 

The Assistant Commissioner in her decision for the Commissioner 
had the following to say with regard to the facts of this case, 99 USPQ 21, 
22: 

* * * In view of the almost identical impression created by the design 

feature of applicant’s mark and the registered mark, and of the nature 

of the goods in connection with which the marks are used, it is pos- 
sible that the word feature of applicant’s mark might serve to suggest 

a common origin rather than indicate a different origin. There is 

nothing in the record here which indicates that the registrant makes or 

sells bare or insulated electrical wires and cables, but a purchaser of 
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registrant’s alarm systems or communication equipment bearing the 
mark of the human hand clenched around electrical flashes or bolts 
might well be led to believe, upon seeing substantially the same mark, 
accompanied by the words MORE POWER TO YOU, on electrical wires and 
cables, that the wires and cables are made by the same company to 
transmit the electrical power to the alarm systems and communication 
equipment. It is believed that the applicant’s mark as applied to its 
goods is likely to lead to confusion, mistake, or deception as to its 
source. 


We are in full agreement with the above-quoted statement of the 
Assistant Commissioner. It seems to us that the words MORE POWER TO YOU 
merely reinforce the general mental impression conveyed by the hand 
clutching lightning flashes, and that they do not serve to enable a beholder 
to mentally distinguish the two marks as being those of different manu- 
facturers. The minor differences in the designs and in the goods are not 
sufficient to avert that general impression. We conclude that applicant’s 
mark is likely to lead to confusion, mistake or deception as to its source. 

The decision of the Commissioner of Patents is affirmed. 


L. J. MUELLER FURNACE COMPANY v. 
UNITED CONDITIONING CORPORATION 


Appl. No. 6123 — C.C.P.A. — May 25, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CLIME-MATIC used on air-conditioning units is not confusingly similar to CLIMA- 
TROL for coal, oil and gas fired air furnaces, including air conditioning apparatus. 
Even if viewed in their entireties, dissimilarities outweigh similarities, and thus 
cause the terms to be more different than alike. This is particularly true since the 
goods are expensive and are purchased by discriminating buyers. 
REGISTRATION PROCEDURE—OPPOSITION 


REGISTRATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENTS APPEALS 
Examiner of Interferences felt that prior third party registration of mark 


CLIMATOR could not be considered in opposition proceeding, since it was not filed 

before closing time for taking testimony and was not pleaded in opposition notice. 

Patent Office is under a duty to determine question of registrability ex parte with- 

out references to issues raised in notice of opposition. Since Commissioner of 

Patents did not consider this question it must be assumed that the Patent Office 

considered the mark CLIME-MATIC was registrable over CLIMATOR. 

Court does not have to consider this aspect, since appellant exhausted remedy 
in opposition proceeding. Decision of Patent Office is affirmed, Judge O’Connell 
dissenting. 

Opposition proceeding by L. C. Mueller Furnace Company v. United 
Conditioning Corporation, application Serial No. 589,538 filed December 
17, 1949. Opposer appeals from decision of Commissioner of Patents dis- 
missing opposition. Affirmed. O’Connell, Judge, dissenting without opinion. 


Case below reported at 44 TMR 333. 


Curtis B. Morsell and Arthur L. Morsell, Jr., of Milwaukee, Wisconsin, 
for appellant. 
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Sawyer, Kennedy & Murray (Kenneth H. Murray of counsel) of New 
York, N. Y., for appellee. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WoRLEY and 
CouE, Associate Judges. 


JOHNSON, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, 99 USPQ 342, reversing the 
decision of the Examiner of Interferences which sustained appellant’s 
notice of opposition to the registration by appellee, under the Trademark 
Act of 1946, of the notation cLIME-MATIC as a trademark for air condition- 
ing units. 

Appellee alleged May 12, 1949 as the date of first use of the involved 
mark in commerce among the several states. The application was examined 
and passed for publication pursuant to section 12(a) of the Trademark 
Act of 1946, and the mark was duly published in the Official Gazette on 
July 10, 1951. On August 7, 1951, appellant filed its notice of opposition 
to said registration. 

In its notice of opposition, appellant alleged that it is the owner of 
Trademark Registration No. 408,891, dated August 15, 1944, for the term 
CLIMA-TROL applied to gas furnaces. Appellant further alleged that it is 
the owner of Trademark Registration No. 527,679, dated July 18, 1950, for 
the term MUELLER CLIMATROL applied to coal, oil and gas fired warm air 
furnaces, boilers, and heaters; gas conversion burners; oil conversion 
burners; air cooling units for buildings; air moisteners; blowers; heating, 
ventilating, and air conditioning apparatus pipes, ducts, and fittings; 
registers for delivering conditioned air; unit heaters; and apparatuses for 
washing, humidifying and cleaning air circulated in buildings. It was 
also alleged that the term CLIME-MATIC used on air conditioning units so 
resembles the registered marks of opposer as to be likely to cause confusion 
or mistake or to deceive purchasers inasmuch as appellee’s mark is used 
in connection with goods identical to or of the same descriptive properties 
as those upon which opposer has used its mark. 

Both parties filed stipulated statements in lieu of testimony. 

It appears from the stipulated statements submitted by appellant- 
opposer that the term cLIMATROL has been applied to gas furnaces manu- 
factured by it and sold in interstate commerce since 1937; that the term 
MUELLER CLIMATROL has been used since November 30, 1947; that appellant 
advertised various of its CLIMATROL products throughout the United States 
both in circulars and in various nationally known magazines; and that 
advertising expenditures exclusively directed toward cCLIMATROL have 
totalled approximately $1,214,000. 

It appears from the stipulated statements submitted by applicant- 
appellee that the term cLIME-MATIC has been used by it on air conditioning 
units of all types throughout the United States; that appellee has exten- 
sively publicized its mark; that the prefixes cLIM or CLIME are in general 
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use in the industry and therefore not the subject of any one person’s 
exclusive ownership; and that air conditioning units are expensive, and 
purchasers of these items, generally architects, builders, or engineers, are 
discriminating buyers and are careful in their selection. 

The main issue before this court is whether the term CLIME-MATIC so 
resembles the terms CLIMATROL and MUELLER CLIMATROL as to be likely to 
cause confusion in the trade and deceive purchasers when each of these 
marks is applied to the above mentioned types of goods. 

The test applied by this court in an opposition proceeding is the like- 
lihood of confusion in the minds of the purchasing public as to the origin 
of the goods. Nestle’s Milk Products, Inc. v. Baker Importing Co., Inc., 37 
C.C.P.A. (Patents) 1066, 182 F.2d 193, 86 USPQ 80 (40 TMR 526); 
Standard Laboratories, Inc. v. Procter & Gamble Co., 35 C.C.P.A. (Patents) 
1146, 167 F.2d 1022, 77 USPQ 617 (38 TMR 768). This is a subjective 
test. Therefore prior decisions are of little value since each case must be 
decided on its own particular set of facts. North Star Manufacturing Co. 
v. Wells Lamont Corp., 39 C.C.P.A. (Patents) 764, 193 F.2d 204, 92 
USPQ 128 (42 TMR 220). 

However, various rules have been developed for the purpose of aiding 
in the determination of the question of confusing similarity. It is well 
settled that the marks must be considered in their entireties, Apollo Shirt 
Co. v. Enro Shirt Co., Inc., 35 C.C.P.A. (Patents) 849, 165 F.2d 469, 76 
USPQ 329 (38 TMR 314); Valpo Co. v. Solis, Entrialgo y Compania, 36 
C.C.P.A. (Patents) 1160, 175 F.2d 457, 82 USPQ 182 (39 TMR 699). But 
different features may be analyzed to determine whether the marks are 
confusingly similar, Hoffmann-La Roche Inc. v. Roch D. Kawerk, Etc., 32 
C.C.P.A. (Patents) 954, 148 F.2d 557, 65 USPQ 218 (37 TMR 71), and 
similarities and dissimilarities should both be considered, Younghusband 
v. Kurlash Co., Inc., 25 C.C.P.A. (Patents) 886, 94 F.2d 230, 36 USPQ 323, 
(28 TMR 132). 

It has also been held that the common portions of the marks cannot 
be disregarded, Schering & Glatz, Inc. v. Sharp & Dohme, Inc., 32 C.C.P.A. 
(Patents) 827, 146 F.2d 1019, 64 USPQ 394 (35 TMR 46), but a descrip- 
tive word, which has little trademark significance, will not be regarded as 
the dominant part of the mark, West Disinfecting Co. v. Lan-O-Sheen Co., 
35 C.C.P.A. (Patents) 706, 163 F.2d 566, 75 USPQ 77 (37 TMR 659). 


Thus applying the foregoing law to the present case, we are of the opinion 
that CLIME-MATIC and CLIMATROL, when viewed in their entireties, are not 
confusingly similar. Even if they are not viewed in their entireties, but 
their similarities and dissimilarities are compared, we find that while the 
prefixes CLIME and cur look alike and sound alike, that the suffixes matic 
and aTrou do not look alike or sound alike. We feel that the dissimilarities 
by far outweigh the similarities and thus cause the terms in their entireties 
to be more different than alike. We come to this this conclusion especially 
since the word cLIME, to which cui can be phonetically equivalent, is an 
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accepted word meaning climate, and, therefore, these words cannot be 
considered the dominant portions of the marks since they are descriptive 
when applied to the merchandise under consideration. 

We also feel that the “discriminating purchaser” theory is applicable 
to the present case, as held by the Commissioner of Patents. In this respect 
the statement which was made in Synchromatic Air Conditioning Corp. v. 
Williams Oil-O-Matic Heating Corp., 27 C.C.P.A. (Patents) 1010, 109 
F.2d 784, 44 USPQ 598, 599 (30 TMR 205), and cited in appellee’s brief 
is particularly opposite. This statement is: 

In this case the goods of the particular parties are substantially 
identical, but they are relatively expensive and undoubtedly their 
purchase would be made only after a careful investigation of different 
apparatus for air conditioning systems. These facts, together with the 
dissimilarity of the marks, impel us to the conclusion that the marks 
are not confusingly similar. 

There is one other contention made by appellant which requires 
consideration. Appellant argues that “Irrespective of the Notice of Opposi- 
tion it should be adjudged ex parte that applicant is not entitled to register 
the term CLIME-MATIC over a very early CLIMATOR registration, No. 298,115, 
applied to warm air heating and air conditioning systems.” The Examiner 
of Interferences felt that this term was not entitled to consideration in the 
opposition proceeding because it was not filed before the closing time for 
taking testimony and because it was not pleaded in the notice of opposition. 
This aspect of the present case was not considered in the opinion of the 
Commissioner. 

It has been held many times that it is not only the right but the duty 
of the Patent Office to determine the registrability of a mark ex parte 
without references to the issues raised in the notice of opposition. Dubonnet 
Wine Corp. v. Ben-Burk Inc., 28 C.C.P.A. (Patents) 1298, 121 F.2d 508, 
50 USPQ 76 (31 TMR 266) ; Burmel Handkerchief Corp. v. Cluett, Pea- 
body & Co., Inc., 29 C.C.P.A. (Patents) 1024, 127 F.2d 318, 53 USPQ 369 
(32 TMR 308). In each of these cases there was an adverse ex parte 
determination by the Patent Office tribunals of the right to register a 
mark irrespective of the opposition proceedings. This situation does not 
exist here since there was no adverse finding outside of the opposition 
proceedings. The above rule of law must therefore be considered inapposite. 

We have no choice but to assume that the Patent Office tribunals are 
cognizant of the above rule, and that if they had found confusing similarity 
to exist between CLIMATOR and CLIME-MATIC they would have acted under 
the rule. Therefore, since the Examiner of Interferences did not apply 
the rule, and since the Commissioner did not consider the question, we must 
assume that they felt that the mark CLIME-MaTiIC was registrable over the 
mark CLIMATOR, 

It can readily be seen that if the Patent Office tribunals were compelled 
to consider ex parte every mark urged by an opposer, which was presented 
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after the time limit allotted during the opposition proceedings, then there 
could be no end to proceedings before the Patent Office. Opposer, by 
timely action, could have presented the mark cLIMATOR in the opposition 
proceeding, but for reasons unknown to us did not do so. In short, since 
the Patent Office tribunals failed to consider the mark and find confusing 
similarity, and since the above rule of law urged by appellant is therefore 
inapposite, we, as an appellate court, feel that we can neither consider the 
merits of this aspect of the case since it is not properly before us, nor 
compel the Patent Office tribunals to consider it since appellant exhausted 
his remedy in the opposition proceeding. 

For the foregoing reasons the decision of the Commissioner is affirmed. 

Wor.ey, Judge, concurs in the conclusion. 

O’CoNNELL, Judge, dissents. 


FRED W. AMEND CO. v. AMERICAN CHARACTER DOLL CO. 
Appl. No. 6130 — C.C.P.A. — June 15, 1955 


CANCELLATION PROCEDURE—EVIDENCE 

Appellant owner of CHUCKLES for use on candies petitions for cancellation of 
CHUCKLEs for dolls. To justify cancellation of registration because of confusing 
similarity, no actual confusion need be proved it being only necessary to show 
likelihood of confusion, and issue must be determined on basis of opinion after 
considering marks and application. 

CANCELLATION PROCEDURE—EVIDENCE 
REMEDIES—INFRINGEMENT—BASIs OF RELIEF—IN GENERAL 

Cases cited stand for proposition that well-known trademarks are entitled to 
protection from unauthorized use or encroachment when public is likely to assume 
that products emanate from same source; but cases are not binding where pur- 
chaser would conclude that goods are of different origin in spite of great similarity 
of marks and manner in which they are used. 

TRADEMARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Under Trademark Act of 1946 ultimate test is likelihood of confusion, mistake 
or deception of purchaser. Although requirement that goods be of same descriptive 
properties has been omitted, similarity or dissimilarity of descriptive properties 
should be considered in every case. 

Notwithstanding the fact that dolls and candy are sometimes sold through same 
outlets, there would be no likelihood of confusion as to source of goods because of 
great dissimilarity. In determining whether mark is famous, long use, sales 
volume, advertising, etc. are being considered and petitioner has not proved that 
the mark CHUCKLES has attained such celebrity as to preclude its use on entirely 
dissimilar goods. 


Cancellation proceeding No. 5797 by Fred W. Amend v. American 
Character Doll Co., Registration 544, 366 issued June 26, 1951. Petitioner 
appeals from decision of Commissioner of Patents dismissing petition, 
Affirmed. 

Case below reported at 44 TMR 226, 

Wilkinson, Huzley, Byron & Hume, of Chicago, Illinois (Milton T, Miller, 
of Chicago, Illinois and Samuel Lebowitz, Washington, D.C,, of counsel) 
for appellant, 
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ALBERT J. CLARK, New York, N. Y., for appellee. 


Before O’ConNELL, Acting Chief Judge, and JoHNson, WorLEy, CoLE and 
JACKSON (retired), Associate Judges. 
JOHNSON, Judge. 


This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, 99 USPQ 249 (44 TMR 226), 
sustaining the decision of the Examiner of Interferences which dismissed 
appellant’s petition to cancel appellee’s mark CHUCKLEs as applied to dolls. 

Appellant is the owner of Registration No. 515,075, cuHuckues for use 
on candy. This mark was registered on September 13, 1949, based on use 
since 1922. It appears from the record that appellant submitted in evidence 
its prior registration of the mark CHUCKLE, Registration No. 283,466, for 
candy issued May 26, 1931, which recites that appellant is the owner of 
Registrations No. 166,889, April 17, 1923, and No. 192,803, December 8, 
1924, for the marks CHUCKLE and CHUCKLES for use as a trademark on 
candy. 

Appellee’s Registration No. 544,366, cHucKLEs is for dolls, and was 
registered on June 26, 1951, based on use since 1940. 

It appears from the deposition testimony of Mr. C. L. Fischer, a director 
and officer of appellant, that jelly candies have been sold by appellant under 
the CHUCKLEs label in an amount in excess of $36,000,000, and that current 
sales run several million dollars a year; that the mode of distribution has 
been through brokers and jobbers in addition to various national chain 
organizations; that various modes of advertising have been employed at a 
total cost of approximately $3,000,000, and that present advertising costs 
run several hundred thousands of dollars per year; that the great bulk of 
retail sales are made from the CHUCKLES displayed on counters in retail 
stores; and that the candy is sold in five cent and ten cent packages, and 
in a 13 ounce family package. It further appears from the testimony 
submitted on behalf of appellant that it is common both on the jobber and 
retail levels for the same stores to carry both candy and dolls; however, 
it was brought out on cross-examination that Mr. Fischer never heard of 
any confusion between CHUCKLES dolls and CHUCKLES candy. 


It appears from deposition testimony of Mr. J. Brock, a partner in 
the appellee company, that appellee has used the term CHUCKLEs on dolls 
since 1940, and that a label bearing this notation is tied around the arm 
of the doll; that the dolls vary in retail price range from $7.98 to $18.98; 
that these dolls are sold in practically every state, and in foreign countries; 
that the dolls are sold mostly through department stores, but also through 
specialty shops, toy shops, mail order houses, and some jobbers; and that 
advertising of CHUCKLES dolls is through catalogues, trade papers, and 
magazines. 

It has been held that to justify cancellation of a registration because 
of confusing similarity between trademarks no actual confusion need be 
proved, it being only necessary to show that there is likelihood of confusion. 
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The Procter & Gamble Co. v. Prescott Co., 22 C.C.P.A. (Patents) 1173, 
77 F.2d 98, 25 USPQ 252 (23 TMR 448). In the present case there is no 
question that the mark CHUCKLES which is applied to both appellant’s and 
appellee’s goods is the same mark. However, in a trademark cancellation 
proceeding the issue of confusing similarity must be determined on the 
basis of opinion after considering the marks and the goods on which they 
are applied. Auburn Rubber Corp. v. Hanover Rubber Co., 27 C.C.P.A. 
(Patents) 743, 107 F.2d 588, 43 USPQ 395 (29 TMR 642), and cases cited 
therein. We must of necessity rely on opinion as to likelihood of confusion 
in the present case since no actual confusion has been shown. 


In the present case, appellant, on the first page of its brief, states 
‘*Specifically the goods are different but petitioner’s position is that the 
relationship of the goods is such that it would be damaged by this registra- 
tion because of the national significance of its trademark.’’ 

Appellant’s theory in bringing the cancellation proceeding, notwith- 
standing his admission that the goods are different, appears to be that 
‘*netitioner’s trademark has achieved the status of a famous trademark by 
reason of long-established use, wide-spread sales, public acceptance, and 
national prominence,’’ citing Radio Corp. of America v. Rayon Corp. of 
America, 31 C.C.P.A. (Patents) 808, 139 F.2d 833, 60 USPQ 246 (34 TMR 
103). In re Sylvan Sweets Co., 40 C.C.P.A. (Patents) 1048, 205 F.2d 207, 
98 USPQ 220 (44 TMR 60). In the same respect, appellant further states 
that ‘‘a trademark which is a strong mark should be protected against use 
on non-competing goods * * *,’’ citing numerous cases. Relative to the 
latter statement, we are in full agreement with the following statement from 
the decision of the Assistant Commissioner, 99 USPQ at 251: 

* * * Each of these cases stands for the proposition that well-known 
trademarks are entitled to protection from unauthorized use or en- 
croachment when the public is likely to assume that the products 
emanate from the same [sic] source. This is the basic theory of all 
trademark protection, and it may be that some trademarks are so 
impressed on the public consciousness that any use by another of the 
mark on any product—no matter how unrelated—will lead to the 
belief that the products emanate from or are in some manner con- 
nected with the original user. Unless use of the mark by the respon- 
dent in this case is likely to lead potential purchasers to believe that 
its CHUCKLEs dolls are made by, approved by, sponsored by, or in some 
way connected with petitioner’s CHUCKLES candy, the cited cases are 
not binding precedents; and there is insufficient evidence here to lead 
to such a finding. 

We are of the opinion that when all of the facts of the present case are 
considered, notwithstanding the sameness of the marks, that there would be 
no likelihood of confusion. 

In The Pep Boys v. The Edwin F. Guth Co., 39 C.C.P.A. (Patents) 1015, 
197 F.2d 527, 94 USPQ 158 (42 TMR 758), an opposition proceeding, we 
affirmed the dismissal of a notice of opposition of the owners of the term 
cADETs for storage batteries which was brought against the registration of 
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the term capeT for electric lighting fixtures. We can best express our 
reasoning in that ease by quoting directly therefrom as follows, 94 USPQ 
at 159-160: 

It appears to us that electric lighting fixtures and storage batter- 
ies are not associated in use, and from the stipulation of facts it ap- 
pears that they are not handled by the same type of dealers or sold 
in the same manner. We believe that those who purchase electric 
lighting fixtures should properly be classed as discriminating buyers. 
We think such electric lighting fixtures are generally bought because 
of their decorative appearance or their lighting utility, and that the 
size and design is selected which will best fit into the decorative or 
lighting scheme contemplated by the purchaser. On the other hand, 
it seems to us that storage batteries are purchased for their well- 
known use in vehicles and for like applications and not because of 
their appearance or any of the other considerations involved in the 
purchase of a lighting fixture. 

[3] It is our opinion that appellant’s storage batteries differ so 
widely in use and characteristics which govern choice by a purchaser, 
and in all other respects, from the electric lighting fixtures of appellee 
that the use of identical marks on these respective products would not 
be likely to cause confusion, or mistake, or to deceive purchasers as 
to the source thereof. 

In The Alligator Co. v. Larus & Bro. Co., Inc., 39 C.C.P.A. (Patents) 
939, 196 F.2d 532, 93 USPQ 436 (42 TMR 562), an opposition proceeding, 
we affirmed the decisions of the Patent Office tribunals that the term 
ALLIGATOR as applied to tobacco products was registrable over the term 
ALLIGATOR as applied to raincoats, topcoats, and jackets. In that case we 
felt that the contemporaneous use of the two marks, when applied to the 
respective goods would not be likely to cause confusion or mistake or to 
deceive purchasers. In the course of the decision we stated, 93 USPQ at 
440, ‘‘* * * surely no confusion or deception possibly can be likely to arise 
from the registration and use of appellee’s mark when the character of the 
merchandise of the respective parties is taken into consideration as, of 
course, it must be.’’ (Italics added.) 

The foregoing cases were decided under the Trademark Act of 1946. 
Other cases, decided under the Trademark Act of 1905, which held that a 
certain mark was registrable over the same mark when applied to different 
goods are: General Shoe Corp. v. Forstner Chain Corp., 27 C.C.P.A. 
(Patents) 1398, 113 F.2d 127, 46 USPQ 231 (30 TMR 454) ; Mohawk Milk 
Prod. Co. v. General Distilleries Corp., 25 C.C.P.A. (Patents) 990, 95 F.2d 
334, 37 USPQ 197 (28 TMR 202); Carnation Co. v. California Growers 
Wineries, Inc., 25 C.C.P.A. (Patents) 1277, 97 F.2d 80, 37 USPQ 735 
(28 TMR 317); Pratt & Lambert, Inc. v. Chapman & Rodgers, Inc., 30 
C.C.P.A. (Patents) 1228, 136 F.2d 909, 58 USPQ 474 (33 TMR 336). 
In the foregoing cases the court felt that since the goods were not of the 
same ‘‘descriptive properties,’’ that there would not be likelihood of con- 
fusion and deception of purchasers. However, the case of Radio Corp. of 
America v. Rayon Corp. of America, supra, an opposition proceeding de- 
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cided under the Act of 1905, held that the term RcA FABRIC was not regis- 
trable over the term rcA, an abbreviation of the corporate name Radio 
Corporation of America, notwithstanding that fabrics and radios are of 
different ‘‘descriptive properties,’’ on the ground that there might be 
confusion as to origin of goods. 

Again, in In re Sylvan Sweets Co., supra, decided under the 1946 Act, 
we felt that the notation LUCKY CAMEL, the term LUCKY being in smaller type 
than the term CAMEL, which was applied to candy cigarettes, was not regis- 
trable over the term CAMEL for use on smoking tobacco and cigarettes. The 
word CAMEL of the term LUCKY CAMEL was reproduced on a package similar 
in size and shape to a conventional cigarette package, and possessed the 
same size, position, and style of lettering as the cAMEL (cigarette) regis- 
tration. We felt that the factors in the case were such that purchasers 
would not necessarily conclude that the goods differed in origin in view of 
the great similarity of the marks and the manner in which they were used 
on packages. 

Under the Trademark Act of 1946 the ultimate test is the likelihood of 
confusion or mistake or deception of purchasers ; the requirement that goods 
be of the same descriptive properties has been omitted; this does not mean 
that the similarity or dissimilarity of the descriptive properties of the 
goods is no longer a factor to be considered; it should be considered in 
every case of this type since it is logically a factor of considerable im- 
portance to be given much weight in reaching the ultimate conclusion as 
to whether or not there is likelihood of confusion, mistake, or deception of 
purchasers. The Pep Boys v. The Edwin F. Guth Co., supra. 

Thus there have been certain situations under the Act of 1946 and 
the Act of 1905, as shown above, where a notation, similar to one already 
registered, was not registrable to a newcomer notwithstanding great 
dissimilarity of the respective goods. In those cases, we felt that confusion 
as to origin of the goods was likely. 

We are of the opinion that when the facts of the present case are viewed 
in the light of the above-cited law of our previous decisions which have held 
that confusion is unlikely, that the decisions of the Patent Office tribunals 
should be affirmed. Notwithstanding the fact that both products, candy 
and dolls, are sometimes sold through the same outlets, we do not feel that 
there would be likelihood of confusion as to the source of the goods because 
of their great dissimilarity in both character and use. Furthermore, the 
evidence which has been presented, we believe, hardly establishes that the 
term CHUCKLES is so famous a mark or has attained such prominence as 
to prevent appellee from using this mark on dissimilar merchandise. More 
specifically, it appears that the contention by appellant that its mark is 
famous is evidently predicated on the facts set forth above relating to its 
long use, volume of sales, advertising, ete. While this is a factor to be 
considered, and in some cases given much weight, we do not feel that the 
evidence which has been presented proves appellant’s contention. 
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We have carefully considered appellant’s brief and the cases cited 
therein. However, for the foregoing reasons, we are of the opinion that the 
decision appealed from should be affirmed. 

JACKSON, Judge, Retired, participated for Garrett, Chief Judge. 

O’ConNELL, Judge, did not participate in the decision. 





LEKAS & DRIVAS, INC. v. TENTH AVENUE TRADING CORP. 
Appl. No. 6132 — C.C.P.A. — June 15, 1955 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Opposer—appellant is owner of mark ARISTOCRATIC for olive oil since 1916 and 
opposes application of COSMOCRATIC used since 1950 for like goods. 

Although each mark contains same suffix, prefix sought in combination must 
be sufficiently distinctive to prevent likelihood of confusion. However some sim- 
ilarity is bound to exist between marks employing same suffixes. 

Taking into consideration that both marks are used on like goods and they 
are inexpensive food items, the buyers of ordinary intelligence exercising ordinary 
eare should have no difficulty in distinguishing between marks since ARISTOCRATIC 
has well known connotation where as COSMOCRATIC has no such well known connota- 
tion and confusion is therefore unlikely. 

Opposition proceeding No. 31207 by Lekas & Drivas, Inc. v. Tenth 
Avenue Trading Corp., application Serial No. 603,089 filed September 1, 
1950. Opposer appeals from decision of Commissioner of Patents dis- 
missing opposition. Affirmed. 

Case below reported at 44 TMR 587. 

Theodore W. Miller, of Chicago, Illinois, for opposer-appellant. 
Bader & Bader, of New York, N.Y. (1. Walton Bader and George J. Chrys- 

sikos, of New York, N.Y., and Albert M. Zalkind, of Washington, D.C., 

of counsel) for applicant-appellee. 


Before O’CoNNELL, Acting Chief Judge, and JoHNsoN, WorLEy, CoLE and 

JACKSON (retired), Associate Judges. 

CoLE, Judge. 

Appellee herein filed an application on September 1, 1950 to register 
on the Principal Register of the United States Patent Office its composite 
trademark comprising the word notation cosmocratTic, a small fanciful 
monogram, CTAT, and an olive branch design. The mark, allegedly in use 
since February of 1950, was for olive oil and was applied to the cans in 
which such product is sold. The application was examined and the mark 
published in the Official Gazette of the Patent Office on January 1, 1952. 
Several weeks thereafter, on January 23, 1952, appellant herein filed its 
notice of opposition to registration of appellee’s mark. The opposition was 
predicated on appellant’s prior adoption, ownership, and continuous usage 
since 1916 of the trademark aristocratic, also for olive oil. The notice 
alleged that appellee’s mark so resembled artIstocratic as to be likely, when 
applied to the identical goods of the parties, to cause confusion, mistake, 
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or deception of purchasers as to the source of origin of such goods. Appel- 
lee admitted appellant’s prior use of ARISTOCRATIC but entered a general 
denial of other allegations pleaded in the notice of opposition. Neither 
party took testimony. 

The Examiner of Interferences of the Patent Office, on the basis of 
the pleadings before him, found that confusion in trade would likely 
result if the marks were concurrently registered. This decision was 
reversed by the Assistant Commissioner of Patents, acting for the Com- 
missioner, who held that the marks did not look or sound much alike, ex- 
cept for the suffix cratic; and further “that the word aARIsTocRATIc has 
such a familiar and well-known meaning to the ordinary, unsuspecting, 
unwary and inattentive purchaser that he will readily distinguish it from 
cosMOcRATIC which probably will have little or no meaning to him.” Lekas 
& Drivas, Inc. v. Tenth Avenue Trading Corp., 100 USPQ 58, 60 (44 
TMR 587). 


In its appeal here, appellant urges recognition of similarities in sound, 
appearance, and meaning between cosMocraTic. It emphasizes that the 
marks are applied to identical goods, and that ARISTOCRATIC is a well-known 
trademark, in use some 34 years prior to appellee’s adoption of cosmo- 
CRATIC, and that doubts on the likelihood of confusion should be resolved 
against the newcomer. 


It is clear that the dominant part of appellee’s composite mark is the 
word notation cosmMocraTic. The monogram and design are of such sec- 
ondary significance as to be almost wholly disregarded in determining the 
likelihood of confusion between the involved marks. 

Each mark contains the suffix cratic or ocratic. While appellant 
obviously cannot appropriate these suffixes to its exclusive trademark use, a 
prefix sought to be used in combination therewith by a subsequent trade- 
mark applicant must be sufficiently distinctive and employed in such asso- 
ciation as will obviate the likelihood of confusion as to the origin of the 
goods marketed under the respective marks. See Hureka Williams Corpo- 
ration v. Willoughby Machine and Tool Company, 39 C.C.P.A. (Patents) 
832, 194 F.2d 543, 93 USPQ 12 (42 TMR 423), and Eureka Williams Corp. 
v. McCorquodale, 40 C.C.P.A. (Patents) 1028, 205 F.2d 155, 98 USPQ 
138, (44 TMR 53). That some similarity is bound to exist between trade- 
marks employing common suffixes is clear. Confusion is likely between 
trademarks, however, only if their overall presentations in any of the par- 
ticulars of sound, appearance, or meaning are such as would lead the pur- 
chasing public into believing that the products to which the marks are 
applied emanated from the same source. In testing this issue, fixed legal 
rules exist—if not in harmony, certainly in abundance—but, in the final 
analysis, the application of these rules in any given situation necessarily 
reflects a matter of individual judgment largely predicated on opinion. 
There is, however, and can be no disagreement with the rule that the pur- 
chaser is confused, if at all, by the marks as a whole. 
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Taking into consideration that the marks here in question, ARISTO- 
CRATIC and COSMOCRATIC, are each applied to olive oil, that this commodity 
is a relatively inexpensive food item; and a matter of frequent purchase, 
we are nevertheless of the opinion that the buyer possessing ordinary intel- 
ligence and exercising ordinary care in relation to the purchase of such 
goods would have no difficulty in distinguishing between the contested 
marks. While the difference in sound and appearance is quite apparent, 
when the marks are viewed in their entireties, it might be said that each 
mark seeks to convey the same general thought to the public, i.e., that 
among discriminating individuals the olive oil sold under the respective 
marks is the best that can be bought anywhere. We do not think it neces- 
sarily follows, however, if this meaning be attributable to the intent of 
the parties here, that the ordinary purchaser will arrive at a similar 
conclusion. ARISTOCRATIC is a word with clear meaning to most everybody. 
On the contrary, COSMOCRATIC is a notation without a readily grasped con- 
notation. In any event, we do not feel that these marks are such as to 
confuse or deceive the ordinary purchaser into parting with his money on 
belief that there is no difference in the source from whence springs ARISTO- 
CRATIC and COSMOCRATIC Olive oil. 

For the reasons hereinbefore stated, the decision of the Assistant 
Commissioner of Patents, acting for the Commissioner, is affirmed. 

JACKSON, Judge, retired, recalled to participate herein in place of 
Garrett, Chief Judge. 





PRICE VACUUM STORES, INC. v. ADMIRAL CORPORATION 
Appl. No. 6072 — C.C.P.A. — June 15, 1955 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 

Appellant is in the business of selling sewing machines and vacuum cleaners 
under name ADMIRAL and petitions for cancellation of appellee’s trademark ADMIRAL 
registered for use in radios, record players, phonograph recorders and similar goods. 
In cancellation proceedings petitioner must allege facts upon which injury to 
petitioner is predicated. One of the facts is that goods of respective parties are 
similar and that confusion in trade is likely. Petitioner relies on respondent’s alle- 
gations in previous cases before other tribunals that goods are of same descriptive 
properties. This form of pleading is insufficient. Damage must be affirmatively 
pleaded by statement that goods are of the same descriptive properties or that the 
sale of the goods would be likely to cause confusion in the trade. Therefore the 
decision of the Commissioner dismissing the petition must be affirmed. 


Cancellation proceeding No. 5868 by Price Vacuum Stores, Inc. v. 
Admiral Corporation, Registration No. 409,912 issued October 31, 1944. 
Petitioner appeals from decision of Examiner-in-Chief of Patent Office 
dismissing petition. Affirmed. 

Case below reported at 43 TMR 1076. 

See also 42 TMR 50, 853; 43 TMR 616. 

Caesar & Rivise (A. D. Caesar and Maz R. Millman of counsel) of Phila- 
delphia, Pennsylvania, for petitioner-appellant. 
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Wilkinson, Huxley, Byron & Hume, of Chicago, Illinois, (Gerrit P. Groen, 
of Chicago, Illinois, and J. Darrell Douglass, of Cleveland, Ohio, of 
counsel) for respondent-appellee. 


Before Garrett, Chief Judge, and O’CoNNELL, JoHNSON, WoRLEY and CoLE, 
Associate Judges. 


JOHNSON, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Examiner-in-Chief, 97 USPQ 472 (43 TMR 1076), 
affirming the decision of the Examiner of Trademark Interferences which 
granted appellee’s motion for dismissal of appellant’s petition for cancella- 
tion of appellee’s registration No. 409,912 for the trademark ADMIRAL on 
the ground that it failed to state facts upon which relief could be granted. 

The basic question for our determination is whether appellant has 
stated a cause of action in its pleadings. However, before answering this 
question we deem it desirable to review the facts of the instant litigation 
in the light of other litigation involving appellee and a subsidiary of 
appellant. 

As stated above, appellee, Admiral Corporation, is the owner of regis- 
tration No. 409, 912 for the trademark ADMIRAL registered January 11, 1944 
for use on “radio receiving sets, loud speakers, amplifiers, vacuum tubes; 
electrically operated record players, automatic phonograph record players, 
automatic phonograph record changers, phonograph recorders and re- 
producers, radio and phonograph combinations; electrically operated phono- 
graph recorders, electrically driven record changers, electric flat irons, 
electric waffle irons, nontherapeutie electric heating pads, electric desk 
lamps, nontherapeutice electric heating lamps, electric fans, electrically 
heated vaporizers, electric curling irons, electric percolators, electric 
toasters, electric hot plates, electric food mixers.” 

Appellant, Price Vacuum Stores, Inc., has a wholly owned subsidiary 
by the name of Penco, Inc., which engages in the sale of sewing machines 
and vacuum cleaners under the name ADMIRAL. 


In previous litigation, Admiral Corporation v. Penco, Inc., 106 F.Supp. 
1015, 94 USPQ 228, 231 (42 TMR 853), decided August 1, 1952, it was 
held, insofar as of interest here, that there was trademark infringement 
in the use of the mark apmrraL by Penco, Ine. In its decision the court 
stated, “The right to protection of good will and reputation in connection 
with the trade in goods sold under an established mark extends not only 
to the identical goods but to items of the same general kind or of the same 
descriptive properties to which the mark would bear a natural trade 
significance.” (Citation of eases omitted.) On appeal, 203 F.2d 517, 97 
USPQ 24 (43 TMR 616), the circuit court affirmed the district court’s 
decision. 


A petition for cancellation of appellee’s registration No. 409,912 was 
filed by appellant, Price Vacuum Stores, Inc., in the United States Patent 
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Office on March 24, 1952. This petition, as amended on May 19, 1952, 
included the following allegations: 

12. Said Penco, Inc., the defendant in said Civil Action No. 5036, 
is Petitioner’s wholly-owned subsidiary and Admiral Corporation seeks 
damages as well as an injunction in said suit. 

13. Admiral Corporation has offered in evidence and is relying 
upon said Certificate of Registration No. 409,912 in said Oppositions 
No. 29,846 and No. 29,847. 

14. In said suit for infringement, Civil Action No. 5036, and 
in said Oppositions No. 29,846 and No. 29,847 said Admiral Corpo- 
ration bases its action, in part, on the alleged fact that said Certificate 
of Registration No. 409,912 is evidence of trademark use on all of 
the goods specified in said Registration No. 409,912 which said Ad- 
miral Corporation alleges are of the same descriptive properties as 
Petitioner’s electric sewing machines, vacuum Cleaners and parts there- 
for. [Italics added. |] 

15. Petitioner avers on information and belief that Admiral Cor- 
poration has never offered for sale electric sewing machines, vacuum 
cleaners and parts therefor under the mark ADMIRAL or any other 
trademark. 

16. Petitioner avers on information and belief that it has adopted 
and used the mark ADMIRAL on sewing machines, vacuum cleaners and 
parts therefor prior to the time Admiral Corporation has adopted and 
used its mark on the same class of goods. 


Appellee, Admiral Corporation, moved to dismiss appellant’s petition 
for cancellation on the ground that it failed to state a cause of action. The 
Examiner of Interferences granted this motion and the Examiner-in-Chief 
affirmed with the following language, 97 USPQ at 474 (43 TMR 1076) : 


It seems clear from a study of the decisions cited by the examiner 
that his decision dismissing the petition for cancellation on the ground 
that it was fatally defective because of the omission of an allegation 
that the goods of the petitioner and those specified in the registration 
sought to be canceled are such that their sale under the notation 
ADMIRAL would be likely to cause confusion or mistake or deception 
of purchasers in trade was proper and is affirmed. 

The decision of the Examiner-in-Chief was appealed to this Court. 


It is well settled that a petition for cancellation of registration of a 
trademark must allege facts upon which injury to petitioner is predicated. 
Old Monk Olive Oil Co. v. Southwestern Coca-Cola Bottling Co., 28 C.C.P.A. 
(Patents) 1091, 118 F.2d 1015, 49 USPQ 192 (31 TMR 203), and eases 
cited therein. One of the facts which must be alleged is that the goods of 
the respective parties are similar, or that confusion in the trade is likely, 
as discussed in detail hereafter. 

The case of McIlhenny’s Son v. New Iberia Extract of Tobasco Pepper 
Company, Limited, 30 App. D. C. 337, was cited in the Old Monk case, 
supra, for the above point of law. In the Mcllhenny’s case, the following 
is stated at 340: 

* * * The petition of the appellee does not contain an averment 


that it had used the word ToBasco as a trademark for pepper sauce. 
The averment that it had used the word as a trademark is not sufficient, 
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for the obvious reason that, unless the word had been used in the same 

business as that in which it was used by appellant, no injury contem- 
plated by the statute would have resulted and no right to intervene 
would have followed. * * * [Italics added] 

The demurrer should have been sustained, * * *. 

The McIlhenny’s case, supra, was cited with approval in Goheen Corp., 
Etc. v. White Co., 29 C.C.P.A. (Patents) 926, 126 F.2d 481, 53 USPQ 52 
(32 TMR 241), wherein it is stated at 931, 53 USPQ at 56. 

* * * White has not alleged in its petition for cancellation that at or 

before the time it filed its petition it used the mark on any kind of 

goods similar to those of Vita-Var, * * * 

If White had alleged in its petition for cancellation, and offered 
proof establishing that it, at the time of filing the petition was manu- 
facturing and selling a waterproofing compound similar to that of 
Vita-Var * * * a different situation with respect to the right to file a 
petition for cancellation might have been presented. [Italics added] 

We think that White has failed to allege and show injury in the 
statutory sense, and its petition for cancellation should have been 
dismissed. 

In summary, the cited portions of the foregoing cases stand for the 
above stated rule that a petition for cancellation of registration of a trade- 
mark must allege facts upon which injury to the petitioner is predicated. 
It is also quite obvious from the cases that, before there can be a showing 
of injury, there must be an allegation that there will likely be confusion 
in the trade as a result of the use of the marks on the respective goods 
of the parties, or as stated by the Examiner-in-Chief, “The petitioner herein 
can have no proper interest in the question of respondent’s right to registra- 
tion in the cancellation proceedings unless the goods of the party and 
those specified in the registration under attack are such that their sale 
under the notation in controversy would be likely to cause confusion in 
the trade.” 


In view of the above cited law, we must determine whether appellant, 
Price Vacuum Stores, Inc., has properly set forth a cause of action in the 
pleadings, this being the main issue before us. More specifically, in the 
light of the above cases, we must determine whether there are any facts 
alleged in the pleadings which set forth that the sale of the goods of the 
petitioner and respondent under the mark apmirRaL is likely to cause 
confusion in the trade. If there is no such allegation, then the petition 
must fail. 


The closest that appellant comes to making this allegation is in recital 
14, supra, of the Petition for Cancellation. It is stated by petitioner in 
this recital that Admiral Corporation, respondent, has alleged in previous 
opposition proceedings and in previous infringement suit, that the goods 
listed in its Registration No. 409,912 are of the “same descriptive properties” 
as petitioner’s electric sewing machines and vacuum cleaners. It is to be 
noted that there is no direct statement by petitioner in recital 14 that the 
goods are of the “same descriptive properties” as those of respondent. In 
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essence, what appellant is doing is relying on appellee’s allegations in 
previous eases before other tribunals. Therefore, the question before us, 
in its narrowest aspect, is whether the allegation made by appellant that 
appellee has alleged the fact of “same descriptive properties” in previous 
litigation involving the same mark is a sufficient recital to allow the petition 
for cancellation to proceed on its merits. 

Appellant’s argument in the foregoing respect appears to be that 
“Respondent itself has tendered the issued of likelihood of confused (sic) 
based on goods of the same descriptive properties.” Appellant draws no 
conclusion from this statement, but it appears that it is implied that 
appellant does not have to directly state that there would be confusion 
since appellee has stated this in previous actions. 

The reasons for appellant’s drafting of the petition in the above man- 
ner are not known to us, and appellant has not given us the benefit of its 
knowledge in this respect. However, it might be noted that in the above 
cited Penco, Ine. infringement suit the appellate court stated at 97 USPQ 
26: 

In addition to contesting the jurisdiction of the court, defendant 

(Penco, Inc.) relies upon its right to share in the use of plaintiff’s 

(Admiral Corp.) symbol, asserting (1) that the parties were not in 

competition, since the goods were not the same, but were “radically 

different”; * * * (matter in brackets added). 
It would appear that if appellant were to directly allege in the instant 
proceeding that the goods were similar that this allegation would be 
directly contrary to the argument in the Penco, Ine. case, supra. We 
state the foregoing merely in an attempt to state all the facts in their 
proper light, and we consider this nowise controlling of our decision in 
this particular case. 

We are of the opinion that appellant’s pleading was insufficient to 
state a cause of action, and that appellee’s motion to dismiss appellant’s 
petition was therefore properly sustained. 

A party should plead that which he must prove. Alpine Forwarding 
Company v. Pennsylvania R. Co., 60 F.2d 734, certiorari denied 287 U.S. 
647, 53 S.Ct. 93, 77 L.Ed. 559. The purpose of pleadings is to narrow the 
issue to be tried. Sharp v. Barnhart, 117 F.2d 604, certiorari denied Canter- 
bury v. Barnhart, 313 U.S. 576, 61 S.Ct. 1099, 85 L.Ed. 1533. Petitioner 
has accomplished neither of these by his pleadings. 


We again refer to recital 14, supra, of appellant’s petition. It can be 
clearly seen that there is no direct allegation therein that Admiral Corpora- 
tion’s goods are of “the same descriptive properties” as petitioner’s electric 
sewing machines, vacuum cleaners, and parts therefor. The allegation in 
recital 14 is that Admiral Corporation has alleged in previous actions that 
the goods specified in Registration No. 409,912 are of the “same descriptive 
properties” as petitioner’s electric sewing machines, vacuum cleaners, and 
parts therefor. Even if petitioner were to prove that Admiral Corporation 
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made these allegations in previous litigation, this proof, by itself, would 
be valueless for deciding the ultimate question whether Admiral Corpora- 
tion’s mark should be cancelled since the allegation was not at least a 
direct statement that the goods are of the “same descriptive properties,” 
or that there is likelihood of confusion when both types of goods are sold 
under the same name ADMIRAL. 

Thus there is no pleading by petitioner of what must be proved in 
order to prevail in the cancellation proceeding, and there is obviously no 
narrowing of the issue to be tried. In short, petitioner has pleaded what 
Admiral Corporation has stated in previous litigation, but petitioner has 
not pleaded that its goods and those of Admiral Corporation are of the 
“same descriptive properties.” 

In the preceding paragraph we have used the terminology “goods of 
the same descriptive properties” for the sole reason that this phrase appears 
in recital 14, supra, of the petition, and we desired to analyze the pleadings 
according to their original terminology since the decision in this case turns 
on the wording of the pleadings. It is to be noted, however, that we do 
not feel that under the present law a petition must contain the specific 
wording “goods of the same descriptive properties.” There is nothing in 
the statute which requires this. It is our view that any positive allegation 
is sufficient which states in substance that the sale of the goods by the 
respective parties under the mark in question would be likely to cause 
confusion in the trade. It would certainly seem that a recital of this 
nature would be sufficient to set forth the “damage” contemplated by the 
statute which would entitle one to bring a cancellation proceeding. 

Appellant argues quite strenuously that “the case at bar is governed 
by both the letter and spirit of the decision in the case of Pittsburgh 
Waterproof Company v. Knitted Padding Company, 2 USPQ 12 (19 TMR 
250), (Commissioner of Patents—1929), and that the Commissioner was 
in error in disregarding said decision.” In the brief, appellant discusses 
the applicability of the Pittsburgh case, supra, as follows: 


In the Pittsburgh case, the Registrant had brought suit against 
the Petitioner for infringement of its registered marks. The Petitioner 
pleaded the suit in its Petition for Cancellation. The Registrant argued 
that the Petition for Cancellation should have been dismissed because 
the Petitioner had not shown itself to have such an interest as would 
justify bringing the Petition. The Commissioner refused to accept 
this argument. Instead, he ruled that the mere bringing of the suit 
for infringement constituted such interest as would justify bringing 
the Petition for Cancellation, saying as follows on Page 13 of the 
opinion : 

“It is thought, however, this position cannot be maintained in view 
of the admitted fact that the petitioner was sued by the registrant 
for infringement of the registered mark.” 


We feel that the Pittsburgh case, supra, is inapposite. The petition 
for cancellation in that case was not dismissed on motion for failure to 
state a cause of action, as in this case, but was dismissed on its merits. 
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There is an appreciable distinction between dismissing a petition on its 
merits and dismissing the petition on motion. The petition can be dis- 
missed on its merits only after testimony has been given (or facts have been 
stipulated in lieu of testimony). On the other hand, a petition can be 
dismissed on motion when the sufficiency of the pleadings is properly 
questioned, and before the petition is judicially considered on its merits. 
Thus, since the fact situation in the Pittsburgh case, supra, is not analagous 
to the case before us, we consider it inapposite. 

The fact that appellant has relied on the Pittsburgh case, supra, 
focuses attention on the MelIlhenny’s case, supra, wherein the court felt 
that a demurrer to a petition for cancellation should have been sustained. 
This again points out the difference between dismissing a petition for 
cancellation on its merits and dismissing it on motion or demurrer. 

It might be further noted that the fact situation in the Pittsburgh 
case, supra, is also not analagous to the case before us for the additional 
reason that the question of whether there was any allegation that the goods 
of the parties were of the “same descriptive properties” was apparently 
never placed in issue. On page 13 of that case it is stated that: 


* * * it was stipulated by the parties that the case should be decided 
on a record consisting of * * * two specimens which are stated to be 
a specimen of the material upon which the registrant uses its mark 


and a specimen of the material sold by the petitioner, respectively, 
* * * 


Since specimens were submitted under a stipulation, it would appear that 
the question of the sufficiency of the pleadings as to whether there was an 
allegation that the goods were of the “same descriptive properties” was 
not before the Commissioner for determination, as it was in the present case. 

For the foregoing reasons we feel that the decision appealed from 
must be affirmed. 





SCHNUR & COHAN, INC. v. 
ACADEMY OF MOTION PICTURE ARTS AND SCIENCES 


Appl. No. 6128 — C.C.P.A. — June 15, 1955 


TRADEMARK AcT oF 1946—CoNSTRUCTION—SECTION 44(c) 

Appellant appeals from decision of Commissioner of Patents ordering cancella- 
tion of registration of ACADEMY AWARD for ladies’ underwear, used since 1939. 
Appellee claims prior ownership of emblem ACADEMY AWARD used since 1927 and 
bases its petition on Section 14(c) of the Act of 1946 in that appellant’s registration 
of ACADEMY AWARD as a trademark for ladies’ underwear, falls within the category 
of non-registrable matter prohibited by the Statute. The examiner dismissed the 
petition on ground that appellee was estopped by reason of laches, but was over- 
ruled by the commissioner on the theory that laches was not applicable since the 
alleged trademark was placed on the register, contrary to the Act of 1905, and that 
a registration issued contrary to the act is void ab initio. The defense of laches will 
be sustained under the Act of 1946, where a newcomer innocently adopts and 
extensively exploits a mark, while the owner stands idly by without asserting his 
rights despite the constructive notice with which he is charged by the Act of 1946. 
An invalid trademark registered by the Patent Office through inadvertence should 
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be removed from the register by cancellation under Section 14(c) and the com- 
parable Section 13 of the 1905 Act. Such marks are subject to cancellation at any 
time when granted contrary to the prohibitory mandate of Section 5(b) of the 
Act of 1905. 


CANCELLATION PROCEDURE—DAMAGES 
Fact that newcomer’s great commercial success in using trademark is no 
justification for confirmation of registered status of trademark involved, and 
although petitioner might have benefited somewhat by appellant’s use of ACADEMY 
AWARD, such use does not bolster his case. 


CANCELLATION PROCEDURE—DAMAGES 
Contention by appellant that appellee has failed to prove that the appropriation 
of its name or emblem has resulted in damage is without merit, since the act is 
grounded upon invasion of a property right inherent in the name itself and damage 
will be presumed, and therefore the cancellation of appellant’s mark is affirmed. 


Cancellation proceedings no. 5352 by Academy of Motion Picture Arts 
and Sciences v. Schnur & Cohan, Inc., Registration no. 373,353, issued 
December 5, 1939. Registrant appeals from decision of Commissioner of 
Patents sustaining petition. Affirmed. 

Case below reported at 44 TMR 439. 


Lawrence L. Colbert and Richard 8S. Temko (Alexander Mencher and 
Charles E. Temko of counsel) of New York, N. Y., for appellant. 


Fulton Brylawski and Herbert J. Jacobi, of Washington, D. C., for 
appellee. 


Before O’ConNELL, Acting Chief Judge, and JoHNson, Wor.eEy, Cote and 

JACKSON (retired), Associate Judges. 

O’ConNELL, Acting Chief Judge. 

This is an appeal from the decision of the Commissioner of Patents 
acting through the Assistant Commissioner, Hon. Daphne Leeds, 99 USPQ 
316, who reversed the decision of the Examiner of Trademark Interferences 
in a cancellation proceeding. The action of the Commissioner thereby 
removed appellant’s mark ACADEMY AWARD, used by it since 1939 on ladies’ 
and girls’ slips, from the register of Trademarks maintained under the 
Act of 1905. 

Appellee’s action was based upon prior ownership and use of its 
world-renowned name or emblem, ACADEMY AWARD, annually presented on 
the basis of outstanding achievement in the American motion picture in- 
dustry. The Academy of Motion Picture Arts and Sciences is a non-profit 
institution which was incorporated in 1927 under the laws of the State of 
California. It now consists of some 1800 members. 


The proceeding in the Patent Office was instituted by appellee under 
section 14 (c) of the Act of 1946 and sustained in view of Section 5 (b) 
of the Act of 1905 which provides that “any name, distinguishing mark, 
character, emblem, * * * adopted by any institution, organization, club, 
or society which was incorporated in any State in the United States prior 
to the date of the adoption and use by the applicant” may not be registered 
as a trademark; and the fact that appellant’s registration of acaDEMY 
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AWARD as a trademark for ladies’ underwear falls within the category of 
non-registrable matter prohibited by the mandate of the statute. 


Both parties took testimony, submitted briefs, and were represented 
by counsel at the oral hearing. 

The examiner dismissed appellee’s petition and held that by reason of 
alleged laches appellee was estopped to contest appellant’s right to regis- 
tration, citing Willson et al. v. Graphol Products Co., Inc., 38 C.C.P.A. 
(Patents) 1030, 188 F.2d 498, 89 USPQ 382 (41 TMR 591); and The 
LTightnin Chemical Co. v. Royal Home Products, Inc., 39 C.C.P.A. (Patents 
1031, 197 F.2d 668, 94 USPQ 178 (42 TMR 743). 


The Acting Commissioner of Patents overruled the examiner’s decision 
on that point, however, and in sustaining appellee’s petition held that the 
doctrine of laches, affirmatively asserted as a defense by appellant, had no 
application to the facts of the instant case; that appellant’s Registration 
No. 373,353 of appellee’s emblem, acADEMY AWARD, was placed on the 
register contrary to the prohibitory provisions of the Trademark Act of 
1905 ; that “the registration is and has been void since the date of issuance,” 
and should be cancelled for the stated reason, 99 USPQ at 317: 

In my opinion, its registration was clearly prohibited by Section 
5(b) of the Trademark Act of 1905. The prohibition of the statute is 
absolute, and a registration issued contrary thereto is void ab initio. 
“To put it another way,” said the Acting Commissioner, 99 USPQ at 

316, “a trademark which consisted of any name, distinguishing mark or 
emblem adopted and publicly used by any incorporated organization prior 
to the date of adoption and use by the applicant could not be registered.” 
The Acting Commissioner of Patents thus rejected appellant’s defense of 
laches, 99 USPQ at 317: 

The application of the equitable principle of laches in this case 
depends not upon the question of inexcusable delay in asserting rights 
as is ordinarily the case, but upon two questions, namely: (1) was the 
registrant’s mark properly registered under the Act of 1905, and (2) 
if not, does the passage of time (ten years in this case) validate the 
registration? As stated above, the statute prohibited registration of 
the mark at the time it was registered. Passage of time cannot validate 
a void registration, no matter how large the registrant’s business may 
have grown during the period the mark remained on the register. 
Laches is not available as a defense in an action to remove a void 
registration from the register. 

Although relying on the validity of the conclusion reached by the 
examiner, appellant has failed otherwise to discuss here the notable au- 
thorities, namely, Willson v. Graphol and The Lightnin Chemical Co., supra, 
cited by the examiner in sustaining appellant’s affirmative defense of 
laches. 

Those cases establish that the court will sustain the equitable defense 
of laches, under the provisions of the Act of 1946, where in ignorance of 
the previous owner’s registration, the newcomer innocently adopted and 
extensively exploited the same, while the owner himself stood idly by with- 























Vol. 45 T. M.R. SCHNUR & COHAN, INC. v. ACAD. MOT. PICTURE 1243 


out asserting his rights, despite the constructive notice with which he was 
charged and endowed by the Act of 1946 by reason of the long and con- 
tinuous existence of the newcomer’s registration on the public records 
under the Act of 1905. 

In Willson v. Graphol, supra, we held, among other things, that under 
the Trademark Act of 1905 and other such acts prior to the Act of 1946, 
laches was no defense to a cancellation proceeding. The validity and reason 
for that holding was exemplified in Cluett, Peabody & Co., (Inc.) v. Samuel 
Hartogensis, 17 C.C.P.A. (Patents) 1166, 41 F.2d 94, 5 USPQ 129, 132 (20 
TMR 452), where in the cancellation of a trademark we quoted from the 
following decisions of the Supreme Court, certain omitted matters not 
relevant here being indicated by asterisks: 


In the case of Menendez v. Holt, 128 U. S. 514, which was also a 
trademark infringement case, the court affirmed its ruling in McLean 
v. Fleming, supra, stating: 

Counsel in conclusion earnestly contends that whatever rights 
appellees may have had were lost by laches; and the desire is in- 
timated that we should reconsider McLean v. Fleming, 96 U.S. 245, 
so far as it was therein stated that even though a complainant were 
guilty of such delay in seeking relief upon infringement as to pre- 
clude him from obtaining an account of gains and profits, yet, if 
he were otherwise so entitled, an injunction against future infringe- 
ment might properly be awarded. We see no reason to modify this 
general proposition. * * *. 

The intentional use of another’s trademark is a fraud and when 
the excuse is that the owner permitted such use, that excuse is disposed 
of by affirmative action to put a stop to it. Persistence then in the use 
is not innocent ; and the wrong is a continuing one, demanding restraint 
by judicial interposition when properly invoked. Mere delay or ac- 
quiescence can not defeat the remedy by injunction in support of the 
legal right, unless it has been continued so long and under such cir- 
cumstances as to defeat the right itself. Hence, upon an application 
to stay waste, relief will not be refused on the ground that, as the 
defendant has been allowed to cut down half of the trees upon the 
complainant’s land, he had acquired by that negligence, the right to cut 
down the remainder. Attorney General v. Eastlake, 11 Hare 205 * * *. 
Where consent by the owner to the use of his trademark by another 
is to be inferred from his knowledge and silence merely, “It lasts no 
longer than the silence from which it springs; it is, in reality, no more 
than a revocable license.” Duer, J. Amoskeag Mfg. Co. v. Spear, 2 
Sandford (N.Y.) 599; Julian v. Hoosier Drill Co., 78 Indiana 408; 
Taylor v. Carpenter, 3 Story, 458; S. C. 2 Woodb. & Min. 1. [Italies 
supplied. } 

Appellant properly observes in its brief that sections 44(g) and (h) 
of the Act of 1946 relate to the protection of trade names against unfair 
competition ; and that remedies authorized by the Act for the infringement 
of trademarks, like similar provisions in the Act of 1905, shall be available, 
so far as they may be appropriate, in repressing acts of unfair competition. 
Champion Plug Co. v. Sanders, 331 U. 8. 125, 73 USPQ 133 (37 TMR 323) ; 
Coty, Inc. v. Perfumes Habana, 8. A., 38 C.C.P.A. (Patents) 1180, 1185, 
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AWARD as a trademark for ladies’ underwear falls within the category of 
non-registrable matter prohibited by the mandate of the statute. 


Both parties took testimony, submitted briefs, and were represented 
by counsel at the oral hearing. 

The examiner dismissed appellee’s petition and held that by reason of 
alleged laches appellee was estopped to contest appellant’s right to regis- 
tration, citing Willson et al. v. Graphol Products Co., Inc., 38 C.C.P.A. 
(Patents) 1030, 188 F.2d 498, 89 USPQ 382 (41 TMR 591); and The 
Lightnin Chemical Co. v. Royal Home Products, Inc., 39 C.C.P.A. (Patents 
1031, 197 F.2d 668, 94 USPQ 178 (42 TMR 743). 

The Acting Commissioner of Patents overruled the examiner’s decision 
on that point, however, and in sustaining appellee’s petition held that the 
doctrine of laches, affirmatively asserted as a defense by appellant, had no 
application to the facts of the instant case; that appellant’s Registration 
No. 373,353 of appellee’s emblem, acADEMY AWARD, was placed on the 
register contrary to the prohibitory provisions of the Trademark Act of 
1905 ; that “the registration is and has been void since the date of issuance,” 
and should be cancelled for the stated reason, 99 USPQ at 317: 

In my opinion, its registration was clearly prohibited by Section 

5(b) of the Trademark Act of 1905. The prohibition of the statute is 

absolute, and a registration issued contrary thereto is void ab initio. 

“To put it another way,” said the Acting Commissioner, 99 USPQ at 
316, “a trademark which consisted of any name, distinguishing mark or 
emblem adopted and publicly used by any incorporated organization prior 
to the date of adoption and use by the applicant could not be registered.” 
The Acting Commissioner of Patents thus rejected appellant’s defense of 
laches, 99 USPQ at 317: 


The application of the equitable principle of laches in this case 
depends not upon the question of inexcusable delay in asserting rights 
as is ordinarily the case, but upon two questions, namely: (1) was the 
registrant’s mark properly registered under the Act of 1905, and (2) 
if not, does the passage of time (ten years in this case) validate the 
registration? As stated above, the statute prohibited registration of 
the mark at the time it was registered. Passage of time cannot validate 
a void registration, no matter how large the registrant’s business may 
have grown during the period the mark remained on the register. 
Laches is not available as a defense in an action to remove a void 
registration from the register. 


Although relying on the validity of the conclusion reached by the 
examiner, appellant has failed otherwise to discuss here the notable au- 
thorities, namely, Willson v. Graphol and The Lightnin Chemical Co., supra, 
cited by the examiner in sustaining appellant’s affirmative defense of 
laches. 

Those cases establish that the court will sustain the equitable defense 
of laches, under the provisions of the Act of 1946, where in ignorance of 
the previous owner’s registration, the newcomer innocently adopted and 
extensively exploited the same, while the owner himself stood idly by with- 
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out asserting his rights, despite the constructive notice with which he was 
charged and endowed by the Act of 1946 by reason of the long and con- 
tinuous existence of the newcomer’s registration on the public records 
under the Act of 1905. 

In Willson v. Graphol, supra, we held, among other things, that under 
the Trademark Act of 1905 and other such acts prior to the Act of 1946, 
laches was no defense to a cancellation proceeding. The validity and reason 
for that holding was exemplified in Cluett, Peabody & Co., (Inc.) v. Samuel 
Hartogensis, 17 C.C.P.A. (Patents) 1166, 41 F.2d 94, 5 USPQ 129, 132 (20 
TMR 452), where in the cancellation of a trademark we quoted from the 
following decisions of the Supreme Court, certain omitted matters not 
relevant here being indicated by asterisks: 


In the case of Menendez v. Holt, 128 U. S. 514, which was also a 
trademark infringement case, the court affirmed its ruling in McLean 
v. Fleming, supra, stating: 

Counsel in conclusion earnestly contends that whatever rights 
appellees may have had were lost by laches; and the desire is in- 
timated that we should reconsider McLean v. Fleming, 96 U.S. 245, 
so far as it was therein stated that even though a complainant were 
guilty of such delay in seeking relief upon infringement as to pre- 
clude him from obtaining an account of gains and profits, yet, if 
he were otherwise so entitled, an injunction against future infringe- 
ment might properly be awarded. We see no reason to modify this 
general proposition. * * *. 

The intentional use of another’s trademark is a fraud and when 
the excuse is that the owner permitted such use, that excuse is disposed 
of by affirmative action to put a stop to it. Persistence then in the use 
is not innocent ; and the wrong is a continuing one, demanding restraint 
by judicial interposition when properly invoked. Mere delay or ac- 
quiescence can not defeat the remedy by injunction in support of the 
legal right, unless it has been continued so long and under such cir- 
cumstances as to defeat the right itself. Hence, upon an application 
to stay waste, relief will not be refused on the ground that, as the 
defendant has been allowed to cut down half of the trees upon the 
ecomplainant’s land, he had acquired by that negligence, the right to cut 
down the remainder. Attorney General v. Eastlake, 11 Hare 205 * * *. 
Where consent by the owner to the use of his trademark by another 
is to be inferred from his knowledge and silence merely, “It lasts no 
longer than the silence from which it springs; it is, in reality, no more 
than a revocable license.” Duer, J. Amoskeag Mfg. Co. v. Spear, 2 
Sandford (N.Y.) 599; Julian v. Hoosier Drill Co., 78 Indiana 408; 
Taylor v. Carpenter, 3 Story, 458; S. C. 2 Woodb. & Min. 1. [Italics 
supplied. } 

Appellant properly observes in its brief that sections 44(g) and (h) 
of the Act of 1946 relate to the protection of trade names against unfair 
competition ; and that remedies authorized by the Act for the infringement 
of trademarks, like similar provisions in the Act of 1905, shall be available, 
so far as they may be appropriate, in repressing acts of unfair competition. 
Champion Plug Co. v. Sanders, 331 U. 8. 125, 73 USPQ 133 (37 TMR 323) ; 
Coty, Inc. v. Perfumes Habana, 8. A., 38 C.C.P.A. (Patents) 1180, 1185, 
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AWARD as a trademark for ladies’ underwear falls within the category of 
non-registrable matter prohibited by the mandate of the statute. 


Both parties took testimony, submitted briefs, and were represented 
by counsel at the oral hearing. 


The examiner dismissed appellee’s petition and held that by reason of 
alleged laches appellee was estopped to contest appellant’s right to regis- 
tration, citing Willson et al. v. Graphol Products Co., Inc., 38 C.C.P.A. 
(Patents) 1030, 188 F.2d 498, 89 USPQ 382 (41 TMR 591); and The 
Iightnin Chemical Co. v. Royal Home Products, Inc., 39 C.C.P.A. (Patents 
1031, 197 F.2d 668, 94 USPQ 178 (42 TMR 743). 


The Acting Commissioner of Patents overruled the examiner’s decision 
on that point, however, and in sustaining appellee’s petition held that the 
doctrine of laches, affirmatively asserted as a defense by appellant, had no 
application to the facts of the instant case; that appellant’s Registration 
No. 373,353 of appellee’s emblem, acADEMY AWARD, was placed on the 
register contrary to the prohibitory provisions of the Trademark Act of 
1905 ; that “the registration is and has been void since the date of issuance,” 
and should be cancelled for the stated reason, 99 USPQ at 317: 

In my opinion, its registration was clearly prohibited by Section 

5(b) of the Trademark Act of 1905. The prohibition of the statute is 

absolute, and a registration issued contrary thereto is void ab initio. 

“To put it another way,” said the Acting Commissioner, 99 USPQ at 
316, “a trademark which consisted of any name, distinguishing mark or 
emblem adopted and publicly used by any incorporated organization prior 
to the date of adoption and use by the applicant could not be registered.” 
The Acting Commissioner of Patents thus rejected appellant’s defense of 
laches, 99 USPQ at 317: 


The application of the equitable principle of laches in this case 
depends not upon the question of inexcusable delay in asserting rights 
as is ordinarily the case, but upon two questions, namely: (1) was the 
registrant’s mark properly registered under the Act of 1905, and (2) 
if not, does the passage of time (ten years in this case) validate the 
registration? As stated above, the statute prohibited registration of 
the mark at the time it was registered. Passage of time cannot validate 
a void registration, no matter how large the registrant’s business may 
have grown during the period the mark remained on the register. 
Laches is not available as a defense in an action to remove a void 
registration from the register. 


Although relying on the validity of the conclusion reached by the 
examiner, appellant has failed otherwise to discuss here the notable au- 
thorities, namely, Willson v. Graphol and The Lightnin Chemical Co., supra, 
cited by the examiner in sustaining appellant’s affirmative defense of 
laches. 

Those cases establish that the court will sustain the equitable defense 
of laches, under the provisions of the Act of 1946, where in ignorance of 
the previous owner’s registration, the newcomer innocently adopted and 
extensively exploited the same, while the owner himself stood idly by with- 
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out asserting his rights, despite the constructive notice with which he was 
charged and endowed by the Act of 1946 by reason of the long and con- 
tinuous existence of the newcomer’s registration on the public records 
under the Act of 1905. 

In Willson v. Graphol, supra, we held, among other things, that under 
the Trademark Act of 1905 and other such acts prior to the Act of 1946, 
laches was no defense to a cancellation proceeding. The validity and reason 
for that holding was exemplified in Cluett, Peabody & Co., (Inc.) v. Samuel 
Hartogensis, 17 C.C.P.A. (Patents) 1166, 41 F.2d 94, 5 USPQ 129, 132 (20 
TMR 452), where in the cancellation of a trademark we quoted from the 
following decisions of the Supreme Court, certain omitted matters not 
relevant here being indicated by asterisks: 


In the case of Menendez v. Holt, 128 U. S. 514, which was also a 
trademark infringement case, the court affirmed its ruling in McLean 
v. Fleming, supra, stating: 

Counsel in conclusion earnestly contends that whatever rights 
appellees may have had were lost by laches; and the desire is in- 
timated that we should reconsider McLean v. Fleming, 96 U.S. 245, 
so far as it was therein stated that even though a complainant were 
guilty of such delay in seeking relief upon infringement as to pre- 
elude him from obtaining an account of gains and profits, yet, if 
he were otherwise so entitled, an injunction against future infringe- 
ment might properly be awarded. We see no reason to modify this 
general proposition. * * *. 

The intentional use of another’s trademark is a fraud and when 
the excuse is that the owner permitted such use, that excuse is disposed 
of by affirmative action to put a stop to it. Persistence then in the use 
is not innocent ; and the wrong is a continuing one, demanding restraint 
by judicial interposition when properly invoked. Mere delay or ac- 
quiescence can not defeat the remedy by injunction in support of the 
legal right, unless it has been continued so long and under such cir- 
cumstances as to defeat the right itself. Hence, upon an application 
to stay waste, relief will not be refused on the ground that, as the 
defendant has been allowed to cut down half of the trees upon the 
complainant’s land, he had acquired by that negligence, the right to cut 
down the remainder. Attorney General v. Eastlake, 11 Hare 205 * * *. 
Where consent by the owner to the use of his trademark by another 
is to be inferred from his knowledge and silence merely, “It lasts no 
longer than the silence from which it springs; it is, in reality, no more 
than a revocable license.” Duer, J. Amoskeag Mfg. Co. v. Spear, 2 
Sandford (N.Y.) 599; Julian v. Hoosier Drill Co., 78 Indiana 408; 
Taylor v. Carpenter, 3 Story, 458; S. C. 2 Woodb. & Min. 1. [Italics 
supplied. | 
Appellant properly observes in its brief that sections 44(g) and (h) 

of the Act of 1946 relate to the protection of trade names against unfair 
competition ; and that remedies authorized by the Act for the infringement 
of trademarks, like similar provisions in the Act of 1905, shall be available, 
so far as they may be appropriate, in repressing acts of unfair competition. 
Champion Plug Co. v. Sanders, 331 U. 8. 125, 73 USPQ 133 (37 TMR 323) ; 
Coty, Inc. v. Perfumes Habana, 8. A., 38 C.C.P.A. (Patents) 1180, 1185, 
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190 F.2d 91, 90 USPQ 224, 227 (41 TMR 944) ; Jewel Tea Co. v. Kraus, 187 
F.2d 278, 282, 88 USPQ 14, 16 (41 TMR 134). 

An invalid trademark registered by the Patent Office, through inad- 
vertence or otherwise, should be removed from the register by cancellation. 
In re. St. Paul Hydraulic Hoist Co., etc., 37 C.C.P.A. (Patents) 751, 752, 
177 F.2d 214, 83 USPQ 315, 316 (39 TMR 902). There the court in a 
unanimous decision, among other things, held: 

Indeed, if there should be found registered a mark truly descrip- 
tive, it would be no authority for granting registration of another 
descriptive mark. The proper procedure would be to cancel the first 
registration. The courts have stated this principle so often and it so 
fully harmonizes with common sense that it is not deemed necessary 
to cite authorities in its support. 

On the same basis the tribunals of the Patent Office, in a decision which 
became final because it was not appealed, held that appellee’s emblem, 
ACADEMY AWARD, having been illegally registered in 17 different instances 
by the Patent Office under the Act of 1905 because of the false representa- 
tions made under oath by the newcomer, should be canceled on the petition 
of appellee under the specific authority enumerated in the enabling and 
retroactive provisions of the Act of 1946. Academy of Motion Picture 
Arts and Sciences v. Academy Award Products Co., 89 USPQ 451, (41 
TMR 708). Such procedure was adopted and properly applied by the 
Acting Commissioner of Patents in the instant case without resort to the 
discussion of any question of fraud. 

In like manner, and in view of the prohibitory mandate of the stat- 
ute, the courts in all jurisdictions have consistently refused to allow the 
applicant to register as a trademark the name of individuals, corporations, 
the nick-names or notations by which such corporations were known to the 
public, together with the emblems or slogans by which their goods or pur- 
poses were known or associated in the mind of the public. Coca-Cola Co. 
v. Koke Co., 254 U. 8. 143 (10 TMR 441) ; Haskelite Manufacturing Corp. 
v. Plymold Corp., 34 C.C.P.A. (Patents) 1172, 162 F.2d 464, 74 USPQ 181 
(837 TMR 575); Dubonnet Wine Corp. v. Ben-Burk, Inc., 28 C.C.P.A. 
(Patents) 1298, 121 F.2d 508, 50 USPQ 76 (31 TMR 266); Cheek-Neal 
Coffee Co. et al. v. Hal Dick Mfg. Co., 17 C.C.P.A. (Patents) 1103, 40 
F.2d 106, 5 USPQ 55; In re Mason Tire & Rubber Co., 56 App. D. C. 
170, 11 F.2d 556; Safeway Stores, Inc. v. Dunnell, 172 F.2d 649, 80 USPQ 
115, 337 U. 8. 907, 81 USPQ 573 (39 TMR 116). 

Appellee properly points out in its brief that the provisions of section 
13 of the Act of 1905 with respect to the cancellation of invalid trademarks 
are essentially identical with those respectively specified in section 14(c) 
of the Act of 1946, and that under both such sections marks granted con- 
trary to the prohibitory mandate of section 5(b) of the Act of 1905 are 
subject to cancellation “at any time.” 

Appellant relies here upon two cases previously decided by this court 
as legalizing its appropriation of appellee’s emblem. Neither of these 
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cases was cited in the decisions of the Commissioner of Patents or the 
examiner in the instant case, and neither case is analogous to the facts in 
the case at bar; namely, The Alligator Co. v. Larus & Bro. Co., Inc., 39 
C.C.P.A. (Patents) 939, 196 F.2d 532, 93 USPQ 436 (42 TMR 562), and 
The Pep Boys v. The Edwin F. Guth Co., 39 C.C.P.A. (Patents) 1015, 197 
F.2d 527, 94 USPQ 158 (42 TMR 758). Each of those cases involved an 
opposition proceeding, and not a cancellation; and in each case the new- 
comer’s mark at issue had been registered under the Act of 1946 and not 
under the Act of 1905. 

In dismissing the opposition proceedings there instituted against a 
newcomer, which had appropriated the identical mark previously used by 
the opposer on unrelated goods, and in overruling the concurring decisions 
of the tribunals of the Patent Office, the court proceeded in accordance 
with the long established rule of procedure that the validity of an original 
owner’s mark cannot be challenged in an opposition proceeding. In such 
cases, we have consistently held under the Act of 1905, that the injured 
party’s remedy is to file a petition for cancellation of the infringing mark 
under section 13 of the Act of 1905. Revere Paint Co. v. 20th Century 
Chemical Co., 32 C.C.P.A. (Patents) 1096, 1101, 150 F.2d 135, 66 USPQ 
65, 68 (35 TMR 143), and authorities therein cited. Accordingly, a mark 
registered after the dismissal of the Notice of Opposition in this court was 
subsequently removed from the register by the action between the same 
parties in another jurisdiction wherein the validity of the mark was chal- 
lenged and found to be invalid. Nancy Ann Storybook Dolls v. Dolicraft 
Co., 197 F.2d 293, 94 USPQ 290 (42 TMR 845) ; Act of 1946, sec. 37. 

Although appellant in its brief avoids the mention of Willson v. 
Graphol, supra, it nowise directly argues that appellant’s situation in the 
instant case is the same as the situation as the innocent party found him- 
self in the cited case. Nevertheless the import of appellant’s argument 
here is that because of appellee’s alleged laches, appellant stands to sustain 
a great financial and commercial loss if its mark is now removed from the 
register, and for that reason appellant here should be legally authorized 
to maintain its mark on the register. 

Appellant frankly submitted undisputed testimony to the effect that 
during the period of its use as a trademark of appellee’s emblem acaDEMY 
AWARD, amounting to approximately 10 years, appellant had sold 13 million 
or more of slips at a sales price of more than $10 million or more, and 
added : 

Q68. Mr. Cohan, between the years 1949 to date, about how 
many millions of slips were distributed throughout this country, ap- 


proximately, referring to your prior figures? A. Up to the end of 
1951, probably close to thirteen or fourteen million slips. 

Q69. Among those thirteen or fourteen million slips, between the 
period of 1939 to date, how many would you approximate went to the 
State of California? A. Well, I would venture to estimate that per- 
haps between 3 and 5 per cent. 
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Q70. 3 and 5 per cent of the figure you just gave us is what? 
A. It must be about three-quarters of a million slips. 

Q71. So that three-quarters of a million slips under the name 
ACADEMY AWARD were sold and shipped throughout the State of Cali- 
fornia; am I correct? A. That is right. 

Q72. In that connection, what percentage of that three-quarters 
of a million, in your opinion, was distributed in Los Angeles? A. The 
biggest portion of it. 

Q73. The biggest portion? <A. Definitely. 

On the disposition of the question as to the development of a large 
and lucrative business by a newcomer under the simulated mark of a rival 
owner, this court has held: “The mere fact that it has made a great com- 
mercial success in using the term * * * is no justification for a continuation 
of the registered status of the trademark involved.” Barber-Colman Co. 
v. Overhead Door Corp., 20 C.C.P. (Patents) 1118, 65 F.2d 147, 17 USPQ 
501, 505. Assuming, arguendo, that by some stretch of the imagination, 
petitioner might have benefited by appellant’s spurious use of appellee’s 
ACADEMY AWARD emblem, nevertheless such use would be of no avail in 
appellant’s effort to bolster its case here, as thus noted, under the Act of 
1905 in Mishawaka Mfg. Co. v. Kresge Co., 316 U.S. 203, 207, 53 USPQ 
323, 325, (32 TMR 254). 

There may well be a windfall to the trademark owner where it is 
impossible to isolate the profits which are attributable to the use of the 
infringing mark. But to hold otherwise would give the windfall to the 
wrongdoer. In the absence of his proving the contrary, it promotes 
honesty and comports with experience to assume that the wrongdoer 
who makes profits from the sales of goods bearing a mark belonging 
to another was enabled to do so because he was drawing upon the good 
will generated by that mark. And one who makes profits derived from 
the unlawful appropriation of a mark belonging to another cannot 
relieve himself of his obligation to restore the profits to their rightful 
owner merely by showing that the latter did not choose to use the 
mark in the particular manner employed by the wrongdoer. 
Appellee of course has sought to recover no profits or damages for the 

misappropriation of its emblem, and the cited excerpt is presented to show 
the attitude of the Supreme Court toward an unwarranted infringement. 

The record fails to show the expenditure of any significant amount 
of money spent by appellant in the development of such an overwhelming 
volume of business, all of which from the record presented here appears 
to be an unqualified windfall. The fact that appellant may now have a 
large investment in a trademark, consisting of a world-renowned emblem 
of another, and that appellant appropriated the same to its own use without 
the consent or under control of the owner of the emblem, does not preclude 
such owner from equitable and legal redress in the federal courts; in all 
of which, as appellant states in his brief, there is now “only one form of 
action which encompasses both legal and equitable remedies.” See Stern 
Apparel Corporation v. Raingard, Inc., 87 F. Supp 621, 83 USPQ 293. 

Some years after the date upon which appellant, unknown to appellee, 
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launched its business in ladies’ undergarments, appellee under a legitimate 
license agreement between itself and the Bulova Watch Company, and for 
a largs sum of money, $145,000, permitted the latter to use appellee’s 
emblem, ACADEMY AWARD, and its oscar in the advertisement in the press, 
on the radio and on television, of Bulova watches. Bulova, having thus 
acquired certain defined privileges, exceeded the provisions of its contract, 
and the emblem ACADEMY AWARD was used in a manner that the Federal 
Trade Commission considered susceptible to the conclusion that Bulova’s 
products had been submitted to a competitive test with the watches of other 
jewelers and as a result had been given appellee’s AcADEMY AWARD. 


The Federal Trade Commission, with the consent of appellee, there- 
upon intervened to rectify Bulova’s advertising procedure by an order to 
cease and desist in the use of appellee’s acADEMY AWARD and the statuette 
oscar that goes with it— 

* * * unless, in direct connection with the use of such words, 
depictions or simulations it is clearly and adequately disclosed that 
the right to use such words, depictions or simulations is by virtue of 
a licensing agreement entered into by and between Academy of Mo- 
tion Picture Arts and Sciences and Bulova Watch Company, Inc., and 
is not representative of any meritorious award made on the basis of 
comparative tests with other watches. [Italics supplied. | 
Every corporation, organized for profit or under the law on a non- 

profit basis, may properly enter into business arrangements, raise revenue, 
and promote and sustain the objects for which the corporation was 
organized. E. D. Du Pont de Nemours & Co. v. Celanese Corp. of America, 
35 C.C.P.A. (Patents) 1061, 167 F.2d 484, 77 USPQ 364 (38 TMR 666). 
There this court held that the mark of a licensor was not abandoned, al- 
though the licensee in its advertisements, as in the instant case, did not 
state that the mark it used was that of the licensor. 


It is to be noted that those receiving the Academy Award for out- 
standing achievement in the motion picture field had every legal and equi- 
table right to use such award to their commercial and financial advantage. 

Appellant knows from the Academy’s testimony, if not otherwise, that 
the ACADEMY AWARD and the oscar that goes with it have been given on a 
competitive basis for the best costume, (1) in black or white or (2) in 
colors, used in motion pictures produced here in various recent years. 
Appellant has had no such award from appellee for ladies’ and misses’ 
undergarments, nor has it had from the Academy any license, revocable 
or otherwise, which authorized the use of appellee’s emblem of world-wide 
reputation. 


The public, judging from the vast volume of appellant’s reported 
business, seems to gather that appellant’s business is in fact sponsored and 
vouched for by the Academy. There is no evidence that appellant has put 
forth any effort whatsoever to correct that impression or to inform the 
public by a proper notice that it has received no award on a competitive 
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basis from the Academy or that appellant’s mark has been used by it with- 
out the consent of the appellee. 

The findings of facts made by the examiner, as well as Assistant 
Commissioner Leeds, on the appellant’s unproved point of “unclean hands” 
have been fully warranted and sustained, in effect, by the judgment of the 
United States District Court for the Southern District of New York in the 
recent case of Academy Award Products, Inc. v. Bulova Watch Co., Inc., 
decided March 8, 1955, 105 USPQ 61 (45 TMR 541). 

Appellant in the final analysis urges that appellee has failed to prove 
that the appropriation of its name or emblem has resulted in any damage 
to appellee. The point is without merit. In Howard Co. v. Baldwin Co., 
48 App. D.C. 437, 443, our predecessor in the patent jurisdiction held: 
‘‘But, where the party is seeking to prevent the adoption of his name as a 
trademark or the cancelation of its registration, his action is grounded upon 
the invasion of a property right inhering in the name itself, and damage 
will be presumed.’’ See also Yale Electric Corporation v. Robertson, 26 
F.2d 972; The Asbestone Co. v. The Philip Carey Mfg. Co., 41 App. D.C. 507. 
In the case last cited, the court further indicated that where the name of 
another sought to be registered by the applicant is incapable of exclusive 
use and registration, the registration thereof will not make it a valid 
trademark. 

In view of the conclusions hereinbefore stated, we deem it unnecessary 
to discuss other points raised by appellant and the decision of the Commis- 
sioner of Patents is hereby affirmed. 

JACKSON, Judge, retired, recalled to participate herein in place of 
GarrReETT, Chief Judge. 

Wortey, Judge, did not participate in the decision of this case. 





CIBA COMPANY, INC. v. NOVA CHEMICAL CORPORATION; 
CIBA, LIMITED v. NOVA CHEMICAL CORPORATION 
No. 31413, 31414 — Commissioner of Patents — July 28, 1955 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Applicant’s motion to strike opposer’s testimony was denied on ground that it 
was not practice to exclude evidence regularly filed, but merely to review it on final 
hearing in light of applicable rules of evidence and of any objections of party; 
sounder practice would be to defer until final hearing actions on motions to strike 
evidence and then to grant or deny motion so that reviewing authority would know 
precisely what had been considered in reaching a conclusion. 
TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SrmiLaAk MARKS 
NOVANTHRENE is not confusingly similar to ROSANTHRENE, both marks being 
used on dyes; “anthrene” has well understood meaning in dye stuffs trade; products 
are sold only to industrial users and purchasers are likely to be informed and 
careful; confusion is further minimized by fact that applicant, Nova Chemical 
Corporation, has previously used NOVA as a component of trademarks for its dyes. 
Common portion of involved marks cannot be disregarded in determining like- 
lihood of confusion, even though merely descriptive of goods, but entire marks 
must be considered in light of proved facts. 
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Opposition proceeding by Ciba Company, Inc. and Ciba, Limited v. 
Nova Chemical Corporation, application Serial no. 597,693 filed May 18, 
1950. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Reversed. 

Wenderoth, Lind & Ponack, of Washington, D. C., for opposer-appellee. 
Harry C. Bierman, of New York, N. Y., for applicant-appellant. 

Leeps, Assistant Commissioner. 

Application has been filed to register NOVANTHRENE for dyes. Use is 
claimed since May 5, 1950. Two oppositions have been filed, one by a 
Swiss concern, owner of Registration No. 101,429 showing rRosANTHREN 
for coal tar colors, and Registration No. 525,339? showing ROSANTHRENE for 
coal tar colors; and the other by a U. S. concern which may have some 
relationship or affiliation with the Swiss company. The Examiner of 
Interferences sustained both oppositions, and applicant has appealed. 

The pleadings of the two opposers are substantially the same, each 
asserting that it uses the mark ROSANTHRENE on dyes and that ROSANTHRENE 
“identifies and designates said goods as coming exclusively from opposer.” 
Only the Swiss opposer pleaded use of ROSANTHREN. There is no pleading 
of relationship between the two opposers. 


The testimony of the vice-president of the American opposer was 
taken ostensibly on behalf of both opposers. He testified that he had 
been associated with Ciba Company, Inc., since it was organized in 1920; 
that Ciba Company, Inc., had used ROSANTHRENE on developed dyes 
(“direct” or “diazo” dyes) ever since he had been with the company; 
approximately $700,000 worth of ROSANTHRENE dyes had been sold annually 
throughout the country during the past five or five and one-half years; 
that he knows of applicant’s NOVANTHRENE dyes and knows of no instances 
of confusion between the dyes of the parties; that some of the dyestuffs 
which it sells under the ROSANTHRENE mark are manufactured “by Ciba 
in Basle”; and that Ciba Company, Inc., has not during the past five years 
used ROSANTHREN. There is no evidence of use by the Swiss opposer. 
There was some testimony taken during the rebuttal period which might 
tend to show such use, but the Examiner of Interferences properly dis- 
regarded it in arriving at his decision.® 


The applicant’s testimony shows that its corporate name is “Nova 
Chemical Corporation”; from the time of its organization in 1933, it has 


1. Issued December 8, 1914, renewed. Use since 1902 was recited, as was ownership 
of Swiss Reg. No. 14,561, dated April 19, 1902. 

2. Issued on the Principal Register on May 16, 1950. Use in Switzerland since 
April, 1902, was recited, as was ownership of Swiss Reg. No. 125,689, dated July 20, 1948. 

3. Applicant’s motion to strike the testimony was denied on the ground that “it is 
not the practice to exclude evidence regularly filed in proceedings of this character, but 
merely to review it on final hearing in the light of the applicable rules of evidence and 
of any objections of a party.” It would seem to be sounder practice in these cases to 
defer until final hearing actions on motions to strike evidence and then to grant or deny 
the motion so that the reviewing authority would know precisely what had been considered 
in reaching a conclusion. 
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used NOVA as a component of trademarks for its dyestuffs (NovA PLASDYE 
since 1945; Nova and design since 1933; NOVAPRINT since 1946; NOVACEL 
since 1946; NovaDYE since 1946; and NOVAGEN since 1933); during the 
first two full years of use of NOVANTHRENE for vat dyes, it sold in excess 
of a million dollars worth annually under the mark; and it has advertised 
NOVANTHRENE dyes continuously since September of 1950, particularly in 
the trade periodical “American Dyestuff Reporter.” 

It is clear from the record, including the exhibits, that both parties 
sell their products to industrial users, and they have common purchasers. 

It is equally clear that “anthrene” has a well-understood meaning in 
the dyestuffs trade, being “a suffix denoting containing or relating to 
anthracene”, the latter being a crystalline hydrocarbon obtained with 
naphthalene and other solids in the last stages of the distillation of coal 
tar, and used chiefly in the production of dyes. The common portion of 
the involved marks cannot be disregarded in determining likelihood of 
confusion, even though merely descriptive of the goods, but the entire 
marks must be considered in the light of proved facts. 

The products of the parties here are not consumer items, but they 
are sold to industrial users for dyeing yarns and fabrics, and the identity 
of the dye is lost in the finished yarn or fabric, which, ordinarily is further 
processed before it reaches the ultimate consumer. The purchasers of the 
products of these parties are likely to be informed and careful, and they 
would distinguish readily between producers because they are conscious 
and aware of the sources with whom they deal. 

Furthermore, the use over a long period of time by applicant of its 
name NovA as a part of its trademarks to identify its dyestuffs, thus 
pointing directly to source, reduces the question of likelihood of confusion 
to an almost irreducible minimum, in my opinion. 

Under the circumstances of this case, it is believed that purchasers 
are not likely to believe that NOVANTHRENE and ROSANTHRENE emanate 
from the same producer. 

The oppositions are dismissed and the Examiner of Interferences 
is reversed. 





ARMOUR AND COMPANY v. ORGANON, INC. 
No. 31714 — Commissioner of Patents — July 29, 1955 


TRADEMARK AcT or 1946—REGISTRABILITY—GENERIC TERMS 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Both parties and others in industry use adrenocorticotropin, corticotropin and 
adrenotropen, judicial notice being taken effect that they are required by Federal 
Food, Drug and Cosmetic Act to use one of these recognized generic designations 
for adrenocorticotropic hormone; this being true, it is not seen how registration 
of CORTROPHIN by applicant can interfere with opposer and other members of 
pharmaceutical industry in exercise of their right to describe goods by means of 
common generic term for goods. 
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REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Patent Office may not indulge in surmise concerning what facts may be at some 
remote and indefinite future time or what result of such changed facts might be. 
Opposition proceeding by Armour and Company v. Organon, Inc., 
application Serial No. 608,175 filed December 28, 1950. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Reversed. 


Carl C. Batz and Frank T. Barber, of Chicago, Illinois, for applicant- 
appellant. 

Alexander, Maltitz, Derenberg & Daniels, of New York, N. Y., for opposer- 
appellee. 


LeeEps, Assistant Commissioner. 

Application has been filed to register CORTROPHIN for a medicinal hor- 
mone preparation consisting of acTH (adrenocorticotropic hormone), claim- 
ing use since May 17, 1949. Opposition has been filed by a manufacturer 
of medicinal hormone preparations consisting of acrH (adrenocorticotrophic 
hormone) alleging that CORTROPHIN is a ‘‘mere contraction, telescoping, 
or misspelling of the generic name ‘corticotrophin’, is confusingly similar 
thereto, and must be considered to be in the same category with ‘corticot- 
rophin’ as constituting merely the generic or descriptive name of the 
goods and to be incapable of functioning as a trademark * * *.” The 
Examiner of Inteferences sustained the opposition, and applicant has 
appealed. 

Neither party presented any evidence of any kind. The pleadings, 
however, established the following relevant admissions: 


1. Opposer is a manufacturer of an extensive line of medicinal 
preparations and long before applicant’s first use of the mark sought 
to be registered it has sold medicinal hormone preparations consisting 
of acTH (adrenocorticotrophic hormone) under the generic names 
acTH, “adrenocorticotrophin”, “adrenocorticotrophic hormone,” “ad- 
renotrophin”, and “corticotrophin”. 

2. Other manufacturers of pharamaceutical preparations have 
continuously used since before applicant’s first use of CORTROPHIN 
the same generic names. 

3. CORTICOTROPHIN is defined in medical and chemical dictionaries 
as the generie term for “adrenocorticotrophic hormone.” CorTICOTRO- 
PHIN is also spelled “corticotropin”. 

4. CORTICOTROPHIN has been adopted by the United States Pharma- 
copia, the American Medical Association Council on Pharmacy and 
Chemistry, and the World Health Organization as the official generic 
nomenclature for the medicinal hormone preparation recited in the 
application. 


The Examiner of Interferences erroneously treated the case as one 
involving two trademarks, stating “the goods being the same and opposer’s 
priority of use being admitted by applicant, the only issue left is that of 
confusing similarity of the marks”, and relied upon Thymo Borine 
Laboratory v. Winthrop Chemical Co., Inc., 69 USPQ 512 (32 TMR 322) ; 
Schering Corp. v. Penilin, Inc., 77 USPQ 474; and Ayerst, McKenn & 
Harrison, Ltd. v. Vitamin-Erg. Co., Inc., 783 USPQ 27 (38 TMR 817), all 
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of which involved likelihood of confusion between two trademarks. 

Confusion, mistake or deception of purchasers is not the issue here, 
since applicant’s CORTROPHIN is in fact ‘‘corticotropin’’ (adrenocorticot- 
ropin). The issue, it seems to me, is whether or not the applicant’s registra- 
tion of CORTROPHIN, with the presumptions flowing from such registration, 
is likely to damage opposer. 

Both parties, and others in the industry use adrenocorticotropin, 
corticotropin and adrenotropen—indeed, judicial notice is taken of the 
fact that they are required by the Federal Food, Drug and Cosmetic Act 
to use one of the recognized generic designations for the adrenocorticotropic 
hormone. This being true, it is not seen how registration of CORTROPHIN 
by applicant can possibly ‘‘interfere with and embarrass the opposer and 
other members of the entire pharmaceutical industry in the exercise of 
their right to describe their goods by means of the common generic term 
for the goods” as alleged by opposer in its pleading. 

Opposer contends in its brief that because of the length of “corticot- 
ropin’’, ‘‘the next obvious and desirable step will be the adoption of 
CORTROPHIN as the generic name for the product”; and “It is also obvious 
that this change in the generic term from ‘corticotrophin’ to CORTROPHIN, 
when the proper time comes, will be a judicious one and will be of sub- 
stantial benefit to the medical profession, to the pharmaceutical industry, 
and to the public in general’’. These are arguments without any facts in 
the record to support them; and since the Patent Office may not indulge 
in surmise concerning what the facts may be at some remote and indefinite 
time in the future or what the result of such changed facts might be, the 
argument is without merit. 

As was stated in Endo Products, Inc. v. National Package Drugs, Inc., 
100 USPQ 250, 251 (44 TMR 704) (Com’r., 1954) : 

“Tt is common practice in the drug and pharmaceutical industry 
to ‘fabricate’ marks from syllables of the generic designation of one 
or more ingredients, or from the generic name of the product itself, 
by combining them with a more or less arbitrary suffix or prefix.” 

The present applicant has taken one generic designation (corticotrophin) 
of its adrenocortrophic hormone and dropped four letters “tico” from the 
middle of it, whereas it appears from the specimen carton submitted 
with the opposition, opposer has taken another generic designation ACTH 
of its adrenocortropic hormone and added two letters “ar” as a suffix. 
Both are illustrative of the finding made in the Endo Products case just 
cited, and support the same finding here. 

There is nothing in the record from which damage to opposer can be 
presumed, and the opposition should be dismissed. 

The decision of the Examiner of Interferences is reversed. 
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SUNSHINE BISCUITS, INC. v. BERKE BAKERIES, INC. (assignee, 
substituted for BERKOWITZ, doing business as BERKE CAKE CO.) 


Interfer. No. 4863, Cancell. No. 5973 — Commissioner of Patents — 
July 29, 1955 


TRADEMARK Act OF 1946—REGISTRABILITY—IN GENERAL 
Registrant urges that baker’s figures shown by applicant’s exhibits are not the 
same as shown in application for registration; while positions of figures in exhibits 
differ they all represent the same character, and variations are not considered any 
more significant than variations in style of type would ordinarily be in case of 
word mark, 


CANCELLATION PROCEDURE—IN GENERAL 
Registrant urges that figure was not used as trademark prior to registration; 
even if correct, this would not affect cancellation proceedings. 


CANCELLATION PROCEDURE—DEFENSES 

Mere lapse of time does not in itself constitute laches so as to bar cancellation 
petition. 

Where application recited that mark was used on list of goods in 1931 and 
mark was not used on certain goods until some years later, unclean hands is not 
applicable. 

Trademark interference proceeding between Sunshine Biscuits, Inc., 
application, Serial. No. 601,482, filed July 29, 1950, and Berke Bakeries, 
Inc. (assignee, substituted for Nathan Berkowitz, doing business as Berke 
Cake Co.), Registration No. 339,118, issued Sept. 22, 1936. 

Trademark cancellation proceeding by Sunshine Biscuits, Inc. v. Berke 
Bakeries, Inc. (assignee, substituted for Nathan Berkowitz, doing business 
as. Berke Cake Co.), Registration No. 339,118, issued Sept. 22, 1936. 

Berke Bakeries, Inc. appeals from decisions of Examiner of Inter- 
ferences for Sunshine Biscuits Inc. Affirmed. 

Oscar W. Jeffery and Jeffery, Kimball & Eggleston, of New York, N. Y., 
for Sunshine Biscuits, Inc. 

W. BR. Liberman, of New York, N. Y., for Berke Bakeries, Inc. 

FeEperico, Examiner in Chief. 

These are appeals by the registrant, Berke Bakeries, Inc., substituted 
for Nathan Berkowitz, from adverse decisions of the Examiner of Inter- 
ferences in an interference and a cancellation proceeding, both involving 
Registration No. 339,118, dated September 22, 1936. 

The registration involved was issued to Nathan Berkowitz (now de- 
ceased), doing business as Berke Cake Co., and Berke Bakeries, Inc. has 
been substituted for the original registrant as successor to the business 
and present owner of the registration. Petitioner raises some questions 
concerning the chain of title but the facts presented are deemed sufficient 
to warrant considering Berke Bakeries, Inc. the proper party in these 
proceedings (compare Cameo, Inc. v. Phillips, 92 USPQ 77, 42 TMR 146). 

The registration issued on an application filed May 7, 1936. It dis- 
closes, as used for cakes, a composite mark comprising the word BERKE’s 
above the word caKEs, and to the right of these words a figure of a rotund 
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man dressed as a baker or chef holding a sign reading HOME RECIPE, the 
words CAKES and HOME RECIPE being disclaimed. The registrant did not 
establish any use prior to the filing of the application which resulted in the 
registration. 

The other party to these proceedings, Sunshine Biscuits, Inc., filed, 
on July 29, 1950, an application to register a fanciful figure of a rotund 
man dressed as a baker or chef, as a trademark for ‘‘crackers, biscuits, 
pretzels, wafers, cookies in sandwich form, and shredded wheat,’’ alleging 
use since January 1931. The application was rejected on the registration 
here involved and Sunshine Biscuits applied to cancel the registration and 
the Patent Office also declared an interference between the application and 
the registration. 

Neither party raises any question as to the goods or as to the confusing 
similarity of the marks. This similarity is due solely to the quite similar 
baker’s figures used by the parties and any holding concerning registrant’s 
mark is concerned only with the presence of this figure. 

Both proceedings involve the same issue of priority of use and the 
cancellation also involves the issues of laches on the part of Sunshine Bis- 
cuits in bringing the proceedings and abandonment of the registered mark 
by the registrant. The Examiner of Interferences found priority in favor 
of Sunshine Biscuits, and held that the defense of laches must fail and that 
abandonment of the registered mark was not established. 

On the question of priority, the testimony adequately establishes prior 
and continuous use by Sunshine Biscuits in advertisements and on a variety 
of bakery products, but the registrant urges that the baker’s figures shown 
by the exhibits are not the same as that shown in the application for regis- 
tration. While the positions of the figures in the various exhibits differ, 
they all clearly represent the same character and the variations are not 
considered any more significant than variations in style of type would 
ordinarily be in the case of a word mark. 

Registrant also urges that the figure was not used as a trademark prior 
to the date of the registration since it was used only on packages which 
bore petitioner’s word mark and was not labelled or otherwise indicated as 
being considered a trademark. However, if it be assumed that registrant’s 
contention was correct, it would not affect the cancellation proceedings, see 
Flavor Seal Corp. v. West Bend Aluminum Co., 101 USPQ 341 at page 345 
(44 TMR 1105), and cases cited therein (while these decisions related to 
opposition proceedings, the same principles would apply to cancellation 
proceedings). 

With respect to the question of abandonment, the examiner held that 
petitioner had not satisfactorily proven abandonment of the registrant’s 
mark, The testimony on this matter is not free from doubt and contradic- 
tions. The examiner placed great reliance on the testimony of one of the 
registrant’s witnesses concerning use of the labels bearing the mark, stating 
that ‘‘in view of such uncontroverted testimony * * * the examiner can 
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find no abandonment by registrant of its involved registered mark.’’ How- 
ever, I do not believe that the testimony of the witness is entirely creditable 
with respect to the extent of use in view of contradictions (the witness stated 
categorically that the mark was being used at the time of taking the deposi- 
tion, whereas registrant has admitted that the business had completely 
stopped several months previously; the witness testified concerning the 
number of labels which had been used and were on hand and also submitted 
the latest printer’s bills for labels and there is a discrepancy of about 
200,000 labels in the account) and other factors. Nevertheless, it does ap- 
pear that there was some use of the labels involved on master shipping 
cartons i.e., cartons within which containers of the product were packed for 
delivery to retailers, and petitioner does not appear to seriously dispute 
that there may have been in fact a small amount of such use of the labels 
involved. Petitioner’s brief indicates that it considers the question of 
abandonment moot in view of the award of priority to it and the sustaining 
of the petition to cancel. 

The defense of laches is based upon the fact that petitioner had actual 
knowledge of defendant’s registration and use in 1936 and took no action 
until the present proceedings. However, applicant has not established an 
equitable defense of laches; mere laps of time does not in itself constitute 
laches. On the contrary, the record shows that in 1951, registrant stated 
under oath in a petition filed in a federal court for an arrangement with 
creditors that it owned no trademarks, and that petitioner’s business 
actually stopped in March 1953, and considering also the nominal character 
of registrant’s use of the mark, which was not encountered by the retail 
purchaser, it cannot be stated that registrant has suffered any prejudice 
whatsoever from the lapse of time in bringing the petition for cancellation. 

Registrant further urges that the petition for cancellation should be 
dismissed on the ground of unclean hands in view of certain misstatements 
made in petitioner’s application for registration. 

The application, in the first paragraph, recites ‘‘crackers, biscuits, 
pretzels, wafers, cookies in sandwich form and shredded wheat’’ as the 
goods on which the mark has been used. The second paragraph of the appli- 
cation states that ‘‘the trademark was first used on the goods in January, 
1931, * * *.’? The testimony shows that the mark had not in fact been used 
on pretzels and on shredded wheat until some years after 1931 and hence 
the statement of the date of first use made under oath in the application 
is incorrect insofar as it applies to these two items. 

Prior to 1951 there was some confusion and uncertainty with respect 
to the manner of alleging the date of first use when the application recited 
a number of different items and use of the mark on these items had com- 
menced at different times. In Ex parte Wayne Pump Co., 88 USPQ 437 
(41 TMR 379) (1951), it was held, apparently for the first time, that a 
statement of the date of first use similar to that present here and made 
under similar circumstances was misleading and it was required that the 


‘ 
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application should make it clear that the first dates of use alleged did not 
apply to each of the items recited. Following this decision, Trademark 
Rule 7.3 (37 C.F.R. 100.73) was amended, on February 8, 1952, to insert 
the following paragraph: 
*‘If more than one item of goods is specified in the application 
the dates of use required in paragraphs (g) and (h) of this section 
need be [on] only one of the items specified, provided the particular 
item to which the dates apply is designated.’’ 
The application involved here was filed some time before this amendment 
to the rules which indicated the proper manner of referring to the dates 
of use. Registrant refers to Tidy House Products Company v. Tidy-House 
Paper Products, Inc., 90 USPQ 116 (41 TMR 857), but in this case the 
applicant had alleged use of the mark on goods on which it had never been 
used at all, which is not the case here. Petitioner’s application is not in- 
volved in the cancellation proceedings, but is only involved in the inter- 
ference. While the statement made in the application is not entirely cor- 
rect, no unclean hands requiring dismissal of the petition for cancellation 
or equivalent action in the interference is found The Examiner of Trade- 
marks should, after the termination of these proceedings, require appro- 
priate correction in accordance with the present rules. 

The decision of the Examiner of Interferences awarding priority to 
Sunshine Biscuits in the interference and sustaining the petition for can- 
cellation is affirmed. 
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